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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

U.S. APPLICATION SERIAL NO. 86335576 

 

MARK: DIGITAL REAL ESTATE  

 

          

*86335576*  
CORRESPONDENT ADDRESS: 
       WILLIAM J KOLEGRAFF  

       THOMAS WHITELAW  

       18101 VON KARMAN AVE  STE 230 

       IRVINE, CA 92612-7132  

         

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

TTAB INFORMATION: 

http://www.uspto.gov/trademarks/process/appeal/index.js
p    

APPLICANT: dPackaging LLC  

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A          

CORRESPONDENT E-MAIL ADDRESS:   

       bkolegraff@twtlaw.com 

 

 

EXAMINING ATTORNEY’S APPEAL BRIEF 

 

 

Applicant has appealed the trademark examining attorney’s1 final refusal to register the 

trademark DIGITAL REAL ESTATE on the Principal Register under Section 2(e)(1) of the Trademark Act for 

“a retail space for technology driven brands to showcase product and service offerings and to enable 

consumers to directly interact with and experience the brand, products, and services, namely, providing 

                                                            
1 The Office has reassigned this application to the undersigned trademark examining attorney. 



a live forum for companies to showcase, display, demonstrate and promote new and innovative ideas, 

products and services in the technology field; advertising and showcasing the goods and services of 

others by providing a set of retail outlets in close proximity featuring goods and services that are offered 

for on-line sale” in Class 35. Registration was refused under Trademark Act Section 2(e)(1), 15 U.S.C. 

§1052(e)(1), because the proposed mark merely describes a feature and/or characteristic of the 

applicant’s services. Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1). 

 

 

 

 

 

FACTS 

 

On July 13, 2014, the applicant filed the application at issue to register the mark DIGITAL REAL 

ESTATE, alleging intent-to-use in commerce under Trademark Act Section 1(b) for “a retail space for 

technology driven brands to showcase product and service offerings and to enable consumers to directly 

interact with and experience the brand, products, and services; a set of retail outlets in close proximity 

for displaying and advertising goods and services that are offered for on-line sale” in Class 35.  

The examining attorney issued an Office Action on September 8, 2014 refusing the mark for 

being merely descriptive under Trademark Act Section 2(e)(1) and also finding the identification of 

services indefinite and requiring clarification. Additionally, the examining attorney included a 

Supplemental Register advisory, notifying the applicant that amendment to the Supplemental Register 

would only be available after an acceptable Amendment to Allege Use was filed. 



On March 9, 2015, the applicant responded to the Office Action with arguments against finding 

the mark merely descriptive under Trademark Act Section 2(e)(1) and also accepting the examining 

attorney’s suggested amendment to the identification of services. The applicant did not file an 

Amendment to Allege Use or otherwise request amendment to the Supplemental Register. 

On May 5, 2015, the examining attorney issued a Final Office Action stating that the mark is 

merely descriptive of applicant’s services under Trademark Act Section 2(e)(1) and finding the 

applicant’s arguments unpersuasive. 

The applicant filed its Appeal Brief on January 4, 2016. 

 

ISSUE 

The sole issue for consideration before the Board is whether the mark, DIGITAL REAL ESTATE, is 

merely descriptive of a feature and/or characteristic of the applicant’s services under Trademark Act 

Section 2(e)(1). 

 

ARGUMENT 

 

I. THE MARK, DIGITAL REAL ESTATE, IS MERELY DESCRIPTIVE OF A FEATURE OR 
CHARACTERISTIC OF APPLICANT’S SERVICES UNDER TRADEMARK ACT SECTION 2(e)(1). 
 

 

Registration is refused because the applied-for mark merely describes a feature or characteristic 

of applicant’s services.  Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 



1209.03 et seq. In re Steelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) 

(citing Estate of P.D. Beckwith, Inc. v. Comm’r of Patents, 252 U.S. 538, 543 (1920)).   

The determination of whether a mark is merely descriptive is made in relation to an applicant’s 

services, not in the abstract.  DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1254, 

103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The Chamber of Commerce of the U.S., 675 F.3d 1297, 

1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP §1209.01(b).  

 

A. The Wording DIGITAL REAL ESTATE is Descriptive of Applicant’s Services. 
 

The combination of descriptive terms in the applicant’s mark describes a feature or 

characteristic of applicant’s services. The term “digital” is defined as “storing information such as sound 

or pictures as numbers or electronic signals,” “relating to or used in e-commerce (…buying and selling 

goods on the internet),” and “using or characterized by computer technology.” Macmillan Dictionary 

Online, search of “digital,” www.macmillandictionary.com/dictionary/american/digital (September 8, 

2014) (attached to September 8, 2014 Office Action); Merriam-Webster Dictionary Online, search of 

“digital,” www.merriam-webster.com/dictionary/digital (September 8, 2014) (attached to September 8, 

2014 Office Action). “Real estate” is defined as both “land and the buildings on it” and “something that 

someone owns or can make money from, especially online.” Macmillan Dictionary Online, search of 

“real estate,” www.macmillandictionary.com/dictionary/american/real-estate (September 8, 2014) 

(attached to September 8, 2014 Office Action). When these terms are combined, the term “digital real 

estate” describes online space. See attached evidence from various websites describing investing in 

“digital real estate.”  

The applicant’s amended services are “a retail space […] and […] providing a set of retail outlets 

in close proximity featuring goods and services that are offered online for sale.” See application. 



“Digital” describes the nature of the “real estate,” (i.e., this is “electronic” real estate – an online 

marketplace). Taken in consideration of applicant’s identification of services, “digital real estate” clearly 

describes online retail space. 

Generally, if the individual components of a mark retain their descriptive meaning in relation to 

the services, the combination results in a composite mark that is itself descriptive and not registrable.  In 

re Phoseon Tech., Inc., 103 USPQ2d 1822, 1823 (TTAB 2012); TMEP §1209.03(d); see, e.g., In re 

Associated Theatre Clubs Co., 9 USPQ2d 1660, 1663 (TTAB 1988) (holding GROUP SALES BOX OFFICE 

merely descriptive of theater ticket sales services, because such wording “is nothing more than a 

combination of the two common descriptive terms most applicable to applicant’s services which in 

combination achieve no different status but remain a common descriptive compound expression.”)   

Only where the combination of descriptive terms creates a unitary mark with a unique, 

incongruous, or otherwise nondescriptive meaning in relation to the services is the combined mark 

registrable.  See In re Colonial Stores, Inc., 394 F.2d 549, 551, 157 USPQ 382, 384 (C.C.P.A. 1968); In re 

Positec Grp. Ltd., 108 USPQ2d 1161, 1162-63 (TTAB 2013). 

The applicant argues that the mark DIGITAL REAL ESTATE is not descriptive, but suggestive. See 

Applicant’s Appeal Brief, p. 5, January 4, 2016. A mark is suggestive if some imagination, thought, or 

perception is needed to understand the nature of the services described in the mark; whereas a 

descriptive term immediately and directly conveys some information about the services.  See Stoncor 

Grp., Inc. v. Specialty Coatings, Inc., 759 F.3d 1327, 1332, 111 USPQ2d 1649, 1652 (Fed. Cir. 2014) (citing 

DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251-52, 103 USPQ2d 1753, 1755 

(Fed. Cir. 2012)); TMEP §1209.01(a). In this case, the very definitions of the terms that make up 

applicant’s mark directly convey information about applicant’s services.  

 



B. Descriptiveness of the Wording DIGITAL REAL ESTATE is Supported by Common Use 
Amongst Relevant Consumers. 
 

The trademark examining attorney provided numerous examples in the Final Office Action of 

third-party usage of the term “digital real estate.” See Final Office Action, p. 1, May 5, 2015. The 

previously attached websites demonstrate the usage of this wording, and the excerpts below, as 

provided in the Final Office Action, highlight the mark being used in a descriptive manner. 

“And digital real estate is serious business. It gives companies and individuals the 
chance to build a platform, get heard, and above all, make money online.” 
http://flippa.com/blog/digital-real-estate/ 

 

“That Land’s Empty O’er There! Should You Buy or Build Digital Real Estate?” 
http://www.brightervision.com/finding-websites-to-buy/ 

“Why you should invest in digital real estate.” http://www.lyopia.com/2014/01/why-
you-should-invest-in-digital-real.html 

 

In response to these examples, applicant further argues that the examining attorney 

misunderstood the identified services to mean “space on the internet.” See Applicant’s Appeal Brief, p. 

5, January 4, 2016. Applicant’s identification of services, however, encompasses both brick and mortar 

retail space as well as online retail space. Applicant never amended the identification of services to 

exclude online retail space. Even if the identified services were to be interpreted in such a fashion as 

applicant suggests, it does not avoid a finding of the mark being merely descriptive of applicant’s 

services. The term “digital” is merely descriptive of the products and services applicant intends to 

“showcase, display, demonstrate, and promote,” as the products and services are, in applicant’s own 

words, in the technology field. See identification of services in Application. Furthermore, applicant 

provides in the identification of services that these goods and services are to be offered “online for 

sale,” which is within the “relating to or used in e-commerce” definition of digital. Id. The term “real 



estate” is merely descriptive of the “retail space” and “retail outlets” in which applicant intends to 

provide its services, including space online. Accordingly, when these terms are combined, the mark as a 

whole is descriptive of the applicant’s services. 

Regardless of whether the services involve space on the internet or a physical location, the fact 

remains that the mark as a whole is merely descriptive of the service applicant offers. Specifically, “real 

estate” describes applicant’s offering of “a retail space” because “real estate” is defined as “land and the 

buildings on it” and also as “something that someone owns or can make money from, especially online.” 

Furthermore, “digital” describes the nature of the business being conducted as part of applicant’s 

services, namely, “technology driven brands,” and “products and services in the technology field” 

because “digital” is defined as “relating to or used in e-commerce” and also means “using or 

characterized by computer technology.” Accordingly, the interpretation of whether applicant’s services 

involve space on the internet or a physical location is immaterial to the determination of 

descriptiveness. 

Accordingly, the mark DIGITAL REAL ESTATE is merely descriptive of retail space and advertising 

and showcasing the goods and services of others. Thus, the mark should be refused under Trademark 

Act Section 2(e)(1) because it merely describes the basic nature of applicant’s online services. 

 

CONCLUSION 

 

As illustrated by the evidence of record, the proposed mark, DIGITAL REAL ESTATE, is merely 

descriptive of a feature and/or characteristic of the applicant’s services in Class 35. The commercial 

impression of the mark corresponds with the accepted definitions of the terms, and the use of the terms 

in the mark describes applicant’s services. Therefore, when the mark is analyzed as a whole in relation 



to the applicant’s services, it is merely descriptive of a feature and/or characteristic of the applicant’s 

services, and thus cannot be registered as a trademark on the Principal Register. Accordingly, the 

trademark examining attorney respectfully requests that the refusal to register the applicant’s mark, 

DIGITAL REAL ESTATE, under Trademark Act Section 2(e)(1) be affirmed. 

 

 

 

 

 

 

 Respectfully submitted, 
 

/Jason R. Nehmer/ 

Examining Attorney 

Law Office 121 

(571) 270-5303 

jason.nehmer@uspto.gov 

  

 

 

Michael W. Baird 

Managing Attorney 

Law Office 121 

 

 



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


