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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86333078 

 

MARK: JACK BLACK'S LUMBERJACK AMBER ALE 

 

          

*86333078*  
CORRESPONDENT ADDRESS: 
       RACHEL J. LIN 

       TARTER KRINSKY & DROGIN LLP 

       1350 BROADWAY FL 11 

       NEW YORK, NY 10018-0947 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Jack Black International Inc. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       docket@tarterkrinsky.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 2/26/2016 

 

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).   

 

The following requirement(s) and/or refusal(s) made final in the Office action dated July 13, 2015 are 
maintained and continue to be final:  Refusal Under Section 2(d) – Likelihood of Confusion. See TMEP 
§§715.03(a)(ii)(B), 715.04(a).   



 

The following requirement(s) and/or refusal(s) made final in the Office action are satisfied:  
Requirement for Disclaimer and Requirement for Fees – TEAS PLUS Lost.  See TMEP §§715.03(a)(ii)(B), 
715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

Applicant correctly states that in a likelihood of confusion analysis, the Examining Attorney may 
consider, among other variables, the strength of the marks.  See Request for Reconsideration at p.1.  It is 
also correct that between marks sharing words or terms that are weak, consumer confusion is not as 
likely.  In the case at hand, however, the term “LUMBERJACK” in the respective marks is not weak or 
diluted.   

 

The term “LUMBERJACK” is only registered once on the register, and has only ever been registered one 
time on the register.  Specifically, a search of third-party marks on USPTO’s X-Search database for the 
following parameters: (*LUMBER* and *JA{"CKQX"}*)[bi,ti] and "032"[ic], retrieving all hits for marks 
that contain any combination of marks containing the term LUMBER with variations of the term JACK, 
shows only the following six results highlighted in bold below.  See attached screenshot and copies of 
the X-Search database results. 

 

Display of Hit List for application #86333078 

 

 #      Hits      Live      Dead    Tagged  Printed  Pl. Search term 

                Viewed     Marks 

06         6         2         4                         (*LUMBER* and 

                                                         *JA{"CKQX"}*)[bi,ti] 

                                                          and "032"[ic] 

 

  #   Serial  Regnum  Status  Mark 

    1 86333078            V    JACK BLACK'S LUMBERJACK AMBER ALE 

    2 85802630            D    LUMBERJACK 



    3 78195079            D    LUMBERJACK ALE 

    4 76368060   2674658  V®   LUMBERJACK OATMEAL STOUT 

    5 75362892            D    LEINENKUGEL'S LUMBERJACK 

    6 74658932            D    CANADIAN LUMBERJACK 

 

The first instance of the term “LUMBERJACK” was for “CANADIAN LUMBERJACK” which was published in 
the Official Gazette on January 30, 1996, but abandoned soon thereafter on April 24, 1997, before 
“LEINENKUGEL'S LUMBERJACK” filed on September 25, 1997 and abandoned on January 29, 2000 after 
failing to file a Statement of Use.  Registrant filed for its mark, “LUMBERJACK OATMEAL STOUT” on 
February 7, 2002 and was registered January 14, 2003, and it has since been the only registration 
bearing the terms “LUMBER” and “JACK” for beer.  The mark, “LUMBERJACK ALE”, abandoned after 
being met with a refusal citing the registrant’s mark, and the mark for “LUMBERJACK”, for non-alcoholic 
beverages, also abandoned for failure to file a Statement of Use. Altogether, this evidence shows that 
there has never been more than once instance of “LUMBERJACK” registered on the database, and that 
the term is and has always been strong in relation to beer. 

 

Further, in applicant’s request, it explains that through a discussion with the Examining Attorney, “it was 
established that ‘evidence of online website using ‘LUMBERJACK’’… would suffice as ‘evidence showing 
current and actual use in the marketplace”.  This discussion was to clarify the following sentence in the 
Final Office action: “Additionally, while applicant has submitted extrinsic evidence of online websites 
using “LUMBERJACK” with beers; however, there is no evidence showing current and actual use in the 
marketplace.”   

 

The evidence provided by applicant shows at most, six possible beers containing the wording 
“LUMBERJACK” in the name, apart from applicant’s mark, registrant’s mark, and one mark for restaurant 
services; however, applicant has not submitted any registrations for “LUMBERJACK” as it relates to beer. 

 

As shown by the attached evidence https://www.uschamber.com/ and http://www.ttb.gov/, an article 
explains that one Malt Beverage Labeling Specialist approved at least 29,500 in one year alone, and 
approved 133 labels, daily.  Further, according to the Brewers Association, there are currently 7,126 
breweries in the United States, each making their own beers.  Therefore, six to eight instances of 
possible usage of “LUMBERJACK” as applied to beer cannot be considered sufficient in finding weakness 
or dilution when viewed in the context of thousands of beer labels. See attached screenshots from 
https://www.brewersassociation.org/.  

 

In its Request for Reconsideration, applicant also provided evidence of the wording “LUMBERJACK”; 
however, this evidence was irrelevant as it was for goods other than beer, such as drinking glasses and 



bottle openers.  Further, applicant provides Exhibit 1 in which a blog post states, “As you may know, 
lumberjacks love beer.  As a nod to their love of beer, they have many beers named after them.”  
However, the pictures that the post includes to illustrate this statement are of mountain men with plaid 
shirts and an illustration of “PAUL BUNYUN”, which is not the same as the wording “LUMBERJACK”.  
Therefore, this particular evidence does not establish weakness in the wording “LUMBERJACK” as 
applied to beer. 

 

Here, the overriding concern is not only to prevent buyer confusion as to the source of the goods, but to 
protect the registrant from adverse commercial impact due to use of a similar mark by a newcomer.  See 
In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).   

 

The Trademark Act not only guards against the misimpression that the senior user is the source of the 
junior user’s goods, but it also protects against “reverse confusion,” that is, the junior user is the source 
of the senior user’s goods.  In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 
1993); Fisons Horticulture, Inc. v. Vigoro Indust., Inc., 30 F.3d 466, 474-75, 31 USPQ2d 1592, 1597-98 (3d 
Cir. 1994); Banff, Ltd. v. Federated Dep’t Stores, Inc., 841 F.2d 486, 490-91, 6 USPQ2d 1187, 1190-91 (2d 
Cir. 1988). 

 

When viewing the respective marks, “JACK BLACK'S LUMBERJACK AMBER ALE” and “LUMBERJACK 
OATMEAL STOUT”, a consumer may be led to believe that “JACK BLACK” also provides registrant’s 
oatmeal stout goods. 

 

Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the 
registrant.  TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 
USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 
1025, 1026 (Fed. Cir. 1988). 

 

The Court of Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have recognized 
that marks deemed “weak” or merely descriptive are still entitled to protection against the registration 
by a subsequent user of a similar mark for closely related goods and/or services.  TMEP §1207.01(b)(ix); 
see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ 108, 109 (C.C.P.A. 1974) 
(likelihood of confusion is “to be avoided, as much between ‘weak’ marks as between ‘strong’ marks, or 
as between a ‘weak’ and ‘strong mark’)); In re Colonial Stores, Inc., 216 USPQ 793, 795 (TTAB 1982) 
(“even weak marks are entitled to protection against registration of similar marks”).  This protection 
extends to marks registered on the Supplemental Register.  TMEP §1207.01(b)(ix); see, e.g., In re Clorox 
Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ 188, 
189 (TTAB 1975). 

 



If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 

 

/Jeanie H. Lee/ 

Examining Attorney 

Law Office 105 

(571) 272-6110 

jeanie.lee@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


