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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86333078

MARK: JACK BLACK'S LUMBERJACK AMBER ALE

CORRESPONDENT ADDRESS:
RACHEL J. LIN

TARTER KRINSKY & DROGIN LLP
1350 BROADWAY FL 11

NEW YORK, NY 10018-0947

APPLICANT: Jack Black International Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

docket@tarterkrinsky.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 2/26/2016

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),

715.04(a).

The following requirement(s) and/or refusal(s) made final in the Office action dated July 13, 2015 are
maintained and continue to be final: Refusal Under Section 2(d) — Likelihood of Confusion. See TMEP

§§715.03(a)(ii)(B), 715.04(a).



The following requirement(s) and/or refusal(s) made final in the Office action are satisfied:
Requirement for Disclaimer and Requirement for Fees — TEAS PLUS Lost. See TMEP §§715.03(a)(ii)(B),
715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Applicant correctly states that in a likelihood of confusion analysis, the Examining Attorney may
consider, among other variables, the strength of the marks. See Request for Reconsideration at p.1. Itis
also correct that between marks sharing words or terms that are weak, consumer confusion is not as
likely. In the case at hand, however, the term “LUMBERJACK” in the respective marks is not weak or
diluted.

The term “LUMBERJACK” is only registered once on the register, and has only ever been registered one
time on the register. Specifically, a search of third-party marks on USPTO’s X-Search database for the
following parameters: (*LUMBER* and *JA{"CKQX"}*)[bi,ti] and "032"[ic], retrieving all hits for marks
that contain any combination of marks containing the term LUMBER with variations of the term JACK,
shows only the following six results highlighted in bold below. See attached screenshot and copies of
the X-Search database results.

Display of Hit List for application #86333078

# Hits Live Dead Tagged Printed Pl. Searchterm
Viewed Marks
06 6 2 4 (*LUMBER* and
*JA{"CKQX"}*)[bi, ti]

and "032"[ic]

# Serial Regnum Status Mark
1 86333078 V JACK BLACK'S LUMBERJACK AMBER ALE

2 85802630 D LUMBERJACK



378195079 D LUMBERJACK ALE
476368060 2674658 V® LUMBERJACK OATMEAL STOUT
575362892 D LEINENKUGEL'S LUMBERJACK

6 74658932 D CANADIAN LUMBERJACK

The first instance of the term “LUMBERJACK” was for “CANADIAN LUMBERJACK” which was published in
the Official Gazette on January 30, 1996, but abandoned soon thereafter on April 24, 1997, before
“LEINENKUGEL'S LUMBERJACK” filed on September 25, 1997 and abandoned on January 29, 2000 after
failing to file a Statement of Use. Registrant filed for its mark, “LUMBERJACK OATMEAL STOUT” on
February 7, 2002 and was registered January 14, 2003, and it has since been the only registration
bearing the terms “LUMBER” and “JACK” for beer. The mark, “LUMBERJACK ALE”, abandoned after
being met with a refusal citing the registrant’s mark, and the mark for “LUMBERJACK"”, for non-alcoholic
beverages, also abandoned for failure to file a Statement of Use. Altogether, this evidence shows that
there has never been more than once instance of “LUMBERJACK” registered on the database, and that
the term is and has always been strong in relation to beer.

Further, in applicant’s request, it explains that through a discussion with the Examining Attorney, “it was
established that ‘evidence of online website using ‘LUMBERJACK” ... would suffice as ‘evidence showing
current and actual use in the marketplace”. This discussion was to clarify the following sentence in the
Final Office action: “Additionally, while applicant has submitted extrinsic evidence of online websites
using “LUMBERJACK” with beers; however, there is no evidence showing current and actual use in the
marketplace.”

The evidence provided by applicant shows at most, six possible beers containing the wording
“LUMBERJACK” in the name, apart from applicant’s mark, registrant’s mark, and one mark for restaurant
services; however, applicant has not submitted any registrations for “LUMBERJACK” as it relates to beer.

As shown by the attached evidence https://www.uschamber.com/ and http://www.ttb.gov/, an article
explains that one Malt Beverage Labeling Specialist approved at least 29,500 in one year alone, and
approved 133 labels, daily. Further, according to the Brewers Association, there are currently 7,126
breweries in the United States, each making their own beers. Therefore, six to eight instances of
possible usage of “LUMBERJACK” as applied to beer cannot be considered sufficient in finding weakness
or dilution when viewed in the context of thousands of beer labels. See attached screenshots from
https://www.brewersassociation.org/.

In its Request for Reconsideration, applicant also provided evidence of the wording “LUMBERJACK";
however, this evidence was irrelevant as it was for goods other than beer, such as drinking glasses and



bottle openers. Further, applicant provides Exhibit 1 in which a blog post states, “As you may know,
lumberijacks love beer. As a nod to their love of beer, they have many beers named after them.”
However, the pictures that the post includes to illustrate this statement are of mountain men with plaid
shirts and an illustration of “PAUL BUNYUN"”, which is not the same as the wording “LUMBERJACK".
Therefore, this particular evidence does not establish weakness in the wording “LUMBERJACK” as
applied to beer.

Here, the overriding concern is not only to prevent buyer confusion as to the source of the goods, but to
protect the registrant from adverse commercial impact due to use of a similar mark by a newcomer. See
In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).

The Trademark Act not only guards against the misimpression that the senior user is the source of the
junior user’s goods, but it also protects against “reverse confusion,” that is, the junior user is the source
of the senior user’s goods. In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir.
1993); Fisons Horticulture, Inc. v. Vigoro Indust., Inc., 30 F.3d 466, 474-75, 31 USPQ2d 1592, 1597-98 (3d
Cir. 1994); Banff, Ltd. v. Federated Dep’t Stores, Inc., 841 F.2d 486, 490-91, 6 USPQ2d 1187, 1190-91 (2d
Cir. 1988).

When viewing the respective marks, “JACK BLACK'S LUMBERJACK AMBER ALE” and “LUMBERJACK
OATMEAL STOUT”, a consumer may be led to believe that “JACK BLACK” also provides registrant’s
oatmeal stout goods.

Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62
USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d
1025, 1026 (Fed. Cir. 1988).

The Court of Appeals for the Federal Circuit and the Trademark Trial and Appeal Board have recognized
that marks deemed “weak” or merely descriptive are still entitled to protection against the registration
by a subsequent user of a similar mark for closely related goods and/or services. TMEP §1207.01(b)(ix);
see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ 108, 109 (C.C.P.A. 1974)
(likelihood of confusion is “to be avoided, as much between ‘weak’ marks as between ‘strong’ marks, or
as between a ‘weak’ and ‘strong mark’)); In re Colonial Stores, Inc., 216 USPQ 793, 795 (TTAB 1982)
(“even weak marks are entitled to protection against registration of similar marks”). This protection
extends to marks registered on the Supplemental Register. TMEP §1207.01(b)(ix); see, e.g., In re Clorox
Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A. 1978); In re Hunke & Jochheim, 185 USPQ 188,
189 (TTAB 1975).



If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Jeanie H. Lee/
Examining Attorney
Law Office 105
(571) 272-6110

jeanie.lee@uspto.gov
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Tim Mak at The Daily Beast might have found the hardest-working man in Washington, D.C., who
happens to be a critical player in the $247 billion American beer industry. Kent Martin, a regulator in
the Treasury Department's Tax and Trade Bureau, approves every beer label and bottle in America
He alsa happens ta go by the name, “Batte

Mak writes:

Martin is & machine, approving aboul 133 labels daily.

Being a creative bunch, brewers have often battled with “Battle™ Marfin
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All About Beer magazine has a story about some adventures craft brewsrs have had in getting
labels approved. One brewer got in trouble for being too patriotic:

In the arly 19905, Jack Joyce of Rogue Ales in Newport, OR, submitied his Amenican Amber Ale far
label approval. The govemment rejected the label, which showed an Uncle Sam-like figure hoisting
beer with the American flag fluttering in the background. Rogue, it seems, had run afoul of U.S. Code
Title 4, Chapter 8, lter 1 “The U.S. flag should never be used for advertising purposes in any manner
whatsocver.* So Joyee redesigned the fabel to portray & generic paticm of red and white stripes with
single row of stars as a border.

However, he continued to use the flag design for glasses, T-shirts, tap handes, ete until 2005, when
a TTB agent, vacationing in Oregon, spotted a Rogue truck painted with the onginal logo. Ordered to
st and desist, Joyue repainted 1 (Tucks and desiroyed or gave awdy belween $15,000 and
$25,000 worth of promotional items. He was able to salvage his tap handies by painting out the stars
“We solved that by basically desecrating the flag,” he observed iranically

After the 2013 federal government shutdown, some crafi brewers feared that the backlog of label
approvals would cut info their business.
Now that's something to talk about at your next happy hour.

Follow Sean Hackbarth on Twitter at @seanhackbarth and the U.S. Chamber at @uschamber.

{BE T0 BLOG UPDATES.

EXLY TO YOUR EMAIL 108

MORE ARTICLES ON: AGRICULTURE AND FOOD SAFETY

Sean Hackbarth

Senior Editor, Digital Content

Sean has written for various Chamber properties since 2012. In 1999,
Sean launched a "weblog™ and niever locked back, bacoming a self-
prociaimed pioneer of the medium

@soanhackbarth
shackbarth@uschamber com
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Greetings! We hope you had a stupendous and thrilling week! This week’s fop stones include announcements about
Batle Msrtin's retiement, the newly-appointed malt beverage label point person, TTB HQ maiing address, and a st of
the past week's fop COLAS Online resource pages at 118 gov

BATTLE MARTIN, THE "TTB BEER LABEL GUY," HAS RETIRED

TTBs Mah Beverage Labeling Spacialist, Kent Batle Martin, retired Thursday, M
26, 2015 A recipeent of the Administrator's Award. TTE's highest honor, Battle almost
singla-handedly reviewsd every malt beverage label application submitted sinca ha
Joined TTE in Octaber of 2004

Battle (and no, "Battle” iSnt a nickname - e was named after his grandfater, John
Batles Martin). an atiomey and ex-Navy officer. came to TTH after working at the
Equal Employment Opportunity Commission, which he joined after spending a year at
e Tt ok St il 20 ol i 0yt
govemment senics. TTB isnit where he developed his passion for bear, howaver

has helped out at his family's bar, which opened in 1962, by daing evenything lmm
bartending to actually managing the place.

Sate st an mcusiy mamber
suring a recent Beer incustry trade
o During Batls's tanure as a label spaciaist. he adeptly handled an incredible increase
in malt baverage COLA workload. In 2013, Battls processed over 27,000 label applications, and in 2014, he procassed
rer 9,00, nfact it s 8 month of U sl yaar (Oc. Mayl. he aleady processod 25,000 Soplcatons,
which is roughly the same number for ai

On tap of processing COLAS, Batile also spert significant time on the phone and answering emails, helping industry
memBers with the inticacies of TTE's fegulations on mah beverage labels and formulas. He was also a very popular
person at many beer industry conferences and trade shows over the years. providing advce. presenting seminars. and
aven processing peopls's malt beverags label appications on the spatl

Battle's departure marks the end of an era at TTB. We appreciate all of Battle's hard wark and dedication, along with his
many accomplishments. We wish him farewsll and good luck in his retirement!

NEW MALT BEVERAGE LABELING SPECIALIST

Michael Webster is naw the lead TTE contact for mait beverage labafing. Please direct your mat beverage labeling cals
10 866-527-2533, option 8. o contact us by email at aGQND gov.

TTB HEADQUARTERS MAILING ADDRESS

This is a reminder to ensure you use our correct maling address, particularly our current ZIP code, when sending
comaspondencs to TTB Bureau Headquarters:

Alcohol and Tabacco Tax and Trade Bureau
1310 G Street, NW. Box 12
Washington, DC 20005

Failure to use the comect Box number and 217 code can lead to significant delays in T8 receiving your mail

TTB Mewsletter Archives >>>

Ploase visit the homepage of TTE.gov for the most recent news, orvisit the Cantact Us page if you have any questions.

June 5, 2015

TTB

NEWSLI R

WHAT'S POPULAR ON TTB.GOV

Top COLAS Online Customer Support Pages
for May 2531, 2015

Allowable Revisians 1o Approved

& Personslized Labels

® Processing Times for Lave)
Applications.

® COLAs Oniine Application
Process

.

Labeiing Homepage

ABOUT THE NEWSLETTER

‘The TTH Hews|stier compiles the top TTH
news of the waek and olher hel
information abaut the Bureau and the federal
aleonol and tobaces laws and regulations we
anforce.

Please send any questions or camments fo
the Executive Lizison for Industry and Stale
Matiers at Industry-GtateL iaison@ts. gov.

Eroughttoyou by TTE.gow.
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DEPARTMENT OF THE TREASURY

ALCOHOL AND TOBACCO TAX AND TRADE BUREAU

STATISTICAL REPORT - BEER

Report Date:
16-FEB-2016

Report Symbol:
TTB S 5130-11-2015

Reporting Period: November 2015 Page: 1of1
Current Year Prior Year
MANUFACTURE OF BEER (IN Prior Year Cumulative Cumulative
BARRELS) Current Month Current Month Year to Date Year to Date
Production 13,343,501 13,554,838 176,360,646 178,216,222
Removals
Taxable ($7.00/$18.00 per barrel)
In bottles and cans 11,147,980 11,363,974 144 748,532 146,464,100
In kegs 1,177,309 1,185,823 15,927,700 16,456,215
Tax Determined, Premises Use 4,493 6,707 860,457 475,934
Sub Total Taxable 12,329,782 12,566,504 161,536,689 163,396,249
Tax-free
For export 551,590 434,254 5,766,742 5,051,888
For vessels and aircraft 0 0 124 51
Consumed on brewery premises 1,448 1,331 90,198 76,030
Sub Total Tax-Free 553,038 435,585 5,857,064 5,127,969
Total Removals 12,882,820 12,992,089 167,393,753 168,524,218
Stocks On Hand end-of-month: 10,024,222 10,055,047 117,478,383 119,598,770
MATERIALS USED AT BREWERIES
(IN POUNDS)
Malt and malt products 251,007,456 3,533,619,826
Corn and corn products 31,876,185 546,771,474
Rice and rice products 38,579,400 567,388,472
Barley and barley products 8,852,396 158,616,280
Wheat and wheat products 1,349,702 31,935,542
Total Grain products 331,665,139 4,838,331,594
Sugar and syrups 61,647,473 838,589,475
Hops {dry) 1,373,691 26,521,788
Hops {used as extracts) 258,594 3,570,347
Other 13,248,548 182,571,551
Total Non-Grain products 76,528,306 1,061,253,161
Total Used 408,193,445 5,889,5684,755

258,594 Pounds of hops is equivalentto 388,692 pounds of extract NOV 2014

NOTE: Changes in figures from prior reports could be due to amended reports being filed.
This data is not final and may need to be amended.

1 Barrel is equivalent to 31 gallons.

Report Re-Issued

http:/Aww ttb. gov




= o | e =i = = EE A EE == =




