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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86308395

CORRESPONDENT ADDRESS:
PAMELA B HUFF GENERAL TRADEMARK INFORMATION:
DYKEMA GOSSETT PLLC http://www.uspto.gov/trademarks/index.jsp

112 EAST PECAN STREET SUITE 1800

SAN ANTONIO, TX 78205 VIEW YOUR APPLICATION FILE

APPLICANT: KCI LICENSING, INC.

CORRESPONDENT’S REFERENCE/DOCKET NO:
9800.3459
CORRESPONDENT E-MAIL ADDRESS:

ipdocket@dykema.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 10/29/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a).



The following refusal made final in the Office action dated April 15, 2015 is maintained and continues to
be final:

e Section 2(d) Refusal — Likelihood of Confusion

See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office
action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on
the issues. Accordingly, the request is denied.

Specifically, the applicant will address the arguments set forth below:

Applicant’s Arguments

First, applicant argues that the mark is diluted because of third party usage of the mark. Applicant
specifically references seven registrations containing the wording ION.

This argument is not persuasive. Specifically, applicant has submitted printouts of third-party
registrations for marks containing the wording ION to support the argument that this wording is weak,
diluted, or so widely used that it should not be afforded a broad scope of protection. The weakness or
dilution of a particular mark is generally determined in the context of the number and nature of similar
marks in use in the marketplace in connection with similar goods and services. See Nat’l Cable Television
Ass’n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973).

Evidence of weakness or dilution consisting solely of third-party registrations, such as those submitted
by applicant in this case, is generally entitled to little weight in determining the strength of a mark,
because such registrations do not establish that the registered marks identified therein are in actual use
in the marketplace or that consumers are accustomed to seeing them. See AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92



USPQ2d 1198, 1204 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); Richardson-
Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982).

Furthermore, the goods and services listed in the third-party registrations submitted by applicant are
different from those at issue and thus do not show that the relevant wording is commonly used in
connection with the goods and services at issue.

Specifically, the registrations attached by applicant are for a variety of goods in Class 9. These goods
involve everything from sunglasses to electronic circuit boards to batteries, and so do not show that the
goods are diluted for the more specific category of goods “medical software”.

Of the seven registrations attached by applicant to the March 27, 2015 Response, none are of the same
kind of goods. Applicant attached the following Registrations to the Response, in this order, U.S.
Registration No. 4452830, 4195701, 3995474, 3552851, 3778370, 3017925, and 2938578. See copies of
these registrations attached to applicant’s March 27, 2015 Response. However, none of these goods
show that the mark is diluted for these specific goods.

1. U.S. Registration No. 2938578 is IONWORKS for “laboratory instruments, namely, screening
apparatus used to perform measurements in biological samples, and computer software used
therewith” in Class 9. This software is for use in a laboratory, and so is different in nature from
software used to providing medical records and medical well ness information.

2. U.S. Registration No. 3017925 is ION for “Clinical laboratory testing services, namely, testing for
nutrition and metabolism-related status and conditions”. This laboratory testing service is
different in nature from the software goods and services in the application and registration, and
so does not show the mark is diluted for the software.

3. U.S. Registration No. 3778370 is IONSENSE for “Scientific testing and monitoring of molecules
for the presence of dangerous or illicit substances, for detecting explosives, for quality-control
of pharmaceutical industry new products, and for monitoring the surfaces of semi-conductor
chips and the products of the polymer and petrochemical industries” in Class 42. This service
involves testing for dangerous or illicit and dangerous substances or for quality control for
pharmaceutical products, and so is completely different in nature for software for providing
health or medical information.

4. U.S. Registration No. 3995474 is ION for “Downloadable electronic publications in the field of
oncology, namely, periodical magazines and newsletters featuring articles about cancer
treatments, and featuring business and industry news of interest in the operation of oncology
practices” in Class 9. These oncology magazines and newsletters are different in nature for
applicant’s and registrant’s software goods and services for providing medical information.

5. U.S. Registration No. 4195701 is ION ONETOUCH for “Computer software used for the
collection, organization, analysis, integration and communication of scientific data; computer



software used to operate laboratory instruments; laboratory instruments, namely, nucleic acid
sequencers and synthesizers, genetic analyzers, instruments for preparation of nucleic acid
samples; laboratory supplies, namely, rack, vials, caps, septa, needles, bottles, flask, laboratory
filter, tubes, and seals, plastic tray cover, micro plate, pipette tips, reagent reservoir, optical
heat field covers, and plastic capillary arrays; all for scientific and research use and diagnostics”
in Class 9. This software is limited to laboratory software or “scientific and research use” and so
is offered in a different field from applicant’s medical software.

6. U.S. Registration No. 4452830 is GRIDION for “Apparatus and instruments for biological,
chemical, biochemical, DNA, RNA, protein, polynucleic acid sequencing and molecular analysis,
namely, automated instruments for detecting the presence, properties and identity of analytes,
comprising cartridges, microarrays, silicon chip based arrays, ASICs ( application specific
integrated circuits), and networked computer hardware and software for performing and
controlling the analysis, and for processing, displaying and storing the information obtained
from the analysis; apparatus and instruments for use in laboratory analysis, namely, test sample
cartridges; computer programs, computer hardware and data processing apparatus, all for
analysis, processing and recording of scientific data and analyte information; silicon chips; DNA
chips; microarray chips; analyte detector chips; biosensor chips; parts and fittings for automated
instruments for detecting the presence, properties and identity of analytes, namely, test sample
cartridges”. Again, this registration is for laboratory goods, and so is different in nature from the
medical software.

U.S. Registration No. 3552851 is cancelled. A cancelled or expired registration is “only evidence that the
registration issued and does not afford an applicant any legal presumptions under [Section] 7(b),”
including the presumption that the registration is valid, owned by the registrant, and the registrant has
the exclusive right to use the mark in commerce in connection with the goods and/or services specified
in the certificate. In re Pedersen, 109 USPQ2d 1185, 1197 (TTAB 2013) (citing Anderson, Clayton & Co. v.
Krier, 478 F.2d 1246, 1248, 178 USPQ 46, 47 (C.C.P.A. 1973) (statutory benefits of registration disappear
when the registration is cancelled); In re Brown-Forman Corp., 81 USPQ2d 1284, 1286 n.3 (TTAB 2006);
In re Phillips-Van Heusen Corp., 63 USPQ2d 1047, 1047 n.2 (TTAB 2002)); see TBMP §704.03(b)(1)(A);
TMEP §1207.01(d)(iv). Nor does a cancelled or expired registration provide constructive notice under
Section 22, in which registration serves as constructive notice to the public of a registrant’s ownership of
a mark. See Action Temp. Servs. Inc. v. Labor Force Inc., 870 F.2d 1563, 1566, 10 USPQ2d 1307, 1309
(Fed. Cir. 1989) (“[A] canceled registration does not provide constructive notice of anything.”).

Therefore, none of the registrations submitted by applicant, in particular the seven highlighted by
applicant, show that the mark is diluted for similar goods and service, specifically, software that provides
access to medical information. Therefore, this argument is not persuasive.

Applicant asserts that these marks are in use for healthcare services. However, as shown above, the
registrations cited by applicant are more commonly for laboratory or scientific services, and so are in a
different field. Therefore, this argument is not persuasive.



Applicant also argues that the goods are dissimilar. Specifically, applicant argues that the mark is used
in provision with “medical and health records”. However, with respect to applicant’s and registrant’s
goods and services, the question of likelihood of confusion is determined based on the description of
the goods and services stated in the application and registration at issue, not on extrinsic evidence of
actual use. See Stone Lion Capital Partners, LP v. Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d
1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys. Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942,
16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).

Absent restrictions in an application and registration, the identified goods and services are “presumed to
travel in the same channels of trade to the same class of purchasers.” In re Viterra Inc., 671 F.3d 1358,
1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281
F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). Additionally, unrestricted and broad
identifications are presumed to encompass all goods and services of the type described. See In re Jump
Designs, LLC, 80 USPQ2d 1370, 1374 (TTAB 2006) (citing In re Elbaum, 211 USPQ 639, 640 (TTAB 1981));
In re Linkvest S.A., 24 USPQ2d 1716, 1716 (TTAB 1992).

Here, the registration includes the wording “Application service provider (ASP) featuring software for
use in originating, collecting, organizing, storing, analyzing, and communicating medical records, patient
information, clinical histories, and laboratory test results; Application service provider (ASP) featuring
software for use in facilitating health information exchange by originating, collecting, organizing,
storing, analyzing and communicating health information; Application service provider (ASP) featuring
software for use in providing remote access to the aforementioned records and information and
transmission of such records between users, and for use in system integration and interoperability
among software applications in the field of medical records, health records, and patient information,
where such applications are used within a local network or across networks, including the internet”.
The registration does not limit the type of “health information” that is communicated through its
software service. Therefore, this argument is not persuasive.

Moreover, companies that provide software and services that provide information about wound care
commonly also provide information about wound care and software may provide both applications. See
http://www.nhsinc.com/products/wound-care/woundexpert-software-wound-care-ehr/ (electronic

health records software providing wound care information); http://www.todayswoundclinic.com/emr-

systems (offering medical record services specializing in wound care management);
https://www.woundemr.com/ (offering electronic medical records software that offers wound care

information); http://healthleadersmedia.com/content/HOM-67349/Newage-wound-care-solutions-

drive-improved-efficiency-outcomes-and-patient-satisfaction.html (discussing wound care and




electronic medical records); http://www.woundrounds.com/what-is-woundrounds/#managewounds

(software that allows users to track patient information and provides information about wound care);
http://www.woundrightapp.com/woundright.html (software that allows users to track patient

information and share patient information in the field of wound care);
https://play.google.com/store/apps/details?id=com.digitalmedlab.wounddesk.android (offering a

mobile application that allows users to collect and manage patient information in the field of wound
care); http://www.woundmatrix.com/mobile-woundmatrix-software (offering software for patient

records and measurement in the field of wound care). Therefore, software for providing “downloadable
software in the nature of a mobile application for providing medical, health and wellness information in
the nature of educational information about common diseases and healthy living tips, specifically
related to the treatment of wounds” is often offered with software for collecting “originating, collecting,
organizing, storing, analyzing and communicating health information”. Indeed applicant’s own software
includes the ability to share and upload patient health information. See
http://www.kcil.com/KCl1/ionhealingmobileapp. Therefore, this argument is not persuasive.

Therefore, as applicant’s arguments against the Section 2(d) Refusal are not persuasive and applicant’s
amendments to the Identification of Goods and Services do not alter the likelihood of confusion, the
request for reconsideration is denied.

RESPONSE GUIDELINES

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final refusal, and/or (2) file a notice of appeal to the Board. TMEP §715.03(a)(ii)(B); see 37
C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay or extend the time for
filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).



/Alison R. Keeley/
Examining Attorney
Law Office 113
(571) 272-4514

Alison.Keeley@uspto.gov
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