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ARGUMENT(S)

REQUEST FOR RECONSIDERATION AND NOTICE OF APPEAL

Dear Examiner Keeley:

Applicant hereby timely responds to the Office Action dated April 15, 2015 as follows:

AMENDMENT

Please amend the description of goods as follows:

--downloadable software in the nature of a mobile application for providing medical, health and
wellness information, in the nature of educational information about common diseases and healthy
living tips [specifically related to the treatment of wounds] Class 9; and
--software as a service (SAAS), namely, software for providing medical, health, and wellness
information in the nature of education information about common disease and healthy living tips
accessible through mobile applications [specifically related to the treatment of wounds] in
International Class 42.

 

REMARKS

The Examiner has issued a final rejection of the application and indicates that the likelihood of



confusion between Applicant’s mark and U.S. Registration No. 4,195,266 is grounds for refusal under

15 U.S.C. § 1052(d).  In response, Applicant respectfully argues that there exists no likelihood of

confusion between the subject mark and the cited registration. 

NO LIKELIHOOD OF CONFUSION:

            Applicant reiterates the arguments made of record in its first response, dated March 27, 2015

(“First Response”) and again urges that due to the dissimilarity of the goods and services, dissimilarity

of the trade channels, and dissimilarity of the marks, confusion between the marks is unlikely. 

A. Third-Party Usage of Mark

            First, in response to Examiner’s assertion that a mere submission of a list of registrations does

not make the registrations part of the record, Applicant has attached copies of the one hundred fifteen

(115) registrations limited to Classes 9 & 42 which contain the term ION alone or with one additional

term that were not included in Applicant’s First Response. (See Exhibit A)    In its First Response,

Applicant provided copies of the registrations for the seven (7) registrations in Classes 9 & 42 that

contain the term ION alone or with one additional term that are being used in the medical field. 

            The Examiner argues that these seven (7) registrations are “entitled to little weight in

determining the strength of the mark, because the registrations do not establish that the registered marks

identified therein are in actual use.”   Applicant respectfully disagrees and is of the opinion that the

Examiner too quickly dismissed the significance of this evidence.   The Federal Circuit Court has

recently addressed this issue in Juice Generation, Inc. v. GS Enters. LLC, No.14 – 1853, 2015 WL

4400033 (Fed. Cir. July 20, 2015) and found that such extensive evidence of third-party use and

registrations is “powerful on its face,” even where the specific extent and impact of the usage has not

been established. 2015 WL 4400033, at *4.   The Court went on to state that evidence of third party

registrations is relevant to “show the sense in which a mark is used in ordinary parlance,” id. at *4.     In

this instance the term “ion” is common to both parties’ marks and has a well-recognized suggestive

meaning, leading to the conclusion that ion is relatively weak when used in association with the health

care and medical services industry.  

            Further, it is the Examiner’s position that these seven (7) registrations have not been narrowed

enough and do not relate to software that provides health or medical information to the user and as such

does not demonstrate a “crowded field.”    The term ION is exceptionally common in connection with a

wide range of goods and services.  More specifically, Applicant respectfully submits that the term “ion”

when used in association with health, wellness, medicine, medical goods and patient information

(“Healthcare Services”) is common and as such consumers and medical professionals have become

conditioned to differentiate between the uses.  As evidence that “ion” is commonly used for Healthcare

Services, Applicant attaches eighteen (18) registrations for trademarks which are on the Principal

Register used in association with Healthcare Services.



The Examiner will note that not all of these registrations are associated with software or software

services.  However, it is Applicant’s position that these Registrations show that when the term “ion” is

used in association with Healthcare Services, consumers and medical professionals are conditioned to

differentiate these marks regardless of the type Healthcare Services product bearing the term “Ion.”  

B. Dissimilarity of the goods

Applicant’s mark, as amended, will be used in connection with downloadable software in the nature of

a mobile application for providing medical, health and wellness information, in the nature of educational

information about common diseases and healthy living tips specifically related to the treatment of

wounds  (Class 09) and software as a service (SAAS), namely, software for providing medical, health,

and wellness information in the nature of education information about common disease and healthy

living tips accessible through mobile applications specifically related to the treatment of wounds (Class

42).  In contrast, it appears the cited mark is registered in association with an application service

provider (ASP) featuring software for use in originating, collecting, organizing, storing, analyzing, and

communicating medical records, patient information, clinical histories, and laboratory test results;

Application service provider (ASP) featuring software for use in facilitating health information

exchange by originating, collecting, organizing, storing, analyzing and communicating health

information; Application service provider (ASP) featuring software for use in providing access to

electronic medical records and electronic health records; Application service provider (ASP) featuring

software for use in providing remote access to the aforementioned records and information and

transmission of such records between users, and for use in system integration and interoperability

among software applications in the field of medical records, health records, and patient information,

where such applications are used within a local network or across networks, including the internet

(Class 42). It is clear from Applicant’s narrowed description of its goods/services that Applicant uses

the mark in association with information related to wound care.   On the other hand, Registrant uses the

mark in association with provision of medical and health records.  It is clear that the goods/services

offered under the cited marks and Applicant’s goods/services as amended are substantially different

that confusion is unlikely.

Conclusion:

            In light of the foregoing arguments, Applicant respectfully submits that the application is now

conditioned to be passed to publication on the Principal Register, and such is earnestly requested.  If a

telephone conference may be of assistance in properly resolving any outstanding issues, the Examiner is

respectfully requested to contact Applicant’s undersigned attorney.
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CLASS

DESCRIPTION

downloadable software in the nature of a mobile application for providing medical, health and wellness
information in the nature of educational information about common diseases and healthy living tips

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL
CLASS 009

TRACKED TEXT DESCRIPTION

downloadable software in the nature of a mobile application for providing medical, health and wellness
information in the nature of educational information about common diseases and healthy living tips;
downloadable software in the nature of a mobile application for providing medical, health and wellness
information in the nature of educational information about common diseases and healthy living tips,
specifically related to the treatment of wounds.

FINAL DESCRIPTION

downloadable software in the nature of a mobile application for providing medical, health and wellness
information in the nature of educational information about common diseases and healthy living tips,
specifically related to the treatment of wounds.

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (042)(current)

INTERNATIONAL
CLASS 042

DESCRIPTION

Software as a service (SAAS) featuring software for providing medical, health, and wellness
information in the nature of educational information about common diseases and healthy living tips
accessible through mobile applications

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (042)(proposed)

INTERNATIONAL
CLASS 042

TRACKED TEXT DESCRIPTION

Software as a service (SAAS) featuring software for providing medical, health, and wellness
information in the nature of educational information about common diseases and healthy living tips
accessible through mobile applications; Software as a service (SAAS) featuring software for providing
medical, health, and wellness information in the nature of educational information about common
diseases and healthy living tips accessible through mobile applications, specifically related to the
treatment of wounds

FINAL DESCRIPTION



Software as a service (SAAS) featuring software for providing medical, health, and wellness
information in the nature of educational information about common diseases and healthy living tips
accessible through mobile applications, specifically related to the treatment of wounds

FILING BASIS Section 1(b)
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SIGNATORY'S NAME Kristi F. Dent

SIGNATORY'S
POSITION Attorney for Applicant; Texas Bar Member
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SIGNATORY YES

CONCURRENT
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FILED
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86308395 ION HEALING(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86308395/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:



REQUEST FOR RECONSIDERATION AND NOTICE OF APPEAL

Dear Examiner Keeley:

Applicant hereby timely responds to the Office Action dated April 15, 2015 as follows:

AMENDMENT

Please amend the description of goods as follows:

--downloadable software in the nature of a mobile application for providing medical, health and wellness
information, in the nature of educational information about common diseases and healthy living tips
[specifically related to the treatment of wounds] Class 9; and
--software as a service (SAAS), namely, software for providing medical, health, and wellness information
in the nature of education information about common disease and healthy living tips accessible through
mobile applications [specifically related to the treatment of wounds] in International Class 42.

 

REMARKS

The Examiner has issued a final rejection of the application and indicates that the likelihood of confusion

between Applicant’s mark and U.S. Registration No. 4,195,266 is grounds for refusal under 15 U.S.C. §

1052(d).  In response, Applicant respectfully argues that there exists no likelihood of confusion between

the subject mark and the cited registration. 

NO LIKELIHOOD OF CONFUSION:

            Applicant reiterates the arguments made of record in its first response, dated March 27, 2015

(“First Response”) and again urges that due to the dissimilarity of the goods and services, dissimilarity of

the trade channels, and dissimilarity of the marks, confusion between the marks is unlikely. 

A. Third-Party Usage of Mark

            First, in response to Examiner’s assertion that a mere submission of a list of registrations does not

make the registrations part of the record, Applicant has attached copies of the one hundred fifteen (115)

registrations limited to Classes 9 & 42 which contain the term ION alone or with one additional term that

were not included in Applicant’s First Response. (See Exhibit A)    In its First Response, Applicant

provided copies of the registrations for the seven (7) registrations in Classes 9 & 42 that contain the term

ION alone or with one additional term that are being used in the medical field. 

            The Examiner argues that these seven (7) registrations are “entitled to little weight in determining

the strength of the mark, because the registrations do not establish that the registered marks identified

therein are in actual use.”   Applicant respectfully disagrees and is of the opinion that the Examiner too

quickly dismissed the significance of this evidence.   The Federal Circuit Court has recently addressed this

issue in Juice Generation, Inc. v. GS Enters. LLC, No.14 – 1853, 2015 WL 4400033 (Fed. Cir. July 20,

2015) and found that such extensive evidence of third-party use and registrations is “powerful on its

face,” even where the specific extent and impact of the usage has not been established. 2015 WL

4400033, at *4.   The Court went on to state that evidence of third party registrations is relevant to “show



the sense in which a mark is used in ordinary parlance,” id. at *4.     In this instance the term “ion” is

common to both parties’ marks and has a well-recognized suggestive meaning, leading to the conclusion

that ion is relatively weak when used in association with the health care and medical services industry.  

            Further, it is the Examiner’s position that these seven (7) registrations have not been narrowed

enough and do not relate to software that provides health or medical information to the user and as such

does not demonstrate a “crowded field.”    The term ION is exceptionally common in connection with a

wide range of goods and services.  More specifically, Applicant respectfully submits that the term “ion”

when used in association with health, wellness, medicine, medical goods and patient information

(“Healthcare Services”) is common and as such consumers and medical professionals have become

conditioned to differentiate between the uses.  As evidence that “ion” is commonly used for Healthcare

Services, Applicant attaches eighteen (18) registrations for trademarks which are on the Principal Register

used in association with Healthcare Services.

The Examiner will note that not all of these registrations are associated with software or software services.

  However, it is Applicant’s position that these Registrations show that when the term “ion” is used in

association with Healthcare Services, consumers and medical professionals are conditioned to differentiate

these marks regardless of the type Healthcare Services product bearing the term “Ion.”  

B. Dissimilarity of the goods

Applicant’s mark, as amended, will be used in connection with downloadable software in the nature of a

mobile application for providing medical, health and wellness information, in the nature of educational

information about common diseases and healthy living tips specifically related to the treatment of wounds 

(Class 09) and software as a service (SAAS), namely, software for providing medical, health, and wellness

information in the nature of education information about common disease and healthy living tips

accessible through mobile applications specifically related to the treatment of wounds (Class 42).  In

contrast, it appears the cited mark is registered in association with an application service provider (ASP)

featuring software for use in originating, collecting, organizing, storing, analyzing, and communicating

medical records, patient information, clinical histories, and laboratory test results; Application service

provider (ASP) featuring software for use in facilitating health information exchange by originating,

collecting, organizing, storing, analyzing and communicating health information; Application service

provider (ASP) featuring software for use in providing access to electronic medical records and electronic

health records; Application service provider (ASP) featuring software for use in providing remote access

to the aforementioned records and information and transmission of such records between users, and for

use in system integration and interoperability among software applications in the field of medical records,

health records, and patient information, where such applications are used within a local network or across

networks, including the internet (Class 42). It is clear from Applicant’s narrowed description of its

goods/services that Applicant uses the mark in association with information related to wound care.   On

the other hand, Registrant uses the mark in association with provision of medical and health records.  It is



clear that the goods/services offered under the cited marks and Applicant’s goods/services as amended are

substantially different that confusion is unlikely.

Conclusion:

            In light of the foregoing arguments, Applicant respectfully submits that the application is now

conditioned to be passed to publication on the Principal Register, and such is earnestly requested.  If a

telephone conference may be of assistance in properly resolving any outstanding issues, the Examiner is

respectfully requested to contact Applicant’s undersigned attorney.
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for downloadable software in the nature of a mobile application for providing
medical, health and wellness information in the nature of educational information about common diseases
and healthy living tips
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application:  As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Proposed:
Tracked Text Description: downloadable software in the nature of a mobile application for providing
medical, health and wellness information in the nature of educational information about common diseases
and healthy living tips; downloadable software in the nature of a mobile application for providing medical,
health and wellness information in the nature of educational information about common diseases and
healthy living tips, specifically related to the treatment of wounds.

Class 009 for downloadable software in the nature of a mobile application for providing medical, health
and wellness information in the nature of educational information about common diseases and healthy
living tips, specifically related to the treatment of wounds.
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
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application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application:  As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 042 for Software as a service (SAAS) featuring software for providing medical, health,
and wellness information in the nature of educational information about common diseases and healthy
living tips accessible through mobile applications
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application:  As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Proposed:
Tracked Text Description: Software as a service (SAAS) featuring software for providing medical,
health, and wellness information in the nature of educational information about common diseases and
healthy living tips accessible through mobile applications; Software as a service (SAAS) featuring
software for providing medical, health, and wellness information in the nature of educational information
about common diseases and healthy living tips accessible through mobile applications, specifically related
to the treatment of wounds

Class 042 for Software as a service (SAAS) featuring software for providing medical, health, and wellness
information in the nature of educational information about common diseases and healthy living tips
accessible through mobile applications, specifically related to the treatment of wounds
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application:  As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the



mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /kfdent/     Date: 10/15/2015
Signatory's Name: Kristi F. Dent
Signatory's Position: Attorney for Applicant; Texas Bar Member

Signatory's Phone Number: 210-554-5516

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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