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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
 

U.S. APPLICATION SERIAL NO. 86306250 

 

MARK: THE BREAKFAST SHOPPE  

 

          

*86306250*  
CORRESPONDENT ADDRESS: 
       DOMINIC J SOUZA  

       SOUZA LLC  

       2543 HOUSLEY ROAD 

       ANNAPOLIS, MD 21401-6751  

         

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

TTAB INFORMATION: 

http://www.uspto.gov/trademarks/process/appeal/index.js
p    

APPLICANT: Business Building Solutions, LLC  

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A          

CORRESPONDENT E-MAIL ADDRESS:   

       dsouza@souzalaw.com 

 

 

EXAMINING ATTORNEY’S APPEAL BRIEF 

 

 

 

Business Building Solutions, LLC, a limited liability company (hereinafter referred to as applicant) has 

appealed the trademark examining attorney’s final refusal to register the proposed mark THE 

BREAKFAST SHOPPE.  Registration was refused on the Principal Register pursuant to Trademark Act 

Section 2(e)(1) on the ground that applicant’s applied-for mark is generic,  See 15 U.S.C. §1052(e)(1); 37 



C.F.R. §2.63(b); and because applicant has failed to establish that the applied-for mark has acquired 

distinctiveness under Section 2(f) of the Trademark Act, 15 U.S.C.  § 1052(f). 

             

            FACTS 

 

On June 11, 2014 applicant applied for registration on the Principal Register for the mark THE 

BREAKFAST SHOPPE in standard character form, for services ultimately identified as “catering services” 

in Class 43.  The application was filed under Section 1(a) indicating January 1, 1998 as the dates of use.   

In the first Office action issued September 22, 2014, the examining attorney initially refused registration 

under Section 2(e)(1) on the ground that applicant’s mark is merely descriptive.  The examining attorney 

suggested an amendment to the Supplemental Register and advised that a disclaimer of SHOPPE would 

be required.  In response, applicant amended the application to add a claim of acquired distinctiveness 

under Section 2(f).  15 U.S.C. §1052(f). The evidence based on five years use was found to be 

insufficient.  Subsequently, applicant submitted additional Section 2(f) evidence.  On May 15, 2016, the 

examining attorney issued an Office action refusing registration under Section 2(e)(1), on the basis that 

THE BREAFAST SHOPPE is generic or, in the alternative, highly descriptive and the claim of acquired 

distinctiveness under Section 2(f) of the Trademark Act is insufficient.  Applicant responded with 

arguments and evidence in support of registration and a proposed amendment to the recitation of 

services.  On December 11, 2015, the examining attorney accepted applicant’s amendment to the 

recitation of services and issued a final refusal under Section 2(e)(1).  On July 25, 2016, applicant’s 

request for reconsideration was denied. 

     

  ISSUES 



 

 

Whether the mark is generic and if not, so highly descriptive that applicant’s evidence of acquired 

distinctiveness is insufficient to allow registration pursuant to Section 2(f). 

 

 

THE BREAKFAST SHOPPE IS INCAPABLE OF DISTINGUISHING APPLICANT’S 
SERVICES FROM THE LIKE SERVICES OF OTHERS. 
 
 
The burden of proving genericness lies with the Patent and Trademark Office, and must be based 

upon clear and convincing evidence of generic use.  In re Analog Devices, Inc., 6 USPQ 2d 1808 

(TTAB 1988).  Proof of public understanding of the term may come from dictionary listings, 

publications such as newspapers and any other competent evidence that show generic use of the 

term, In re Northland Aluminum Products, Inc., 777 F. 2d 1556, 1559, 227. USPQ 961, 963 (Fed 

Cir. 1985). 

 

In determining whether a mark is generic of a common or apt descriptive designation, first the genus of 

the services at issue must be identified and second it must be determined whether members of the 

relevant public primarily use or understand the term to refer to the genus of the goods/services.  See H. 

Marvin Ginn Corp. v. International Association of Fire Chiefs, Inc., 782 F. 2d 987, 228 USPQ 528 (Fed Cir. 

1986).  The examining attorney submits that the genus of the services in question is “catering services.” 

 

Regarding the second part of the inquiry, the relevant public is the purchasing or consuming public for 

the identified goods and/or services.  Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341 



(TTAB 2013) (citing Magic Wand Inc. v. RDB Inc., 940 F. 2d at 640, 19USPQ2d at 1553).   In this case, the 

relevant public comprises ordinary consumers who purchase applicant’s services, because there are no 

restrictions or limitations to the channels of trade or classes of consumers.  The applicant’s catering 

services are directed to individuals, families and businesses as demonstrated by the specimen of record 

and applicant’s online advertising.  Applicant specimen of record makes references to Corporate 

Catering Solutions, wherein it states as follows: 

At THE BREAKFAST SHOPPE, we have developed our Corporate Catering Solutions 
which focus on the needs of busy professionals.1      

 

Further, applicant’s online advertising for its catering services demonstrates that applicant’s services are 

also directed to individuals and families. 2 See excerpt below: 

 

BREAKFAST MENU 

Have a big event coming up in your family? Have a special occasion you’d like to 
celebrate?  We can cater for your next event whether it is a holiday party, work party, 
or a family party.  Let us do the work for you!  http://www.thebreakfastshoppe.com/. 

 

 

The evidence of record clearly establishes that the entire designation THE BREAFAST SHOPPE is a 

common designation.  The excerpted materials from the Googles search engine and online dictionaries 

shows that the wording “breakfast shoppe,” a variant of the wording “breakfast shop” means an 

                                                            
1 See Incoming Specimens, 6/11/14, page 2. 
2 See Attachment to the Office action mailed 7/25/16, page 127. 



establishment where food and food services specializing in breakfast are sold.3  The definitions of, 

breakfast, shop, shoppe, cater, catering and restaurant, are as follows:   

Breakfast 

A meal consisting of the things people often have for breakfast, for example eggs or bacon.  See 
http://www.macmillandictionary.com/dictionary/american/breakfast#breakfast_6.  

 

Shop 

1.  A place where you buy things or where you pay for a service.  

We ate lunch at a little coffee shop.  See http://www.macmillandictionary.com/  

 

Shop 

A building or place where goods and services are sold 

Also shoppe \ˈshäp\: a small retail establishment or a department in a large one offering a 
specified line of goods or services <a millinery shop> <a sandwich shop.  See 
http://www.merriam-webster.com/dictionary/shoppe.  

 

Shoppe 

Variant of shop. 

A fanciful spelling of shop, chiefly used in the names of businesses to give an air of old-
fashionedness. 
See http://www.yourdictionary.com/shoppe.   

 

                                                            

3 See attachments to the Office actions mailed 9/22/14, 5/12/15, 12/11/16 and 7/25/16. 

 



Cater 

To provide food and drinks at a party, meeting, etc., especially as a job.  See 
http://www.merriam-webster.com.   

 

Catering 

Providing food and services.  See http://www.vocabulary.com/dictionary/catering.  S  

 

Restaurant 

A business establishment where meals or refreshments may be purchased.  See 
http://www.merriam-webster.com.   

 

The evidence of record clearly demonstrates that applicant provides a shoppe that specializes in 

breakfast. Applicant has received awards for “Best Breakfast.” See Declaration of Jeffrey Edward 

Fitchett, Managing Member of applicant, submitted in the communication received 4/16/15.  According 

to applicant’s specimen and the excerpted materials from Google search engine, breakfast foods are a 

specialty of applicant’s restaurant and catering services. 4    

Our Summary Review  

Excellent" American eats – including "some updates on classic breakfast dishes" like the meal-in-
a-skillet backpackers pie – are the wares on offer at this Severna Park strip-maller outfitted with 
curvy banquettes and greenery; though waits can be "daunting" at peak times, a "friendly" staff 
and budget prices keep most shoppers happy.  See http://www.zagat.com/r/the-breakfast-
shoppe-severna-park. See attachment to the Office action mailed 9/22/14. 

At the Breakfast Shoppe, we know that breakfast is the best meal of the day. With fresh and 
delicious classics, we proudly serve the favorites every day.  See 
https://www.facebook.com/thebreakfastshoppeMD/info?tab=overview.   See attachment to 
the Office action mailed 5/12/15. 

                                                            
4 See attachments to the Office action mailed 9/22/14 and 5/12/15.  



 

The trademark examining attorney refers to the excerpted materials from the Google search engine in 

which references to “breakfast shop” used in connection with food and/or food services specializing in 

breakfast appeared in several stories.  See attachments. 

 

Great home cooked breakfast. We have been looking for a breakfast shop for a while in North 
Port and port charlotte. We have finally found it ...…   See 
http://www.yelp.com/search?find_desc=Breakfast+Restaurants&find_loc=Port+Charlotte%2C+F
L#.   

 

“The place is standard fare eggs + home fries + scrapple + toast. Nothing fancy, but staff nails 
the basics. Nothing is more irksome than a fumbled breakfast. Although it may be true, as the 
French say, if you know how to cook eggs you can just about cook anything, I say, if you can't 
cook eggs, don't work at a breakfast shop. Thankfully, the chefs at Good Morning can really fry 
an egg without singeing the edges or serving it runny and rare. A rare feat given the short staff 
and the steady influx of customers at, ugh, seven am. Even at this hellish hour, the home fries 
were fresh and crispy…”  See 
https://www.google.com/?gws_rd=ssl#q=breakfast+shop&start=20.   

 

Freshly renovated, this grand shingle style mansion turned boutique hotel in Cape May, is 
within walking distance of all local attractions and across the street from activities at Convention 
Hall. The hotel is home to the award winning Union Park Restaurant, offers a breakfast shop 
(open May through October), bike rental and the hotel gift shop, Designs by Mermaids.  See 
http://hotelmacomber.com/about/.    

 

I should open up a breakfast shop!!! Best omelet in the world! See 
https://vine.co/v/bxFzOHD2KvL/.   

 

Anthony Bourdain, host of the TV travel guide show, featured Paul and the Galley in one of his 
episodes. Fitted with 4 tables and a 12 stool lunch counter, it always seems to have a crowd, but 
somehow Paul always finds room. With good reason, the Galley is known as a breakfast shop. 



Virtually any omelet you can think of, western or eastern, sandwiches, eggs anyway you like 
them, the hand-carved ham right off the bone is to die for. Corned beef hash, sausages, linguica, 
steak, bacon, they are all available. Home Fries are actually that, homemade and the best.  See 
http://thegalleydiner.com/our-chef/.  See attachment to the Office action mailed 5/12/15, page 
33. 

 

Chef Silvana bringing barrio breakfast to Sam Fox's Yard 

Opening a breakfast shop in a small space within Sam Fox's midtown Phoenix Yard was 
definitely not in Silvana Salcido . See 
https://www.google.com/?gws_rd=ssl#q=%22a+breakfast+shop%22&start=20.   

 

Student Group to Open Breakfast Shop at Minooka High School 

Profits from the shop are slated to help fund March of Dimes. 

See https://www.google.com/?gws_rd=ssl#q=%22a+breakfast+shop%22&start=20.   

 

A new kind of Breakfast Club 

“We try to do as much as we can. We try to deal with the customers, talk to you, ask ‘How are 
you doing? My name is Pedro,’” said the elder Rios. “We want to get to know you guys and ask 
you what you would like because we’re here for the community. There’s no way that I can come 
here and say, ‘This is what I’m going to sell. If it works, fine.’ No, we need to know what the 
needs of the community are. So, we ask customers what they think, what they like, and so far, 
they’ve liked everything. They were waiting for a breakfast shop in Benton Harbor.” See 
https://www.google.com/?gws_rd=ssl#q=%22a+breakfast+shop%22&start=20.   

 

The Wild and Willy Ways of a Brunette “Bombshell” 

and i remember last summer in utah when sadness stole upon me once more. and how i 
couldn't breathe. i remember the two days i spent in park city with my parents. how each of 
those two mornings we began at a breakfast shop: bagel with egg and cheese, the new york 
times, and a medium-sized latte. and how those two days were a respite in which i felt safe and 
loved. and remembered, if only for a moment, that this passing, eclipsing cloud of a sadness 



would in fact do just that, pass. even if it took some time.  See 
http://www.megfee.com/megfee/2011/07/19/writing-about-the-intangible.  

 

Best Brunch Spots in Columbus Ohio 

German Village Coffee h=House 

A review for the German Village coffee house states, “Best breakfast in Columbus. Quaint, 
friendly, and great food. How a breakfast shop should be.” Another review says, “Get the 
breakfast sandwich. It is very good. The atmosphere and service are excellent if you like 
dinners.” Don’t take our word for it, the review for German Village Coffee House should be 
enough!  See http://schottensteinrealestate.com/2014/02/best-brunch-spots-in-columbus-
ohio/.   

 

Trip to Dallas, business and pleasure 

I booked a stay at the Hilton Anatole for a combined business/pleasure trip. The 
accommodations were excellent. The amenities at the facility were exceptional. The choice 
of food at a breakfast shop in the morning were good. The Anatole has a… wonderful 
collection of Asian influenced art on display. I enjoyed wandering around the hotel and 
looking at the artwork. The hotel was very accessible to the highways. See 
http://www.orbitz.com/hotel/United_States--TX/Dallas/Hilton_Anatole.h160666/   

 

O'Leary moves into Mexican fare 

TABLE TALK 

November 25, 1999|By ELIZABETH LARGE | ELIZABETH LARGE, Sun Restaurant Critic 

Who would have thought that Tom O'Leary's new Annapolis project would be a Chevy's 
Fresh Mex, part of a 150-restaurant national chain? 

O'Leary is one of the original owners of O'Learys, the chic little seafood restaurant in 
Eastport. Eleven years ago he sold out to a partner and opened a catering business in 
Annapolis. 

 



"I told my wife if I ever went into the restaurant business again it would be a breakfast shop 
or a Mexican restaurant," O'Leary says. See http://articles.baltimoresun.com/1999-11-
25/entertainment/9911250460_1_o-leary-pasta-chevy-s-fresh-mex.   

 

BizBuySell the Internet’s Largest Business for Sale Marketplace 

Profitable coffee & breakfast shop on busy intersection!  See http://www.bizbuysell.com/.     

 

The trademark examining attorney also refers to the excerpted materials from the Google search engine 

in which references to third-party food services competitors using “Breakfast Shop,” “Breakfast 

Shoppe,” “The Breakfast Shop” or “The Breakfast Shoppe” as part of their trade name appeared in 

several stories.  See excerpts below. 5  This evidence also demonstrates that a “breakfast shop” may also 

provide catering services. 

 

The Breakfast Shop 

The Breakfast Shop features many Amish-themed items to make your breakfast a special 
occasion. Please come inside for wonderful old-fashioned goodness.  
Seehttp://www.thebreakfastshop.com/.   

 

The Breakfast Shop 

Somers Point, NJ 08244 

http://www.yelp.com/biz/the-breakfast-shop-somers-point.   

The Breakfast Shoppe (Not Applicant) 

                                                            
5 See references to other competitors using Breakfast Shop as part of a trade name.  See attachments to the Office 
action dated 12/11/15 pages 18 – 73. See also references to   Breakfast Shop at Smith Marina, Helen’s Breakfast 
Shop, Ashley’s Breakfast Shop, Old Park Breakfast shop, Fun Breakfast Shop, Lana’s Breakfast Shop, and 
Walter’s Family Breakfast Shop. 



Swannanoa 

23 45 US 70 Hwy, Swannanoa, NC 28778 

https://www.zomato.com/asheville-nc/the-breakfast-shoppe-swannanoa.   

 

 

The Old Breakfast Shop (with catering services) 

At the Old Breakfast Shop you can enjoy a range of Classic Breakfasts, ranging from a traditional 
English Breakfast or Eggs Benedict, to the amazing Maple Bacon French Toast, or try a more 
modern breakfast, our “Something on Toast range is also very popular and keep and eye our for 
our exciting specials. See http://www.theoldbreakfastshop.com.au/breakfast-menu/; 
http://www.theoldbreakfastshop.com.au/catering/.   

 

Sunrise Breakfast Shoppe 

222 N. Battlefield Blvd 
Chesapeake 

http://fm99.com/events/locations/sunrise-breakfast-shoppe/.    

 

Jerdek’s Doughnut & Breakfast Shop 

http://www.yelp.com/biz/Jerdecks-doughnut- breakfast-shop-north-beleria.   

 

Dewey’s Breakfast Shop 

See http://www.yelp.com/biz/deweys-breakfast-shop-odessa.   

 

The evidence of record clearly shows that the unitary designation breakfast shop or its variant breakfast 

shoppe is a type of business establishment wherein breakfast food is a primary item and central focus of 



the services.  A mark comprising a generic name of a food/dish may be generic for restaurant services if 

the evidence shows that the food/dish is a (1) primary item the restaurant serves, and (2) class or type 

of restaurant, i.e., restaurants have this food/dish as a central focus, and both competitors in the field 

and consumers would use this term to refer to this type of restaurant.  In re Cordua Rests. LP, 

110USPQ2d 1237, 1231-32(TTAB 2014). 

 

Further, the addition of the wording “THE” to the wording “BREAKFAST SHOPPE” does not avoid a 

refusal because the mark is generic.  Adding the term “the” to a descriptive or generic term generally 

does not add any source-indicating significance or otherwise affect the term’s descriptiveness or 

genericness.  See In re The Place Inc., 76 USPQ2d 1467, 1468 (TTAB 2005) (holding THE GREATEST BAR 

merely descriptive of restaurant and bar services; “the definite article THE . . . add[s] no source-

indicating significance to the mark as a whole”); In re The Computer Store, Inc., 211 USPQ 72, 74-75 

(TTAB 1981) (holding THE COMPUTER STORE merely descriptive of, and the common descriptive name 

for, computer-related services).   

 

Thus, the examining attorney maintains that THE BREAKFAST SHOPPE is generic for catering services in 

that applicant’s restaurant offer catering services that specializes in breakfast food. The evidence of 

record demonstrates that applicant has won awards for THE BEST BREAKFAST.  The fact that applicant 

offer a catering service that include both breakfast and lunch, does not make the mark as a whole any 



less generic when applied to applicant’s catering services.6  Moreover, as it relates to a retail 

establishment providing food and beverage services specializing in breakfast, a breakfast shop is more 

akin to a coffee shop, a sandwich shop or other food related services whose designations are generic.  

To this end, both competitors in the field and relevant consumers would use this term to refer to a type 

of retail establishment that provides services that specializes in breakfast.   

 

Applicant argues that the designation THE BREAKFAST SHOPPE is not generic for catering services.  The 

examining attorney respectfully disagrees.  The examining attorney has made a substantial showing that 

the mark when applied to applicant’s services is in fact generic. Relying on In re American Fertility 

Society, 188 F. 3d 1341, 51 USPQ2d 1832 (1999), the applicant argues that the evidence of record do not 

establish genericness.  Applicant argues that similar to the facts in that case, THE BREAKFAST SHOPPE is 

a phrase and thus the examining attorney cannot simply cite definitions and generic uses of the 

constituent terms of the mark, which applicant contends that the examining attorney has done.  

However, the examining attorney has gone beyond citing definitions and generic uses.  The examining 

attorney has conducted an inquiry into the meaning of the phrase as a whole.  The evidence made of 

record clearly shows that THE BREAKFAST SHOPPE is a type of business establishment wherein breakfast 

food is a primary item and central focus of the services.  The mark in this case consists of three words, 

where the public immediately understands the individual terms breakfast and shoppe to be generic for a 

                                                            

6 See attachments to the Office action mailed 12/11/15, pages 13 and 14, which demonstrates that 
applicant’s restaurant provides three menus, breakfast, lunch and catering.   

  



genus of service and the combination of the terms the breakfast shoppe is also generic.  Thus, the 

applicant’s reliance on American Fertility Society to prove that the phrase is not generic is misplaced. 

 

Further, applicant’s argument that applicant’s catering services are separate and discrete from 

applicant’s restaurant services is unpersuasive.   Applicant contends that each portion of applicant’s 

business could exists independently.  Applicant states as follows:  “A customer of the restaurant may be 

completely unaware that the catering service is provided, and a catering customer may never see the 

restaurant.  The catering portion of applicant’s business targets corporate customers unlike the 

restaurant and the catering menu is separate and distinct on applicant’s website. Rather than being 

inextricably intertwined, these services are completely separate.” However, the evidence made of 

record by the examining attorney demonstrates that applicant’s restaurant and restaurant catering 

services are inextricably intertwined.  Applicant’s online advertising specifically invites potential 

consumers to view their restaurant breakfast menu, lunch menu and catering menu.  In fact consumers 

are provided a link where they can find a catering request form.  There is no distinction as to who is 

invited to request applicant’s catering services.  The breakfast, lunch and catering menus are available 

for potential customers visiting applicant’s website. Further, pictures of the inside of applicant’s 

restaurant is also available on the website for all to see.  See 

http://www.thebreakfastshoppe.com/catering-menu/.   

 

Moreover, consumers are familiar with restaurants that provide restaurant catering services on the 

premises and catering services in remote places. The examining attorney refers applicant to excerpted 



materials from the Google search engine in which references to restaurants that provide catering 

services that feature breakfast appeared in several stories.7 See excerpts below 

 

Welcome to Puccio's New York Deli's online ordering system for Catering. You are able to order 
Breakfast, Lunch and Catering with our new system for delivery and pickup. 

Breakfast Catering is available with online ordering and delivery.  

Puccio's was established as a restaurant in 2003, and since then we are very proud that most of 
our growth has been through "word-of-mouth".  See http://www.puccios-
deli.com/catering/leesburg-catering/.   

 

Wholesome and Tasty Breakfast Catering Options 

Don’t have time to grab breakfast before your company meeting? No problem. Our Breakfast 
Catering is perfect for an early business meeting. Our Breakfast Tacos are a great, quick, and 
easy snack during a breakfast meeting. We offer 12 different delicious varieties. Order an 
assortment and everyone will be satisfied. 

 

Whether you are looking for a healthy or hearty breakfast for your next business-catered 
event, Cobblestone Market Cafe has the best option for you. Check out our catering menus for 
more information. http://www.cobblestonemarketcafe.com/catering/breakfast-catering. 

 

“not just a breakfast shop!”  

Review of Cliff's Cafe & Catering 

                                                            
7 See attachments to the Office action mailed 7/25/16.  See also the following links for restaurants that provide 
catering. See http://www.olivegarden.com/catering;https://www.carrabbas.com/catering; 
http://www.bertuccis.com/catering-specialty-menus; http://www.chick-fil-a.com/Food/Catering; 
https://www.pandaexpress.com/catering; https://www.ezcater.com/brand/boston-
market?mcx=gf1&utm_source=google&utm_medium=cpc&utm_term=boston%20market%20catering&utm_conten
t=109738971538&utm_campaign=156852418&utm_adgroup=10719704218&utm_geo=9008192&utm_account=Ca
terers&utm_matchtype=b&utm_device=c&gclid=CIvs98fNjs4CFZdZhgodCpUJ8w; 
http://levisrestaurant.com/levis/?cat=5; 
https://www.google.com/?gws_rd=ssl#q=restaurant+%26+catering+menu&start=10; 
http://www.dipaolosrestaurant.com/catering/; http://pepeshomerglen.com/catering-menu/; 



not just a breakfast shop!” 

Reviewed August 12, 2015  

Cliffs is a local place known more for their Breakfasts. They provide good family service and 
you cup is always full! The Owners know how to cater too and are recommended "Meatballs" 
for sure! They Need a POS system to modernize transactions and to expedite getting 
customers in/out more timely. Hand written old school.  
https://www.tripadvisor.com/ShowUserReviews-g41867-d4159113-r298562535-
Cliff_s_Cafe_Catering-Townsend_Massachusetts.html#.  

 

Palace Grill Catering Shop in Chicago 

Palace Grill is now the place to go for great Chicago catering! For breakfast we offer eggs, 
breakfast sandwiches and wraps, hash browns, corned beef hash, biscuits & gravy, fresh fruit, 
and our famous skillet.  http://www.pgcateringshop.com/ 

 

 

Breakfast Catering Burlington, MA 

 

If you are searching for top quality breakfast catering Burlington, MA and surrounding areas 
can depend on Servizio Café and its unparalleled catering services. We pride ourselves in being 
area leaders when it comes to breakfast catering that everyone will enjoy. When you are in 
need of great food quickly, there is no doubt that we can help you out. 
http://www.serviziocafe.com/breakfast-catering-burlington-ma.html.   

 

The examining attorney has also made of record evidence from the USPTO’s X-Search database 

consisting of a number of third-party marks registered for use in connection with restaurant services 



and catering services.  This evidence shows that restaurant services and catering services are of a kind 

that may emanate from a single source under a single mark. 8  

 

While there is no dictionary definition of the phrase THE BREAKFAST SHOPPE, the ordinary meaning of 

the words “the,” “breakfast” and “shop” result in a clear meaning of the combination of them.  Nothing 

unusual, incongruous or unexpected result from this mark.  What applicant seeks to register is simply a 

generic designation, which has no source-identifying significance in connection with applicant’s services, 

and that combining the three does not create a term which has somehow acquired the capability of 

identifying and distinguishing applicant’s services.  In this case, the examining attorney has made 

evidence of record to support this conclusion.    Moreover, applicant has failed to rebut the examining 

attorney’s evidence of genericness. 

 

 

APPLICANT HAS FAILED TO PROVE THAT THE MARK HAS AQUIRED DISTINCTIVENESS AS AN INDICATOR 
OF SOURCE 

 

Assuming the Board finds that the proposed mark is capable of functioning as an indicator of  

source, applicant has failed to establish that the proposed mark has acquired distinctiveness.  In 

considering a claim of acquired distinctiveness, the issue is whether acquired distinctiveness of the mark 

in relation to the services has in fact been established in the minds of the purchasing public, not 

                                                            
8 See attachments to the Office action mailed 7/2516, pages 188-227. 



whether the mark is capable of becoming distinctive.  In re Redken Laboratories, Inc., 170 USPQ 526 

(TTAB 1971).  The ultimate test in determining acquisition of distinctiveness under Trademark Act 

Section 2(f) is not applicant’s efforts, but applicant’s success in educating the public to associate the 

claimed mark with a single source.  In re Packaging Specialists, Inc., 221 USPQ 917 (TTAB 1984). With 

respect to applicant’s claim of acquired distinctiveness, the following evidence was provided in support 

of such claim: A declaration of Jeffrey Edward Fitchett which indicates the following:  

• Over 25 years use;  
• Extensive sales figures (over the last five years have averaged $1,250,00.00;  
• Advertising figures  with written references to public recognition;  
• Information regarding awards won; and 
• Exhibits that consist of three samples of advertising/marketing materials (print advertisement, 

website home page, and evidence of marketing through Restaurant.com. 9 

 

 

Applicant evidence made of record includes references to high sales figures and significant advertising 

expenditures for applicant’s goods and/or services to support the claim that the applied-for mark 

acquired distinctiveness under Trademark Act Section 2(f); however, this evidence is not dispositive of 

applicant’s claim.  See 15 U.S.C. §1052(f).  Applicant’s extensive sales and promotion may demonstrate 

the commercial success of applicant’s goods and/or services, but not that relevant consumers view the 

matter as a mark for these goods and/or services.  See In re Boston Beer Co., 198 F.3d 1370, 1371-73, 53 

USPQ2d 1056, 1057-58 (Fed. Cir. 1999); In re Busch Entm’t Corp., 60 USPQ2d 1130, 1132-34 (TTAB 

2000). 

 

                                                            
9 See attachment to the Incoming communication from applicant 4/16/15. 



Similarly, applicant’s advertising expenditures are merely indicative of its efforts to develop 

distinctiveness; not evidence that the mark has acquired distinctiveness.  See In re Pennzoil Prods. Co., 

20 USPQ2d 1753, 1757-58 (TTAB 1991). 

 

Applicant has also made of record nine third party registrations summarized in applicant’s brief that 

purportedly support’s the conclusion that applicant’s mark is registrable.   Applicant contends that these 

marks with far more descriptive terms than applicant’s mark has been registered on the Principal 

Register  with only a simple assertion of five years exclusive and continuous use.  However, this evidence 

is unpersuasive.  While the marks in the third party registrations contain phrases and all accept two 

contains the wording “THE” and “SHOPPE” or “SHOP,” the additional wording in the phrase are not the 

same as the words in applicant’s mark. 

 

Further, prior decisions and actions of other trademark examining attorneys in registering other marks 

have little evidentiary value and are not binding upon the USPTO or the Trademark Trial and Appeal 

Board.  TMEP §1207.01(d)(vi); see In re Midwest Gaming & Entm’t LLC, 106 USPQ2d 1163, 1165 n.3 

(TTAB 2013) (citing In re Nett Designs, Inc., 236 F.3d 1339, 1342, 57  

USPQ2d 1564, 1566 (Fed. Cir. 2001)).  Each case is decided on its own facts, and each mark stands on its 

own merits.  See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 

1973); In re Binion, 93 USPQ2d 1531, 1536 (TTAB 2009). 

 

Moreover, the evidence made of record by the examining attorney demonstrates that the phrase THE 

BREAKFAST SHOP is generic when applied to applicant’s services and applicant’s evidence of record do 



not demonstrate that the relevant consumers recognize this word as a phrase that indicates the source 

of the services. 

CONCLUSION 

For the reasons noted above, the examining attorney respectively submits that the proposed mark THE 

BREAKFAST SHOPPE  is generic wording for “catering services,” and if not, so highly descriptive that 

applicant’s evidence of acquired distinctiveness is insufficient to allow registration pursuant to Section 

2(f).  Accordingly, the refusal to register the mark on the Principal Register under Trademark Act Section 

2(e)(1) should be affirmed. 

 

 Respectfully submitted, 
 

/Priscilla Milton/ 

Examining Attorney  

 

 

Chris A. F. Pedersen 

Managing Attorney 
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