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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86301489

MARK: INFOR FACTORY TRACK

CORRESPONDENT ADDRESS:
ZACHARY A ARIA

BLANK ROME LLP
1 LOGAN SQUARE 8TH FLOOR

PHILADELPHIA, PA 19103-6998

APPLICANT: Infor (US), Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:

119645-00102

CORRESPONDENT E-MAIL ADDRESS:

Aria@BlankRome.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 11/10/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement made final in the Office action dated April 28, 2015 is maintained



and continue to be final: DISCLAIMER OF THE WORDING “FACTORY TRACK”. See TMEP
§§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office
action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on
the issues. Accordingly, the request is denied.

Applicant has provided three additional registrations in the Request for Reconsideration, from two
registrants, in order to show that the term “TRACK” is not descriptive in relation to software. However,
in all three of these registrations, the term “TRACK” is part of a unitary term with distinctive matter,
thereby, negating the possibility of a disclaimer, or finding of descriptiveness, in these cases.

The registrations attached to the final office action dated April 28, 2015 show that there is clear
evidence on the register of the descriptive treatment of both words “factory” and “track” with regard to
similar goods and services to applicant in this case. Since applicant has not shown a novel or unique
meaning in the combination of these two words, evidence submitted of the descriptive nature as
individual terms, also shows that they are descriptive when used together.

As shown by applicant’s website, the mark “INFOR FACTORY TRACK” is being used for software which
“provides end-to-end manufacturing automation, along with warehouse mobility, traceability, and tools
for tracking labor and time.” (See applicant’s website attached). The consumers of applicant’s software
and software services will certainly immediately understand the meaning of the wording “factory track”
to refer to software used in factories to track time and inventory. Attached are “Top Warehouse
Management Software Products” showing multiple listings of factory and warehouse management
software described as “incorporating advanced inventory tracking” and “[c]loud based solution for
warehouse management. [fleatures include real-time monitoring, flexible integration, and inventory
tracking.” Also attached are multiple screenshots of websites offering factory or warehouse tracking
software for inventory, and personnel tracking software for businesses. (See attached from
capterra.com, tecsys.com, hrpayrollsystems.net, trackersuite.net, trackeroffice.com). This evidence is
useful to show that consumers of applicant’s manufacturing software products would understand the
nature and use of applicant’s goods upon encountering the mark because this wording is already in use
in the field of products applicant is providing.



Further, applicant argues that “factory track” is unitary. A disclaimer of both terms is required.
Applicant also argues that the unitary phrase “factory track” engenders a distinct commercial impression
independent of the definitions of the individual words. However, applicant did not provide the novel,
distinct commercial impression engendered apart from the definitions of the individual words.
Additionally, applicant argues that the use of the wording “factory” and “track” together as a unitary
phrase did not exist previously and was coined by applicant. This is irrelevant to a determination as to
whether the wording is descriptive in relation to the goods and services. The fact that an applicant may
be the first or only user of a merely descriptive designation does not necessarily render a word or term
incongruous or distinctive; as in this case, the evidence shows that the terms “factory” and “track”
separately and together are merely descriptive. See In re Phoseon Tech., Inc., 103 USPQ2d 1822, 1826
(TTAB 2012); In re Sun Microsystems, Inc., 59 USPQ2d 1084, 1087 (TTAB 2001); TMEP §1209.03(c).

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Kelly Trusilo/

Trademark Examining Attorney
Law Office 107

(571) 272-8976

kelly.trusilo@uspto.gov
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