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LITERAL
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STANDARD

CHARACTERS YES

USPTO-

GENERATED YES

IMAGE

MARK The mark consists of standard characters, without claim t ticular font style, si
STATEMENT e mark consists of standard characters, without claim to any particular font style, size

ARGUMENT(S)

*The Applicant submitsits arguments also in a PDF format for ease of reading* IN THE UNITED STATE
PATENT AND TRADEMARK OFFICE IN THE MATTER OF: Application for Registration of Mark:
PLATFORMX Applicant: Mellanox Technologies Ltd. Serial No.: 86297229 Examiner: Cory Boone, Trac
Examining Attorney; Law Office 104 Atty. Dkt. No.: T-11025-09-US Request for Reconsideration of a Fir
Action & an Appeal together with a Response to the Office Action Dear Examiner Boone, In response to tt
Action which was issued in connection with the above identified application, refusing to register the mark
"PLATFORMX" based on Section 2(d) of the Trademark Act, Applicant respectfully requests that the Exal
reconsiders the refusal which is based on citation of prior Registration No. 3688488 for the mark 2ACXIOI
PLATFORM-X?, for the following reasons: 1. Possible non-use of the Cited Mark by the Registrant & req
suspend the subject application for a short period: Registrant?s cited mark was registered on September 29,
date, the 6th year declaration of continued use under Section 8 has not been filed. While the Registrant has
of weeks to meet Section 8? requirement, a fresh search conducted through Registrant?s website at
www.acxiom.com revealed ?no results? for the cited mark, or for 2PLATFORM-X? or for 2PLATFORMX
Exhibits A1-A2 attached to this response, evidence these search results. In addition, a Google search for th
mark 2ACXIOM Bl PLATFORM-X? and 7ACXIOM Bl PLATFORMX?, retrieved only two pages of rest
only press releases from 2008 and references to the cited trademark in trademarks registrations listings. Ex|
B2 attached to this response evidence these Google search results. The results of these searchesin Registra
website and on Google, strongly suggest that the Registrant is no longer using the Cited Mark. Since withir
weeks it could be that the cited reqgistration will be cancelled for failure to submit the 6th year declaration L



Section 8, the Applicant respectfully requests that the subject application be suspended, until it is clarified
the citation will become redundant. 2. In addition, Applicant has further amended the list of goods explicitl
excluding business intelligence and data analytics (the field of activity as listed under the Cited Mark) fror
goods, thereby clarifying its own field of activity and enhancing the difference of its products from the ser
the Cited Mark. Accordingly, the list of goods of Applicant?s mark was amended to read (amendments are
underlined): Class 9: 2Computer hardware and peripherals; Semiconductors, Computer software driversfol
software used for transmitting data across computer connections, Host channel adapters enabling server-to-
communications, for transmitting data across computer connections, and for enabling a computer to access
storage devices; Target channel adapters enabling server-to-server communications, for transmitting data a
computer connections, and for enabling a computer to access data from storage devices; Computer switche
Network routers for data centers; Computer software for enabling server-to-server communications, for tra
data across computer connections, and for enabling a computer to access data from storage devices; all for
operations of servers, for communication, and for data storage; all excluding the field of intelligence and bt
data analytics. Explanation about the Applicant?s goods: The Applicant provides hardware infrastructure w
integrated software to form flexible and cost-effective servers and storage platforms for OEMs (original eq
manufacturers), such asIBM, HP, Huawei and Dell. Applicant does not provide or analyze content in the fi
business intelligence and business data analytics that stream through the infrastructure (the services of the (
mark) but rather provides the infrastructure itself. Explanation about the Registrant?s services that read: Cl:
?Providing access by means of a computer network to computer databases and software in the fields of bus
intelligence and business data analytics? The Registrant of the cited mark, Acxiom Corporation, provides ¢
analytics services to enhance marketing goals of its customers (being marketers, advertising agencies, etc.)
insights into media consumption and shopping behavior (See attachment 4 of the Examiner in the Office A
providing information regarding the Registrant, and Exhibits C1-C2 to this response). As shown in the atta
and in Registrant?s website (at http://www.acxiom.com), Registrant?s activity is described as follows: ?Ac
enterprise data, analytics and software as a service company. For more than 40 years, Acxiom has been a le
harnessing the powerful potential of datato strengthen connections between people, businesses and their pe
Wouldn?t it be great to know who your best customers are at any moment? Even better, to know which one
likely to buy so you can talk directly to them? Now you can, with Acxiom?? Mined from a broad cross-sec
data, Audience Propensities provides statistically-validated propensities for 13 industries that enable you tc
scientifically select media and more efficiently reach your intended audience. Get rich insight into potentia
spending, in-market timing, brand affinity, media consumption and shopping behavior ? al tuned to specifi
markets.? From areview of the Registrant?s website it is clear that it is engaged in a different field. Its soft
service enables its subscribers and users to analyze data-content thereby obtain business intelligence and er
their marketing goals. The fact that both parties have the word PLATFORM and the letter X in thelr traden
not mean that their products or services overlap. In fact, they are markedly different. Moreover, as explaine
Section 1 above, a search through Registrant?s website for a product or service named ACXIOM BI PLAT
or PLATFORM-X or PLATFORMX did not retrieve any results, suggesting that the Cited Mark is no long
by the Registrant. There is no overlap between Applicant?s products (being hardware and software for serv
server and storage communications) and the Registrant?s services (being data analytics servicesin the fielo
business intelligence and business data analytics for marketing purposes). 3. Different Good, Functions/Sol
Sophisticated Buyers or Subscribers: The products sold under Applicant's mark and the services of the citer
Registration differ in their functions and the buyers and subscribers of the respective products are sophistic
Consequently, the purchase processes are carefully designed, thereby eliminating any remote likelihood of
The respective products and services stream through different channels of trade and perform entirely differ
functions. * Applicant's products are designed to be sold to OEMS (Original Equipment Manufacturers) su
IBM, Hewlett Packard, Huawei, Dell ? these OEMs incorporate Applicant?s products to solve very particul
sophisticated needs of a segment of complex networks such as clusters and datacenters. * Whereas the subs
the cited Registration services are organizations that subscribe to a service (Registrant provides software as
? aservice which isintended for review of content - analyzing data to obtain business intelligence and achi



marketing and business goals. These services are tailored to the business intelligence required by the subsc
The purchase process is carefully designed among the different buyers of the parties, thereby eliminating li
of confusion. As aresult, the conditions surrounding the marketing of the respective products are such that
could not be encountered by the same purchasers under circumstances that could give rise to the mistaken t
the goods or services come from a common source. * I1n today?s network world, the variety of products anc
increase at tremendous rates. Regardless of the rapid influx of computer network products, they may be utt:
different from one another and not at all related. Simply because software is identified as useable in a netw
environment there should not be an automatic finding that the products and services are related. * The resp
buyers are highly sophisticated. The purchasers described above, buy the Applicant?s infrastructure or subs
Registrant?s services with a clear understanding of the different needs and requirements of the products an
and are aware of the full spectrum of the respective products? and services? capabilities. The law is very pr
summarized in McCarthy on Trademarks, Section 23:101, pages 23-196: Many cases state that where the r
buyer classis composed of professionals or commercia buyers familiar with the field, they are sophisticate
not to be confused by trademarks that are closely similar. That is, it is assumed that such professional buye
likely to be confused than the ordinary customer. Thus, while two marks might be sufficiently similar to co
ordinary consumer, a professional buyer or an expert in the field may be more knowledgeable and will not

confused.? (citations omitted). * The purchase processes for the respective goods are calculated and require
inspection of the products and the services as well as their qualities and source. Due to the nature of Applic
products, direct sales efforts and direct contact with OEM purchasers are required. These channels do not i
the shelf purchases and specifically call for personal contact with buyers who, in most instances, need mair
services following the purchase. The purchase process is both intimate and carefully tailored. Hasty or une
?9pare of the moment? decisions are not likely. * Case law is quite explicit with regard to the issue of purct
environments. Where the decision is made by a sophisticated buyer and concerns a product whose purchast
after careful examination of the product, it may be sufficient to negate alikelihood of confusion even betwi
of great similarity. See for example, Stouffer Corp. v. Health Valley Natural Foods, Inc., 1 USPQ2d 1900 (
1986); In re Software Design, Inc., 220 USPZ 662 (TTAB 1983); Litton Sys., Inc. v. Whirlpool Corp., 221
112 (Fed. Cir. 1984). * Indeed, as stated above, asin the case at hand, the purchase patterns for the respecti
products and services are very specific. Thisfact, together with the difference in nature of the products and
the sophistication of the buyers and different channels of trade of the respective products, further supportsi
conclusion that any possibility of confusion is negated. Again, the buyers of Applicant?s goods do not mak
purchase decision hastily. As a matter of necessity, the purchase patterns call for careful consideration and

allow for impulse purchasing habits. Evidently, the services of the Registrant are also tailored to the busine
intelligence required by the user and sold to very sophisticated users and data analyzers. 4. Arguments rai s
response to the 1st Office Action: The Applicant respectfully reiterates the arguments raised in its response
first Office Action, as submitted on March 7, 2015 including its attachments, and incorporates them herein
reference. 5. Conclusion Applicant respectfully requests (i) a short suspension of the subject application in

possible cancellation of Registrant?s Cited Mark for none-use as three indications listed in Section 1 of this¢
support high probability that the cited mark isno longer in use; and/or (ii) withdrawal of the refusal under ¢
2(d) based on the prior Registration, as the applicant amended its list of goods, by excluding Registrant?s fi
activity and distinguishing between the descriptions of its goods and the services of the Registrant, and furt
explained and clarified that the functions of the goods versus Registrant?s services and their purchase proct
require specia and direct contact with the respective parties, which lead to the conclusion that confusion w
Cited Mark is not likely. Respectfully submitted, /Tally Eitan/ Tally (Avital) Eitan Attorney for Applicant (
State Bar No. 129,566
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Exhibits A1-A2 - printouts from a search on Registrant's website showing no results for
(D)E?;CVIT:)P;L?;E mark Exhibits B1-B2 - printouts from a Goggle search showing no current use by Regis
FILE the cited mark; only press releases from the year 2008 Exhibits C1-C2 - printouts from
Registrant's website describing the different field of Registrant's services

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL

CLASS 009

DESCRIPTION

Computer hardware and peripherals; Semiconductors,; Software drivers for operating software; Host chann
adapters, enabling server-to-server communications, for transmitting data across computer connections, ant
enabling a computer to access data from storage devices; Target channel adapters enabling server-to-server
communications, for transmitting data across computer connections, and for enabling a computer to access
storage devices, Computer switches; Network routers for data centers; Computer software for enabling sen
server communications, for transmitting data across computer connections, and for enabling a computer to
datafrom storage devices; all for the server, communication and data storage

FILING BASIS Section 1(b)

FILING BASIS Section 44(d)

FOREIGN
APPLICATION 265608
NUM BER

FOREIGN
APPLICATION Isragl
COUNTRY

FOREIGN

FILING DATE 06/01/2014

GOODSAND/OR SERVICES SECTION (proposed)

INTERNATIONAL

CLASS 009

TRACKED TEXT DESCRIPTION
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Computer hardware and peripherals; Semiconductors; Seftware-ariversfer-eperating-seftware; Computer s
drlversfor operatlnq software used for transmitting data across computer connections, Hest—ehaﬁnel—aelapte

eemputeHeeee%elatatrem—steragede%es Host channel adapters enabllnq server-to- server communlcal
transmitting data across computer connections, and for enabling a computer to access data from storage de\
Target channel adapters enabling server-to-server communications, for transmitting data across computer
connections, and for enabling a computer to access data from storage devices; Computer switches; Network
for data centers; Computer software for enabling server-to-server communications, for transmitting data ac
computer connections, and for enabling a computer to access data from storage devices; aH-fertheserver;
communication-and-datasterage; al for the operations of servers, for communication, and for data storage;
excluding the field of intelligence and business data analytics

FINAL DESCRIPTION

Computer hardware and peripherals;, Semiconductors; Computer software drivers for operating software us
transmitting data across computer connections; Host channel adapters enabling server-to-server communici
transmitting data across computer connections, and for enabling a computer to access data from storage de\
Target channel adapters enabling server-to-server communications, for transmitting data across computer

connections, and for enabling a computer to access data from storage devices; Computer switches; Networl
for data centers; Computer software for enabling server-to-server communications, for transmitting data ac
computer connections, and for enabling a computer to access data from storage devices; all for the operatic
servers, for communication, and for data storage; al excluding the field of intelligence and business data a

FILING BASIS Section 1(b)

FILING BASIS Section 44(d)

FOREIGN
APPLICATION 265608
NUMBER

FOREIGN
APPLICATION Isradl
COUNTRY

FOREIGN

FILING DATE 06/01/2014
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SIGNATURE ITE

SIGNATORY'S _ _

NAME Taly (Avita) Eitan

SIGNATORY'S _ .

POSITION Attorney of record, California bar member

DATE SIGNED 09/06/2015

AUTHORIZED

SIGNATORY YES

CONCURRENT
APPEAL NOTICE | NO
FILED
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TEASSTAMP

Request for Reconsider ation after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 86297229 PLATFORM X (Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86297229/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

*The Applicant submitsits arguments also in a PDF format for ease of reading* IN THE UNITED
STATES PATENT AND TRADEMARK OFFICE IN THE MATTER OF: Application for Registration of
Mark: PLATFORMX Applicant: Mellanox Technologies Ltd. Serial No.: 86297229 Examiner: Cory
Boone, Trademark Examining Attorney; Law Office 104 Atty. Dkt. No.: T-11025-09-US Request for
Reconsideration of a Final Office Action & an Appeal together with a Response to the Office Action Dear
Examiner Boone, In response to the Office Action which was issued in connection with the above
identified application, refusing to register the mark "PLATFORM X" based on Section 2(d) of the
Trademark Act, Applicant respectfully requests that the Examiner reconsiders the refusal which is based
on citation of prior Registration No. 3688488 for the mark 7ACXIOM Bl PLATFORM-X?, for the
following reasons: 1. Possible non-use of the Cited Mark by the Registrant & request to suspend the
subject application for a short period: Registrant?s cited mark was registered on September 29, 2009. To
date, the 6th year declaration of continued use under Section 8 has not been filed. While the Registrant has
a couple of weeks to meet Section 8? requirement, a fresh search conducted through Registrant?s website
at www.acxiom.com revealed 7no results? for the cited mark, or for 7PLATFORM-X? or for
PPLATFORMX?. Exhibits A1-A2 attached to this response, evidence these search results. In addition, a
Google search for the cited mark 2ACXIOM Bl PLATFORM-X? and 2ACXIOM Bl PLATFORMX?,
retrieved only two pages of results, listing only press releases from 2008 and references to the cited
trademark in trademarks registrations listings. Exhibits B1-B2 attached to this response evidence these
Google search results. The results of these searches in Registrant?s own website and on Google, strongly
suggest that the Registrant is no longer using the Cited Mark. Since within three weeks it could be that the
cited registration will be cancelled for failure to submit the 6th year declaration under Section 8, the
Applicant respectfully requests that the subject application be suspended, until it is clarified whether the
citation will become redundant. 2. In addition, Applicant has further amended the list of goods explicitly



excluding business intelligence and data analytics (the field of activity as listed under the Cited Mark)
from itslist of goods, thereby clarifying its own field of activity and enhancing the difference of its
products from the services of the Cited Mark. Accordingly, the list of goods of Applicant?s mark was
amended to read (amendments are underlined): Class 9: ?Computer hardware and peripheras;
Semiconductors, Computer software drivers for operating software used for transmitting data across
computer connections; Host channel adapters enabling server-to-server communications, for transmitting
data across computer connections, and for enabling a computer to access data from storage devices; Target
channel adapters enabling server-to-server communications, for transmitting data across computer
connections, and for enabling a computer to access data from storage devices, Computer switches,
Network routers for data centers; Computer software for enabling server-to-server communications, for
transmitting data across computer connections, and for enabling a computer to access data from storage
devices; al for the operations of servers, for communication, and for data storage; all excluding the field
of intelligence and business data analytics. Explanation about the Applicant?s goods. The Applicant
provides hardware infrastructure with integrated software to form flexible and cost-effective servers and
storage platforms for OEMs (original equipment manufacturers), such as IBM, HP, Huawei and Dell.
Applicant does not provide or analyze content in the fields of business intelligence and business data
analytics that stream through the infrastructure (the services of the cited mark) but rather provides the
infrastructure itself. Explanation about the Registrant?s services that read: Class 38: ?Providing access by
means of a computer network to computer databases and software in the fields of business intelligence and
business data analytics? The Registrant of the cited mark, Acxiom Corporation, provides data analytics
services to enhance marketing goals of its customers (being marketers, advertising agencies, etc.), get
insights into media consumption and shopping behavior (See attachment 4 of the Examiner in the Office
Action providing information regarding the Registrant, and Exhibits C1-C2 to this response). Asshownin
the attachments and in Registrant?s website (at http://www.acxiom.com), Registrant?s activity is described
asfollows: ?Acxiom is an enterprise data, analytics and software as a service company. For more than 40
years, Acxiom has been aleader in harnessing the powerful potential of data to strengthen connections
between people, businesses and their partners. Wouldn it be great to know who your best customers are
at any moment? Even better, to know which ones are most likely to buy so you can talk directly to them?
Now you can, with Acxiom?? Mined from a broad cross-section of data, Audience Propensities provides
statistically-validated propensities for 13 industries that enable you to more scientifically select media and
more efficiently reach your intended audience. Get rich insight into potential spending, in-market timing,
brand affinity, media consumption and shopping behavior ? all tuned to specific vertical markets.? From a
review of the Registrant?s website it is clear that it is engaged in adifferent field. Its software as a service
enabl es its subscribers and users to analyze data-content thereby obtain business intelligence and enhance
their marketing goals. The fact that both parties have the word PLATFORM and the letter X in their
trademarks does not mean that their products or services overlap. In fact, they are markedly different.
Moreover, as explained in Section 1 above, a search through Registrant?s website for a product or service
named ACXIOM Bl PLATFORM X or PLATFORM-X or PLATFORMX did not retrieve any results,
suggesting that the Cited Mark is no longer in use by the Registrant. There is no overlap between
Applicant?s products (being hardware and software for server to server and storage communications) and
the Registrant?s services (being data analytics services in the fields of business intelligence and business
data analytics for marketing purposes). 3. Different Good, Functions/Solutions and Sophisticated Buyers
or Subscribers: The products sold under Applicant's mark and the services of the cited Registration differ
in their functions and the buyers and subscribers of the respective products are sophisticated.
Consequently, the purchase processes are carefully designed, thereby eliminating any remote likelihood of
confusion. The respective products and services stream through different channels of trade and perform
entirely different functions. * Applicant's products are designed to be sold to OEMS (Original Equipment
Manufacturers) such as IBM, Hewlett Packard, Huawei, Dell ? these OEMs incorporate Applicant?s
products to solve very particular and sophisticated needs of a segment of complex networks such as
clusters and datacenters. * Whereas the subscribers of the cited Registration services are organizations that



subscribe to a service (Registrant provides software as a service) ? a service which isintended for review
of content - analyzing data to obtain business intelligence and achieve marketing and business goals.
These services are tailored to the business intelligence required by the subscriber. * The purchase process
is carefully designed among the different buyers of the parties, thereby eliminating likelihood of
confusion. As aresult, the conditions surrounding the marketing of the respective products are such that
they could not be encountered by the same purchasers under circumstances that could give rise to the
mistaken belief that the goods or services come from a common source. * In today?s network world, the
variety of products and services increase at tremendous rates. Regardless of the rapid influx of computer
network products, they may be utterly different from one another and not at all related. Simply because
software is identified as useable in a network environment there should not be an automatic finding that
the products and services are related. * The respective buyers are highly sophisticated. The purchasers
described above, buy the Applicant?s infrastructure or subscribe to Registrant?s services with a clear
understanding of the different needs and requirements of the products and services and are aware of the
full spectrum of the respective products? and services? capabilities. The law is very precisely summarized
in McCarthy on Trademarks, Section 23:101, pages 23-196: Many cases state that where the relevant
buyer class is composed of professionals or commercial buyers familiar with the field, they are
sophisticated enough not to be confused by trademarks that are closely similar. That is, it is assumed that
such professional buyers are less likely to be confused than the ordinary customer. Thus, while two marks
might be sufficiently similar to confuse an ordinary consumer, a professional buyer or an expert in the
field may be more knowledgeable and will not be confused.? (citations omitted). * The purchase processes
for the respective goods are calculated and require careful inspection of the products and the services as
well astheir qualities and source. Due to the nature of Applicant?s products, direct sales efforts and direct
contact with OEM purchasers are required. These channels do not include off the shelf purchases and
specificaly call for personal contact with buyers who, in most instances, need maintenance services
following the purchase. The purchase process is both intimate and carefully tailored. Hasty or uneducated
?9pare of the moment? decisions are not likely. * Case law is quite explicit with regard to the issue of
purchasing environments. Where the decision is made by a sophisticated buyer and concerns a product
whose purchase is made after careful examination of the product, it may be sufficient to negate a
likelihood of confusion even between marks of great similarity. See for example, Stouffer Corp. v. Health
Valley Natural Foods, Inc., 1 USPQ2d 1900 (TTAB 1986); In re Software Design, Inc., 220 USPZ 662
(TTAB 1983); Litton Sys., Inc. v. Whirlpool Corp., 221 USPQ 97, 112 (Fed. Cir. 1984). * Indeed, as
stated above, asin the case at hand, the purchase patterns for the respective products and services are very
specific. Thisfact, together with the difference in nature of the products and services, the sophistication of
the buyers and different channels of trade of the respective products, further supports the conclusion that
any possibility of confusion is negated. Again, the buyers of Applicant?s goods do not make the purchase
decision hastily. As amatter of necessity, the purchase patterns call for careful consideration and do not
allow for impulse purchasing habits. Evidently, the services of the Registrant are also tailored to the
business intelligence required by the user and sold to very sophisticated users and data analyzers. 4.
Arguments raised in response to the 1st Office Action: The Applicant respectfully reiterates the arguments
raised in its response to the first Office Action, as submitted on March 7, 2015 including its attachments,
and incorporates them herein by reference. 5. Conclusion Applicant respectfully requests (i) a short
suspension of the subject application in view of possible cancellation of Registrant?s Cited Mark for none-
use as three indications listed in Section 1 of this response, support high probability that the cited mark is
no longer in use; and/or (ii) withdrawal of the refusal under Section 2(d) based on the prior Registration,
as the applicant amended its list of goods, by excluding Registrant?s field of activity and distinguishing
between the descriptions of its goods and the services of the Registrant, and further explained and clarified
that the functions of the goods versus Registrant?s services and their purchase processes require special
and direct contact with the respective parties, which lead to the conclusion that confusion with the Cited
Mark is not likely. Respectfully submitted, /Tally Eitan/ Taly (Avital) Eitan Attorney for Applicant
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EVIDENCE

Evidence in the nature of Exhibits A1-A2 - printouts from a search on Registrant's website showing no

results for the cited mark Exhibits B1-B2 - printouts from a Goggle search showing no current use by
Registrant of the cited mark; only press releases from the year 2008 Exhibits C1-C2 - printouts from
Registrant's website describing the different field of Registrant's services has been attached.

Original PDF file:

evi_21214310136-20150906105519541869 . Exhibit A1 No results You searched for PLATFORM-

X Acxiom.pdf

Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_21214310136-

20150906105519541869 . Exhibit A2 No results You searched for paltformx  Acxiom.pdf

Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_21214310136-20150906105519541869 . exhibit B1 ACXIOM Bl PLATFORM-X -
Google Search 1st page.pdf

Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_21214310136-20150906105519541869 . Exhibit B2 ACXIOM Bl PLATFORM-X -
Google Search 2nd page.pdf

Converted PDF file(s) ( 1 page)

Evidence-1

Original PDF file:

evi_21214310136-20150906105519541869 . Exhibit C1 about Registrant Acxiom AOS.pdf

Converted PDF file(s) ( 4 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Original PDF file:

evi_21214310136-20150906105519541869 . Exhibit C2 About - Acxiom.pdf

Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_1-21214310136-20150906105519541869 . sideration  Appeal  Arguments in response to OA-
PLATFORM X.pdf

Converted PDF file(s) ( 8 pages)

Evidence-1

Evidence-2
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CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposesto amend the following class of goods/servicesin the application:

Current: Class 009 for Computer hardware and peripherals; Semiconductors; Software drivers for
operating software; Host channel adapters, enabling server-to-server communications, for transmitting
data across computer connections, and for enabling a computer to access data from storage devices; Target
channel adapters enabling server-to-server communications, for transmitting data across computer
connections, and for enabling a computer to access data from storage devices, Computer switches,
Network routers for data centers; Computer software for enabling server-to-server communications, for
transmitting data across computer connections, and for enabling a computer to access data from storage
devices; al for the server, communication and data storage

Origina Filing Basis:

Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application: As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing dete, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized users in connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing: For a trademark or service mark
application: As of the application filing date, the applicant had a bona fide intention, and was entitled, to
use the mark in commerce on or in connection with the identified goods/services, and asserts a claim of
priority based upon aforeign application. For a collective trademark, collective service mark, or
collective membership mark application: As of the application filing date, the applicant had a bonafide
intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by
members on or in connection with the identified goods/services/coll ective membership organization, and
asserts aclaim of priority based upon aforeign application. For a certification membership mark
application: Asof the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in connection with
the identified goods/services, the applicant will not engage in the production or marketing of the
goods/services to which the mark is applied, except to advertise or promote recognition of the certification
program or of the goods or services that meet the certification standards of the applicant, and the applicant
asserts a claim of priority based upon aforeign application. Claim of priority is based on[ Israel
application number 265608 filed 06/01/2014]. 15 U.S.C.Section 1126(d), as amended.

Proposed:
Tracked Text Description: Computer hardware and peripherals; Semiconductors; Seftware-driversfor


../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
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epeFaH-Hg—se#Malﬂe Computer software drivers for operatl ng software used for transmlttlnq data across

channel adapters enabling server-to-server communications, for transmitting data across computer

connections, and for enabling a computer to access data from storage devices, Target channel adapters
enabling server-to-server communications, for transmitting data across computer connections, and for
enabling a computer to access data from storage devices, Computer switches; Network routers for data
centers, Computer software for enabling server-to-server communications, for transmitting data across
computer connections, and for enabling a computer to access data from storage devices; aH-fertheserver;
communication-and-datasterage; al for the operations of servers, for communication, and for data storage;
all excluding the field of intelligence and business data analytics

Class 009 for Computer hardware and peripherals; Semiconductors; Computer software drivers for
operating software used for transmitting data across computer connections; Host channel adapters
enabling server-to-server communications, for transmitting data across computer connections, and for
enabling a computer to access data from storage devices; Target channel adapters enabling server-to-
server communications, for transmitting data across computer connections, and for enabling a computer to
access data from storage devices; Computer switches; Network routers for data centers; Computer
software for enabling server-to-server communications, for transmitting data across computer connections,
and for enabling a computer to access data from storage devices; all for the operations of servers, for
communication, and for data storage; all excluding the field of intelligence and business data analytics
Filing Basis: Section 1(b), Intent to Use: For a trademark or service mark application: As of the
application filing date, the applicant had a bona fide intention, and was entitled, to use the mark in
commerce on or in connection with the identified goods/services in the application. For a collective
trademark, collective service mark, or collective membership mark application: As of the application
filing date, the applicant had a bona fide intention, and was entitled, to exercise legitimate control over the
use of the mark in commerce by members on or in connection with the identified goods/services/collective
membership organization. For a certification mark application: As of the application filing date, the
applicant had a bona fide intention, and was entitled, to exercise legitimate control over the use of the
mark in commerce by authorized usersin connection with the identified goods/services, and the applicant
will not engage in the production or marketing of the goods/services to which the mark is applied, except
to advertise or promote recognition of the certification program or of the goods/services that meet the
certification standards of the applicant.

Filing Basis: Section 44(d), Priority based on foreign filing:For a trademark or service mark
application: As of the application filing date, the applicant had a bona fide intention, and was entitled, to
use the mark in commerce on or in connection with the identified goods/services, and asserts a claim of
priority based upon aforeign application. For a collective trademark, collective service mark, or
collective membership mark application: As of the application filing date, the applicant had a bonafide
intention, and was entitled, to exercise legitimate control over the use of the mark in commerce by
members on or in connection with the identified goods/services/coll ective membership organization, and
asserts aclaim of priority based upon aforeign application. For a certification membership mark
application: Asof the application filing date, the applicant had a bona fide intention, and was entitled, to
exercise legitimate control over the use of the mark in commerce by authorized users in connection with
the identified goods/services, the applicant will not engage in the production or marketing of the
goods/services to which the mark is applied, except to advertise or promote recognition of the certification
program or of the goods or services that meet the certification standards of the applicant, and the applicant
asserts aclaim of priority based upon aforeign application. Claim of priority isbased on [ Israel
application number 265608 filed 06/01/2014]. 15 U.S.C.Section 1126(d), as amended.



SIGNATURE(S)

Request for Reconsideration Signature

Signature: /TE/  Date: 09/06/2015

Signatory's Name: Tally (Avital) Eitan

Signatory's Position: Attorney of record, California bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/sheis currently the owner's/holder's attorney or an associate thereof;
and to the best of his’her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the owner/hol der
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's’holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 86297229

Internet Transmission Date: Sun Sep 06 12:01:29 EDT 2015
TEAS Stamp: USPTO/RFR-212.143.101.36-201509061201299
64970-86297229-5408c5d81bf63991f 1f 3a7f92
72d2b28e661af 4360f 175a18ch370a39d304f97b
-N/A-N/A-20150906105519541869
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Web Images Videos Maps More ~ Search tools

About 77 results (0.55 seconds)

Acxiom(R) Introduces Software-as-a-Service Business ...@
www.businesswire.com/.../Acxiom-Introduces-Software-as-a-Service-Bus... ¥
Aug 25, 2008 - LITTLE ROCK, Ark.—~(BUSINESS WIRE)-Acxiom® Corporation
(Nasdag: ACXM) today announced the release of Acxiom Bl Platform-X™, the ...

acxiom bi platform-x - Justia Trademarks @

trademarks.justia.com » Trademarks » Categories » Telecommunications
ACXIOM BI PLATFORM-X is a trademark of Acxiom Corporation. Filed in November 4
(2008), the ACXIOM BI PLATFORM-X covers providing access by means ...

Acxiom(R) Introduces Software-as-a-Service ... - Reuters@
www.reuters.com/article/2008/.../idUS121749+25-Aug-2008+BW2008082...

Aug 25, 2008 - ... Ark.—(Business Wire)—- Acxiom(R) Corporation (Nasdaq: ACXM) today
announced the release of Acxiom BI Platform-X(TM), the industry's first ...

ACXIOM Bl PLATFORM-X - Trademarkia@
www.trademarkia.com » ... » Computer & Software Services & Scient... v

Jul 14, 2009 - ACXIOM Bl PLATFORM-X - write and read reviews and find this brand
information for products/services associated with the ACXIOM BI ...

Acxiom introduces business information software | BtoB ... @
adage.com/article/btob/acxiom-introduces-business.../272508/ ~

Aug 27, 2008 - The company said Acxiom Bl Platform-X brings together consumer
data, information technology and analytical tocls to deliver results at a low ...

ACXIOM Bl PLATFORM-X - Trademarks411, Trademark ...&
www.trademarks411.com/marks/77606723-acxiom-bi-platform-x ~

The trademark ACXIOM Bl PLATFORM-X was filed on November 04, 2008 and
assigned serial number 77606723. The applicant of record is Acxiom ...

Acxiom: Business Intelligence On-Demand - Current Analysis

www.currentanalysis.com/COMPETE/FrontEnd/Report.aspx?rid...rss v
Sep 2, 2008 - The on-demand Acxiom Bl Platform-X complements the data enrichment
company's current IT services and allows it to target new prospects ...

acxiom bi platform-x - Markify @
trademark.markify.com/trademarks/uspto/acxiom+bi...x/77606723

Nov 4, 2008 - Trademark information for ACXIOM Bl PLATFORM-X, owned by Acxiom
Corporation..

ACXIOM Bl PLATFORM-X (Toproeas mapka ...@

ru.unibrander.com/.../acxiom-bi-platform-x_html - Translate this pageo
DeutschEnglishEspafiolFrancaisltalianoPolskiPortugués. NHdopmauma O Toproeoi

Mapke. MNeyats. ACXIOM Bl PLATFORM-X. CtpaHa. CoeguHéHHble LLTaTbl.

Acxiom Launches Saa$S Business Intelligence Solution ...@
www.highbeam.com > ... » Jul - Sep 2008 » August 28, 2008 ~

Aug 28, 2008 - Acxiom, a provider of IT infrastructure services and bhusiness intelligence
solutions, announced the release of Acxiom Bl Platform- X, ...
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ACXIOM Bl PLATFORM-X. Goods and Services: providing access by means of a
computer network to computer databases and sof... LIVE (Circa: 2008).

Acxiom Corp.(Business Briefs) - HighBeam Research@
www.highbeam.com » ... » Arkansas Business » September 2008 ~

Sep 1, 2008 - Acxiom Corp. has released Acxiom Bl Platform-X, a software-as-a-
service platform for information processing and analysis. Offered ona ...
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MARKETERS

ISN'T THERE AN EASIER WAY TO USE THE DATA | HAVE TO TARGE
CUSTOMERS?

Marketing at scale doesn't offer an understanding for the customer who operates across differen
channels. With these customers interacting with brands across multiple mediums, online and off,
effective marketing needs to bring this information together in a single view.

With AOS, marketers can make better decisions about which channel is the most important for
reaching customer bases.

Solve your marketing challenges in minutes, not days

AGENCIES

HOW DO | KNOW WHAT CREATIVE WILL WORK BEST FOR MY
CAMPAIGN?

Guesswork and hunches about your audience and their preferences won't stand up in the shiftin;
world of today’s highly-connected consumer.



With AQOS, advertisers can make better decisions about where audiences are and what segments
matter. By analyzing campaign results across multiple dimensions, advertisers can understand re.
campaign activity and provide bet{étigarnipesgacaitniceom/)
]
Make informed decisions about your audience -+
warck AN TAES US (HTTP://WWW.ACXIOM.COM/CONTACT-TS7?
CMP=701CO000000VPATGLS=WEB%20-

MTE&STATUS RESPONDED)

| -MARKETING-AT-SCALE PDF

You want to sell your valuable inventory but you need to understand your audience and
provide a means to target them effectively. If consumers are swamped with irrelevant offers,
their engagement decreases and you may lose reach and revenue opportunity.

AOS encourages audience growth, increases targeting capability and helps you learn in greater
detail what your online audience is interested in.

Target the ideal audience for your inventory

DEVELOPERS

| AM THINKING OF CREATING A NEW APP. WHAT'S THE BEST
PLACE TO GET STARTED?

AQS uses the latest web-based technologies and brings incredible opportunities to produce new
insights for the marketing departments at some of the world'’s largest, most prestigious brands.

Building your app on AOS offers unprecedented power to leverage the most important marketing
databases, using the safe and secure APIs that are Acxiom's legacy.

Integrate vour app with our powerful tools

REGISTER BELOW FOR MORE INFO



First Name

Last Name

Email Address

Company

Industry v
Country v

[J Yes, keep me in the loop with AOS News

SUBMIT NOW

© 2014 Acxiom | 601 E. Third Street | Little Rock, AR 72201 | 1-888-3ACXIOM

Attn: Acxiom Information Resource Center - Opt Out

Acxiom is an enterprise data, analytics and software as a service company focused on strengthening connections between people,

businesses and their partners.

ABOUT

Contact (http://www.acxiom.com/contact-us/

Privacy (http://acxiom.com/about-acxiom/privacy/)

CONNECT

Twitter (https://twitter.com/acxiom)




Facebook (http://www.facebook.com/acxiomcorp)

LinkedIn (http://www.linkedin.com/company/2739)
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Q 1d software as a
service company. For more than 40 ye irs, Acxiom has
been a leader In harnessing the powerfL potential of data
to strengthen connections between pe ple, businesses
and their partners.

The Acxiom Story

It's about more than making better marketing de isions. If it were that
simple, we would have been crowded out years go by the "me too”
companies - the ones who claim to have more ¢ ta and more insight
than anyone else.

So what's our story? e believe our value is in helping our clie ts do something they
never dreamed possible. Giving them that certain moment wh: 1 clarity becomes
confidence. Finding a whole new customer segment. Reachin¢ zveryone who needs to be
reached. Understanding those tiny market nuances. There's m e, of course, but these are
the kinds of things that make the difference to our clients - the¢ :hings that help them
sleep at night.

http:/Mww _acxiom.com/about-acxiom/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
IN THE MATTER OF:
Application for Registration of Mark: PLATFORMX

Applicant: Mellanox Technologies Ltd.

Serial No.: 86297229

Examiner: Cory Boone, Trademark Examining Attorney; Law Office 104
Atty. Dkt. No.: T-11025-09-US

Request for Reconsideration of a Final Office Action & an Appeal

together with a Response to the Office Action

Dear Examiner Boone,

In response to the Office Action which was issued in connection with the above identified

application, refusing to register the mark "PLATFORMX" based on Section 2(d) of the

Trademark Act, Applicant respectfully requests that the Examiner reconsiders the refusal
which is based on citation of prior Registration No. 3688488 for the mark “ACXIOM BI
PLATFORM-X", for the following reasons:

1.

Possible non-use of the Cited Mark by the Registrant & request to suspend the

subject application for a short period: Registrant’s cited mark was registered on

September 29, 2009. To date, the 6" year declaration of continued use under
Section 8 has not been filed.

While the Registrant has a couple of weeks to meet Section 8’ requirement, a fresh
search conducted through Registrant’s website at www.acxiom.com revealed “no

results” for the cited mark, or for “PLATFORM-X" or for “PLATFORMX”.

Exhibits A1-A2 attached to this response, evidence these search results.

In addition, a Google search for the cited mark “ACXIOM Bl PLATFORM-X" and
“ACXIOM Bl PLATFORMX?”, retrieved only two pages of results, listing only press

releases from 2008 and references to the cited trademark in trademarks registrations

listings.

Exhibits B1-B2 attached to this response evidence these Google search results.

The results of these searches in Registrant’'s own website and on Google,

strongly suggest that the Registrant is no longer using the Cited Mark. Since
within three weeks it could be that the cited registration will be cancelled for
failure to submit the 6" year declaration under Section 8, the Applicant

respectfully requests that the subject application be suspended, until it is

clarified whether the citation will become redundant.




2.

In addition, Applicant has further amended the list of goods explicitly excluding

business intelligence and data analytics (the field of activity as listed under the Cited

Mark) from its list of goods, thereby clarifying its own field of activity and enhancing

the difference of its products from the services of the Cited Mark.

Accordingly, the list of goods of Applicant’s mark was amended to read
(amendments are underlined):
Class 9: “Computer hardware and peripherals; Semiconductors; Computer

software drivers for operating software used for transmitting data

across_computer connections; Host channel adapters enabling server-

to-server communications, for transmitting data across computer
connections, and for enabling a computer to access data from storage
devices; Target channel adapters enabling server-to-server
communications, for transmitting data across computer connections,
and for enabling a computer to access data from storage devices;
Computer switches; Network routers for data centers; Computer
software for enabling server-to-server communications, for transmitting
data across computer connections, and for enabling a computer to
access data from storage devices; all for the operations of servers, for

communication, and for data storage; all _excluding the field of

intelligence and business data analytics.

Explanation about the Applicant’s goods:

The Applicant provides hardware infrastructure with integrated software to form
flexible and cost-effective servers and storage platforms for OEMs (original equipment
manufacturers), such as IBM, HP, Huawei and Dell. Applicant does not provide or
analyze content in the fields of business intelligence and business data
analytics that stream through the infrastructure (the services of the cited mark) but

rather provides the infrastructure itself.

Explanation about the Registrant’s services that read:

Class 38: “Providing access by means of a computer network to computer
databases and software in the fields of business intelligence and
business data analytics”

The Registrant of the cited mark, Acxiom Corporation, provides data analytics

services to_enhance marketing goals of its customers (being marketers, advertising

agencies, etc.), get insights into media consumption and shopping behavior (See




attachment 4 of the Examiner in the Office Action providing information regarding the

Registrant, and Exhibits C1-C2 to this response).

As shown in the attachments and in Registrant's website (at http://www.acxiom.com),

Registrant’s activity is described as follows:
“‘Acxiom is an enterprise data, analytics and software as a service
company. For more than 40 years, Acxiom has been a leader in harnessing
the powerful potential of data to strengthen connections between people,

businesses and their partners.”

“Wouldn'’t it be great to know who your best customers are at any moment?
Even better, to know which ones are most likely to buy so you can talk

directly to them? Now you can, with Acxiom...”

“Mined from a broad cross-section of data, Audience Propensities provides
statistically-validated propensities for 13 industries that enable you to more
scientifically select media and more efficiently reach your intended
audience. Get rich insight into potential spending, in-market timing,
brand affinity, media consumption and shopping behavior — all tuned to
specific vertical markets.”

From a review of the Registrant’s website it is clear that it is engaged in a different

field. Its software as a service enables its subscribers and users to analyze

data-content thereby obtain business intelligence and enhance their marketing

goals.
The fact that both parties have the word PLATFORM and the letter X in their

trademarks does not mean that their products or services overlap. In fact, they are
markedly different.

Moreover, as explained in Section 1 above, a search through Registrant’'s website for
a product or service named "ACXIOM Bl PLATFORM X" or “PLATFORM-X" or
“‘PLATFORMX” — did not retrieve any results, suggesting that the Cited Mark is no

longer in use by the Registrant.

There is no_overlap between Applicant's products (being hardware and software
for server to server and storage communications) and the Registrant’s services
(being data analytics services in the fields of business intelligence and

business data analytics for marketing purposes).




3. Different Good. Functions/Solutions and Sophisticated Buyers or Subscribers:

The products sold under Applicant's mark and the services of the cited Registration

differ in their functions and the buyers and subscribers of the respective products are

sophisticated. Consequently, the purchase processes are carefully designed, thereby

eliminating any remote likelihood of confusion. The respective products and services

stream through different channels of trade and perform entirely different functions.

Applicant's products are designed to be sold to OEMS (Original Equipment
Manufacturers) such as IBM, Hewlett Packard, Huawei, Dell — these OEMs
incorporate Applicant's products to solve very particular and sophisticated
needs of a segment of complex networks such as clusters and datacenters.

Whereas the subscribers of the cited Registration services are

organizations that subscribe to a service (Registrant provides software as a

service) — a service which is intended for review of content - analyzing data to
obtain business intelligence and achieve marketing and business goals. These
services are tailored to the business intelligence required by the subscriber.
The purchase process is carefully designed among the different buyers of the
parties, thereby eliminating likelihood of confusion. As a result, the conditions
surrounding the marketing of the respective products are such that they could
not be encountered by the same purchasers under circumstances that could
give rise to the mistaken belief that the goods or services come from a
common source.

In today’'s network world, the variety of products and services increase at
tremendous rates. Regardless of the rapid influx of computer network
products, they may be utterly different from one another and not at all related.
Simply because software is identified as useable in a network environment
there should not be an automatic finding that the products and services are
related.

The respective buyers are highly sophisticated. The purchasers described
above, buy the Applicant’s infrastructure or subscribe to Registrant’s services

with_a clear_understanding of the different needs and requirements of the

products_and services and are aware of the full spectrum of the respective

products’ and services’ capabilities. The law is very precisely summarized in
McCarthy on Trademarks, Section 23:101, pages 23-196:
“Many cases state that where the relevant buyer class is composed of
professionals or commercial buyers familiar with the field, they are
sophisticated enocugh not to be confused by trademarks that are
closely similar. That is, it is assumed that such professional buyers are

less likely to be confused than the ordinary customer. Thus, while two




marks might be sufficiently similar to confuse an ordinary consumer, a
professional buyer or an expert in the field may be more
knowledgeable and will not be confused.” (citations omitted).

e The purchase processes for the respective goods are calculated and require
careful inspection of the products and the services as well as their qualities
and source. Due to the nature of Applicant’s products, direct sales efforts and
direct contact with OEM purchasers are required. These channels do not
include off the shelf purchases and specifically call for personal contact with
buyers who, in most instances, need maintenance services following the
purchase. The purchase process is both intimate and carefully tailored. Hasty
or uneducated “spare of the moment” decisions are not likely.

e Case law is quite explicit with regard to the issue of purchasing environments.
Where the decision is made by a sophisticated buyer and concerns a product
whose purchase is made after careful examination of the product, it may be
sufficient to negate a likelihood of confusion even between marks of great
similarity. See for example, Stouffer Corp. v. Health Valley Natural Foods,
Inc., 1 USPQ2d 1900 (TTAB 1986); In re Software Design. Inc., 220 USPZ 662
(TTAB 1983); Litton Sys., Inc. v. Whirlpool Corp., 221 USPQ 97, 112 (Fed.
Cir. 1984).

o |ndeed, as stated above, as in the case at hand, the purchase patterns for the
respective products and services are very specific. This fact, together with the
difference in nature of the products and services, the sophistication of the
buyers and different channels of trade of the respective products, further
supports the conclusion that any possibility of confusion is negated. Again, the
buyers of Applicant’'s goods do not make the purchase decision hastily. As a
matter of necessity, the purchase patterns call for careful consideration and do
not allow for impulse purchasing habits. Evidently, the services of the
Registrant are also tailored to the business intelligence required by the

user and sold to very sophisticated users and data analyzers.

4. Arguments raised in response to the 1st Office Action: The Applicant respectfully

reiterates the arguments raised in its response to the first Office Action, as submitted
on March 7, 2015 including its attachments, and incorporates them herein by

reference.

..continued on the following page..




5. Conclusion
Applicant respectfully requests (i) a short suspension of the subject application in
view of possible cancellation of Registrant’'s Cited Mark for none-use as three
indications listed in Section 1 of this response, support high probability that the cited
mark is no longer in use; and/or (ii) withdrawal of the refusal under Section 2(d)
based on the prior Registration, as the applicant amended its list of goods, by
excluding Registrant’s field of activity and distinguishing between the descriptions of
its goods and the services of the Registrant, and further explained and clarified that
the functions of the goods versus Registrant’s services and their purchase processes
require special and direct contact with the respective parties, which lead to the

conclusion that confusion with the Cited Mark is not likely.

Respectfully submitted,

[Tally Eitan/

Tally (Avital) Eitan

Attorney for Applicant

California State Bar No. 129,566
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