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Input Field Entered

SERIAL NUMBER 86293520

LAW OFFICE
ASSIGNED

LAW OFFICE 104

MARK SECTION

MARK http://tmng-al.uspto.gov/resting2/api/img/86293520/large

LITERAL ELEMENT OLD AMERICANA

STANDARD
CHARACTERS YES

USPTO-GENERATED
IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

Applicant, by and through its attorneys, submits the following Attachments and Remarks in response to

the Office Action issued on April 11, 2015.                                  

REMARKS

The Office Action dated April 11, 2015 has been received and carefully considered.  The Examining

Attorney has maintained the refusal to register because he believes that Applicant’s mark is likely to

cause confusion with the mark in US Registration No. 3,454,378.  Applicant has submitted arguments

that the marks are not so similar due to the weakness of the term “Americana” and the addition of other

matter to the mark.  Additionally, the Examining Attorney has maintained the disclaimer requirement

for the term OLD.  However, Applicant submits that the term “old” is not immediately descriptive of

Applicant’s goods, but rather, it is suggestive.

The courts have stated that a term is merely descriptive if it forwith conveys an immediate idea of the

ingredients, qualities, or characteristics of the goods, or if the mark conveys information regarding a



function, purpose, or use of the goods.  In re Abcor Development Corp., 200 USPQ 215 (CCPA 1978). 

A suggestive mark employs terms which do not describe, but merely suggest the features of the product,

requiring the purchaser to use imagination, thought, and perception to reach a conclusion as to the

nature of the goods.  In re Black & Decker Corp. v Dunsford, 42 USPQ2d 1531 (SDNY 1996).

In the case of Esteé Lauder, Inc. v The Gap, Inc., 42 USPQ2d 1228 (2nd Cir. 1997), the Court found the

mark “100%” for skin moisturizer is suggestive rather than descriptive, whether read alone or as part of

the phrase “100% TIME RELEASE MOISTURIZER.”   The Court found that the “100%” does not

describe the qualities, ingredients, or characteristics of the goods, but instead implies that the product is

of the highest quality since the phrase “100% TIME RELEASED MOISTURIZER” can be read to

indicate purity of the moisturizer content of the product, to imply enduring effect, to indicate that the

bottle contains nothing but time-released moisturizer, or that the product moisturizes continuously until

worn off.  The Court found that since all of the interpretations of the term “100%” require some stretch

of the imagination, the mark is not descriptive.  The Court noted that in order to have an idea of the

nature of the product, qualities, ingredients, or characteristics, a consumer needs additional information. 

The Examining Attorney believes that the term “old” is immediately descriptive because Applicant’s

goods, whiskey, are aged and the definition of “old” is “advanced in years or age.”   Additionally the

Examining Attorney states that “old” is descriptive because it is defined as “of, relating to or

originating in a past era and Applicant’s goods are made from old recipes.   Applicant submits that both

interpretations require some stretch of the imagination. While the definition of “old” can mean

advanced in year or age” this is not the equivalent of “aged”, as an “old” food or beverage product

would be considered expired.  The use of Aged is not interchangeable on whiskey products with the

term old.  Additionally, even though the term “old” can mean originating in a past era, the term “old”

is referring to the recipe, not the product.  The use of “old” is suggestive of a past era.   Applicant

submits that the term “old” is not immediately descriptive of any feature or characteristic of

Applicant’s goods and is not appropriate for a disclaimer.

Applicant has also submitted arguments that its mark is not confusingly similar to the cited mark

because the AMERICANA portion is weak.  When combined with the OLD, the marks are different to

avoid any confusion in the marketplace.  Applicant has submitted additional evidence of the meaning of

“Americana” refers to “things produced in the US and thought to be typical of the US or its culture

(Exhibit A).  Additionally, “Americana” is a term used to describe the theme of goods for sale (Exhibit



B).  Applicant also submits articles using the term “Americana” to describe a genre (Exhibit C).   Due to

the widespread use of the term “Americana” to describe all things American, Applicant submits that the

addition of OLD is enough to distinguish the marks from one another.

            Accordingly, Applicant respectfully requests that the Examining Attorney reconsider his refusal

to register Applicant’s mark and allow the mark for publication.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86293520 OLD AMERICANA(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/86293520/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant, by and through its attorneys, submits the following Attachments and Remarks in response to

the Office Action issued on April 11, 2015.                                  

REMARKS

The Office Action dated April 11, 2015 has been received and carefully considered.  The Examining

Attorney has maintained the refusal to register because he believes that Applicant’s mark is likely to

cause confusion with the mark in US Registration No. 3,454,378.  Applicant has submitted arguments that

the marks are not so similar due to the weakness of the term “Americana” and the addition of other matter

to the mark.  Additionally, the Examining Attorney has maintained the disclaimer requirement for the term

OLD.  However, Applicant submits that the term “old” is not immediately descriptive of Applicant’s

goods, but rather, it is suggestive.

The courts have stated that a term is merely descriptive if it forwith conveys an immediate idea of the

ingredients, qualities, or characteristics of the goods, or if the mark conveys information regarding a

function, purpose, or use of the goods.  In re Abcor Development Corp., 200 USPQ 215 (CCPA 1978).  A

suggestive mark employs terms which do not describe, but merely suggest the features of the product,

requiring the purchaser to use imagination, thought, and perception to reach a conclusion as to the nature

of the goods.  In re Black & Decker Corp. v Dunsford, 42 USPQ2d 1531 (SDNY 1996).

In the case of Esteé Lauder, Inc. v The Gap, Inc., 42 USPQ2d 1228 (2nd Cir. 1997), the Court found the

mark “100%” for skin moisturizer is suggestive rather than descriptive, whether read alone or as part of



the phrase “100% TIME RELEASE MOISTURIZER.”   The Court found that the “100%” does not

describe the qualities, ingredients, or characteristics of the goods, but instead implies that the product is of

the highest quality since the phrase “100% TIME RELEASED MOISTURIZER” can be read to indicate

purity of the moisturizer content of the product, to imply enduring effect, to indicate that the bottle

contains nothing but time-released moisturizer, or that the product moisturizes continuously until worn

off.  The Court found that since all of the interpretations of the term “100%” require some stretch of the

imagination, the mark is not descriptive.  The Court noted that in order to have an idea of the nature of the

product, qualities, ingredients, or characteristics, a consumer needs additional information. 

The Examining Attorney believes that the term “old” is immediately descriptive because Applicant’s

goods, whiskey, are aged and the definition of “old” is “advanced in years or age.”   Additionally the

Examining Attorney states that “old” is descriptive because it is defined as “of, relating to or originating

in a past era and Applicant’s goods are made from old recipes.   Applicant submits that both

interpretations require some stretch of the imagination. While the definition of “old” can mean advanced

in year or age” this is not the equivalent of “aged”, as an “old” food or beverage product would be

considered expired.  The use of Aged is not interchangeable on whiskey products with the term old. 

Additionally, even though the term “old” can mean originating in a past era, the term “old” is referring to

the recipe, not the product.  The use of “old” is suggestive of a past era.   Applicant submits that the term

“old” is not immediately descriptive of any feature or characteristic of Applicant’s goods and is not

appropriate for a disclaimer.

Applicant has also submitted arguments that its mark is not confusingly similar to the cited mark because

the AMERICANA portion is weak.  When combined with the OLD, the marks are different to avoid any

confusion in the marketplace.  Applicant has submitted additional evidence of the meaning of

“Americana” refers to “things produced in the US and thought to be typical of the US or its culture

(Exhibit A).  Additionally, “Americana” is a term used to describe the theme of goods for sale (Exhibit

B).  Applicant also submits articles using the term “Americana” to describe a genre (Exhibit C).   Due to

the widespread use of the term “Americana” to describe all things American, Applicant submits that the

addition of OLD is enough to distinguish the marks from one another.

            Accordingly, Applicant respectfully requests that the Examining Attorney reconsider his refusal to

register Applicant’s mark and allow the mark for publication.
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Signatory's Position: Attorney and Authorized Agent for Applicant

Signatory's Phone Number: 248-649-3333

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

        

Serial Number: 86293520
Internet Transmission Date: Mon Oct 12 16:22:57 EDT 2015
TEAS Stamp: USPTO/RFR-69.220.234.106-201510121622575
82217-86293520-54091ad759dea1996c7ec12fc
6ff4f1e5b4871f7f163f5d57b1641913dafcf941
-N/A-N/A-20151012161528614518






























































	TEAS Request Reconsideration after FOA - 2015-10-12

