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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86183894 

 

MARK: PREMIUM 

 

          

*86183894*  

CORRESPONDENT ADDRESS: 
       JOHN J O'MALLEY 

       VOLPE AND KOENIG PC 

       30 S 17TH STREET 

       PHILADELPHIA, PA 19103-4009 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Premium Foods USA, Inc. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       PFU-TM002       

CORRESPONDENT E-MAIL ADDRESS:   

       trademarks@vklaw.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 6/30/2015 

 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following refusal made final in the Office action dated December 9, 2014 is maintained 
and continue to be final:  the Section 2(e)(1) refusal.  See TMEP §§715.03(a)(ii)(B), 715.04(a).  The 
Section 2(d) refusal for the mark in Registration No. 3525990 is obviated because mark in that 



registration has been cancelled.  See TMEP §§715.03(a)(ii)(B), 715.04(a).  The Section 2(d) refusal for the 
mark in Registration No. 2056440 is obviated because of applicant’s amendments to the identification of 
goods.  See TMEP §§715.03(a)(ii)(B), 715.04(a).  The following requirement made final in the Office 
action is satisfied:  the requirement to satisfactorily amend the identification of goods.  See TMEP 
§§715.03(a)(ii)(B), 715.04(a). 

 

In the present case, applicant’s request has not resolved the descriptiveness refusal, nor does it raise a 
new issue or provided any new or compelling evidence with regard to the descriptiveness refusal in the 
final Office action.  Specifically, the term PREMIUM is a laudatory term espousing the quality of 
applicant’s goods.  See the attached.  “Marks that are merely laudatory and descriptive of the alleged 
merit of a product are . . . regarded as being descriptive” because “[s]elf-laudatory or puffing marks are 
regarded as a condensed form of describing the character or quality of the goods.”  DuoProSS Meditech 
Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1256, 103 USPQ2d 1753, 1759 (Fed. Cir. 2012) (quoting 
In re The Boston Beer Co., 198 F.3d 1370, 1373, 53 USPQ2d 1056, 1058 (Fed. Cir. 1999)); see In re Nett 
Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (holding THE ULTIMATE BIKE 
RACK merely laudatory and descriptive of applicant’s bicycle racks being of superior quality); In re The 
Boston Beer Co., 198 F.3d at 1373-74, 53 USPQ2d at 1058-59 (holding THE BEST BEER IN AMERICA 
merely laudatory and descriptive of applicant’s beer and ale being of superior quality); TMEP 
§1209.03(k).  In fact, “puffing, if anything, is more likely to render a mark merely descriptive, not less 
so.”  DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d at 1256, 103 USPQ2d at 1759. 

 

In addition, applicant’s amendments to the identification of goods to not, in any way, obviate the 
Section 2(e)(1) refusal.   

 

Accordingly, the request is DENIED. 

 

The Trademark Trial and Appeal Board (the Board) will be notified to resume the appeal.  See TMEP 
§715.04(a).  

 

 

 



/Matthew G. Galan/ 

Examining Attorney 

Law Office 113 

(571) 272-6142 

matthew.galan@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


