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I.  INTRODUCTION 

Applicant hereby appeals from the Examining Attorney’s refusal to register Applicant’s 

GREE mark (“Applicant’s Mark,” the “Mark” or the “GREE Mark”) appearing in U.S. App. No. 

86/170,852 (the “Application”) and respectfully requests that the Trademark Trial and Appeal 

Board (the “Board”) reverse the Examining Attorney’s decision. Accordingly, this Brief is 

submitted in support of registration of Applicant’s Mark. 

The Examining Attorney alleges that, under Section 2(d) of the Trademark Act, 

Applicant’s Mark is allegedly likely to cause confusion with U.S. Registration No. 4362969 (the 

“Cited Registration”) for the mark G GREE & Design (the “Cited Mark”), owned by Gree 

Electric Appliances, Inc. of Zhuhai (“Registrant” or “ZG”). The Examining Attorney has based 

this assertion on the fact that the mark in the Cited Registration is used in connection with “radio 

broadcasting; television broadcasting; broadcasting of television; cable television broadcasting; 

information about telecommunication; telecommunication connections to a global computer 

network; teleconferencing services; providing user access to a global computer network; voice 

mail services” (the “Cited Services”).  

Applicant presented evidence that Applicant’s services are distinguishable from the Cited 

Services.  Applicant also presented evidence that the USPTO had previously found there to be no 

likelihood of confusion between U.S. App. No. 85/422,099, also owned by Applicant (the 

“Companion Application”), for the mark GREE & Design (the “Companion Mark”) and the 

Cited Registration.  The recitation of services appearing in the Companion Application includes 

services in Class 38 that are essentially identical to the services appearing in the present 

Application, as amended herein. Notably, the filing date of the Companion Application is 

September 14, 2011, while the filing date of the Cited Registration is May 2, 2012. 
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In summary, Applicant respectfully asserts that there is no likelihood of confusion in this 

case, and therefore the Section 2(d) refusal should be withdrawn and the Application should be 

approved for publication. 

II.  PROCEDURAL HISTORY 

On January 21, 2014, Applicant filed a intent-to-use trademark application under Section 

1(b) of the Trademark Act to register the Mark GREE on the Principal Register in connection 

with: 

Providing on-line chat rooms and electronic bulletin boards for transmission of 
messages among users in the fields of social networking and general interest; 
Electronic transmission of messages and data, namely, documents, videos, 
images, music and other media via a global communication network, in 
International Class 38.  

 
On April 28, 2014, the Examining Attorney issued an initial Office Action refusing 

registration on the Principal Register, alleging that the applied-for-mark was likely to cause 

confusion with U.S. Registration No. 4362969, and raising several issues with the recitation of 

services appearing in the Application. See First Office Action, attached as Exhibit A. 

On October 22, 2014, Applicant submitted a Response to the Office Action arguing that 

the services identified in the Application were distinguishable from the services in the Cited 

Registration, and presented evidence that the USPTO had previously deemed Applicant’s Mark 

and the Cited Registration dissimilar. Applicant also amended and clarified the recitation of 

services as requested by the Examining Attorney.  The revised recitation of services appearing in 

the application read: 

providing on-line chat rooms and electronic bulletin boards for transmission of 
messages among users in the fields of social networking and general interest; 
electronic transmission of messages and data, namely, documents, videos, 
images and digital music via a global communication network, in International 
Class 38. 
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On November 13, 2014, the Examining Attorney issued a Final Office Action 

maintaining the refusal under Section 2(d) of the Trademark Act with respect to U.S. 

Registration No. 4362969.  The Final Office Action further stated that: 

 “[t]here are no restrictions in the application or registration limiting the 

services to a particular segment of the marketplace.  Unrestricted and broad 

identifications are presumed to encompass all goods and/or services of the type 

described.  In this case, the identifications set forth in the application and 

registration have no restrictions as to nature, type, channels of trade, or classes of 

purchasers.  Therefore, it is presumed that these services travel in all normal 

channels of trade, and are available to the same class of purchasers.”  See Final 

Office Action, attached as Exhibit B.   

On May 13, 2015, Applicant responded to the Final Office Action by submitting a 

Request for Reconsideration and Notice of Appeal. In the Request for Reconsideration, 

Applicant argued that Applicant’s services, as amended in the response to the Office Action were 

distinguishable from the Cited Services; and that the consumers and channels of trade for the 

parties’ respective services were different, such that a likelihood of confusion would not occur. 

Notwithstanding the fact that the services at issue were distinguishable, Applicant amended the 

recitation of services covered under the Application to explicitly limit the channels through 

which the services are delivered to consumers, and thereby remove any doubt as to potential 

overlap between the services offered under the Application and the Cited Services.  Applicant 

revised the recitation of services to clarify that the services offered under the mark are only 

offered to users of Applicant’s proprietary social networks.  As such, the services at issue would 

only be available to Applicant’s existing consumers, such that there could be no doubt in the 
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minds of the relevant consumers from what source the services originate.  The recitation of 

services was amended to reads as follows at that time: 

Providing on-line chat rooms and electronic bulletin boards via proprietary 
social networking websites and software applications for electronic transmission 
of messages and data, namely, documents, videos, images and digital music via a 
global communication network for social networking in the fields of social 
games, video games, and general interest, in International Class 38. 
 

On May 13, 2015, the Board acknowledged the instant appeal and remanded the 

Application to the Examining Attorney to consider the request for reconsideration.   

On June 1, 2015, Applicant’s Request for Reconsideration was denied.  The Examining 

Attorney  maintained the refusal under Trademark Act Section 2(d) as to the Cited Registration 

and alleged that Applicant’s amendment to the recitation of services covered under the 

Application “impermissibly expands the scope of the services so that the application now 

includes goods, namely, software applications.”   

On August 12, 2015, the Board resumed the appeal and provided Applicant until October 

12, 2015 to submit its Main Brief with the Board. 

III.  IDENTIFICATION OF SERVICES 

In the Examining Attorney’s denial of Applicant’s Request for Reconsideration, the 

Examining Attorney alleged that Applicant’s amendment to the recitation of services to restrict 

the channels of trade through which the services travel “impermissibly expands the scope of the 

services so that the application now includes goods, namely, software applications.”  Applicant 

respectfully disagrees with the Examining Attorney’s contentions that Applicant’s amendment to 

the recitation of services impermissibly expands the scope of services, or that the application 

now covers goods.  However, in order to further clarify the recitation of services and address the 
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Examiner’s concerns, Applicant hereby requests that the recitation of services be amended as 

follows:  

Providing on-line chat rooms and electronic bulletin boards via proprietary 
social networking websites; electronic transmission of messages and data, 
namely, documents, videos, images and digital music in the fields of social 
games, video games, and general interest, all via proprietary social networking 
websites, in International Class 38. 
 

IV.  ARGUMENT 

The Examining Attorney refused registration of the Application on the basis of an alleged 

likelihood of confusion with U.S. Registration No. 4362969 for the mark G GREE & Design, 

pictured below: 

 

However, because the services identified in the Application are distinguishable from the 

services identified in the Cited Registration, because the consumers and the channels of trade for 

the services covered under the Application and the Cited Registration are different, and because 

Applicant’s Mark and the mark in the Cited Registration have previously been deemed dissimilar 

by the United States Patent and Trademark Office, Applicant respectfully asserts that there is no 

likelihood of confusion in this case, and therefore the Section 2(d) refusal should be withdrawn. 

a. The Services Identified in the Application, as Amended, Are Distinguishable 
From the Services Identified in the Cited Registration Such That a 
Likelihood of Confusion Will Not Occur 

 
Applicant respectfully notes that the services offered by the Applicant and the services 

recited in the Cited Registration are different, such that a likelihood of confusion will not occur.  

Specifically, as reflected in the amended recitation of services set forth in Section III, above, 

Applicant provides online chat rooms and electronic bulletin boards exclusively via its 
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proprietary GREE-brand social networking websites. Applicant is not an Internet service 

provider and does not provide radio, television, cable or other broadcasting services.  Consumers 

of the services appearing in the recitation of services for the Application access such services 

only from within the ambit of Applicant’s proprietary GREE-branded social network.  Moreover, 

as noted in the amended recitation of services, the electronic transmission of messages and data, 

namely, documents, videos, images and digital music via a global communication network, 

occurs only within the context of Applicant’s proprietary social network. In other words, 

Applicant is not an email service provider or SMS/MMS service provider. Rather, Applicant’s 

social networking services facilitate end-user communication via chat rooms and electronic 

bulletin boards that enable the electronic transmission of messages and data among other users of 

Applicant’s proprietary social network in the field of social games, video games, and general 

interest.   

The Cited Services are readily distinguishable from Applicant’s services. In particular, 

Applicant notes that the Cited Services encompass: radio broadcasting; television broadcasting; 

broadcasting of television; cable television broadcasting; information about telecommunication; 

telecommunication connections to a global computer network; teleconferencing services; 

providing user access to a global computer network; and, voice mail services.  As noted above, 

the Application does not cover radio, television, or cable television broadcasting, or similar 

variations of those services, nor does it relate to the provision of information about 

telecommunication, telecommunications connections to a global network, teleconferencing 

services, user access to a global communication service, or voicemail services. Instead, 

Applicant provides a service which enables users of its proprietary social network to interact and 

exchange messages within the framework of Applicant’s proprietary social networking website 
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only. Applicant respectfully notes that the Cited Registration does not relate to social networking 

services or electronic transmission of messages via such proprietary services.  Accordingly, there 

is no overlap between the services identified in the Application and the Cited Registration.  

In light of the above, Applicant respectfully maintains that Applicant’s services are 

different from, and therefore not likely to be confused with, the Cited Services. 

b. The Consumers and The Channels of Trade For the Services Covered Under 
the Application and the Cited Registration are Different, Such That a 
Likelihood of Confusion Will Not Occur 

 
As shown by the amended recitation of services set forth in Section III, above, the 

services intended to be offered by Applicant under the applied-for mark are offered strictly 

within the context of Applicant’s proprietary social networking website.  Therefore, a consumer 

will only encounter the services covered under the Application within the framework of 

Applicant’s proprietary social network. This means that a consumer will not have access to the 

services appearing in the Application unless they have already registered an account on 

Applicant’s proprietary social network. Under such circumstances, it is clear that there would be 

no doubt in the minds of the relevant consumers from as to the origin of the services covered 

under the Application.  Additionally, Applicant respectfully notes that the services covered under 

the Application are specifically limited to consumers with interests related to video and social 

games. 

In the Final Office Action, the Examining Attorney noted that the services appearing in 

the Cited Registration may potentially travel in “all normal channels of trade” given that the 

Cited Services are not limited to specific trade channels.  The general availability of the Cited 

Services is in stark contrast to Applicant’s services, which are offered through very specific 

channels of trade, namely, the Applicant’s proprietary social network, to a very specific and 
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sophisticated target audience. Importantly, the services appearing in the Application and the 

services associated with the Cited Registration are not, and cannot function as substitutes for 

each other. In light of these considerations, there can be no reasonable possibility of confusion 

between the Application and the Cited Registration. Thus, confusion is not likely in this case.    

c. Applicant’s Mark and the Mark in the Cited Registration Have Previously 
Been Deemed Dissimilar by the United States Patent And Trademark Office 
 

Applicant respectfully notes the existence of the Companion Application, U.S. App. No. 

85/422,099, also owned by Applicant, for the mark GREE & Design, pictured below: 

 

Although the Companion Application is currently suspended pending the submission of a 

certified copy of the foreign registration from applicant’s country of origin, the Companion 

Application has been approved for registration by the USPTO.  The recitation of services 

appearing in the Companion Application includes services in Class 38 that are essentially 

identical to the services appearing in the present Application, namely: 

Providing on-line chat rooms and electronic bulletin boards for social 
networking; Providing on-line chat rooms and electronic bulletin boards for 
registered users for transmission of messages and photographs concerning 
collegial life, general interest, social networking, social gaming and photo 
sharing, in International Class 38. 
 

Notably, the filing date of the Companion Application is September 14, 2011, while the 

filing date of the Cited Registration is May 2, 2012. 

Based on the facts above, it is clear that the USPTO previously deemed that Applicant’s 

mark and the Cited Registration are dissimilar due to the differences between the services 
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appearing in the Companion Application (and, by extension, the present Application) and the 

services appearing in the Cited Registration.  Otherwise, examination of the Cited Registration 

would certainly have been suspended pending the disposition of the Companion Application. 

Applicant respectfully requests that the Board act consistently and withdraw the 

likelihood of confusion refusal on the basis that the marks at issue are not likely to be confused. 

A failure to do so would be to the prejudice of the Applicant in light of its prior rights in the 

GREE & Design mark in Class 38, as established by the existence of the Companion 

Application. 

V. CONCLUSION 

For the reasons set forth above, Applicant respectfully asserts that there is no likelihood 

of confusion in this case, and therefore the Section 2(d) refusal should be withdrawn.  

Dated: Washington, District of Columbia 
October 11, 2015 

Respectfully submitted,  
 
DLA Piper LLP (US) 
Attorneys for Applicant 

By:   
 Ann K. Ford 
 David M. Kramer 
 James K. S. Stewart 
 500 8th Street N.W. 
 Washington, DC 20004 
 202-799-4000 
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àabcdefgahihlr
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«���¬v���c��e�vw
w
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bĉ VcWVX]cX_bbcgZ_]VXcWVX̂_̀aX[Z]UX]UVXc]UV̀X̂_̀aiX]UVXVj_̂ZWZW\X_]]c̀WVkXU_bXfceWdX]U_]X_llhZg_W]mb
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gcWfebZcWopX��������������������������������������������iX���X�o�dX����iX����iX��X�����dX� ¡�iX� ¡�
¢�VdoX£Z̀oX����¤¥X¦��§̈©���������ª��̈§�iX�� X�o�dX����iX����iX� X�����dX��� iX����X¢�VdoX£Z̀oX����¤
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gĉ êWZg_]ZcWXWV][c̀aopX�UVXgZ]VdX̂_̀aXZbXebVdXZWXgcWWVg]ZcWX[Z]UX̀_dZcXǹc_dg_b]ZW\¥X]VhVYZbZcW
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