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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 86129039

MARK: ESTABLISHED 1980 RECORDS

CORRESPONDENT ADDRESS:
JULIAN PETTY

NIXON PEABODY LLP
PO BOX 26769

SAN FRANCISCO, CA 94126-6769

APPLICANT: Established 1980 Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:

058945.00010
CORRESPONDENT E-MAIL ADDRESS:

SFTrademarks@nixonpeabody.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 10/12/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following refusals made final in the Office action dated March 27, 2015 are maintained
and continue to be final: Section 2(e)(1) Misdescriptive Refusal. See TMEP §§715.03(a)(ii)(B), 715.04(a).



In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Applicant’s arguments that the applied-for mark, ESTABLISHED 1980 RECORDS, is suggestive rather than
misdescriptive are unpersuasive.

The application indicates various forms of musical recordings, and as the attached definitions from
several dictionaries show, “records” indicate applicant’s goods (e.g, “something on which sound or
images have been recorded for subsequent reproduction”). Therefore, the wording RECORDS in the
applied-for mark is generic for the goods and does not impact the commercial impression of the mark
because the wording is generic and not capable of indicating source. In re Merrill Lynch, Pierce, Fenner,
& Smith, Inc., 828 F.2d 1567, 1569, 4 USPQ2d 1141, 1142 (Fed. Cir. 1987); see TMEP §1209.01(c).
Applicant has voluntarily disclaimed the wording RECORDS.

The fundamental question here, therefore, is whether the wording ESTABLISHED 1980 misdescribes
applicant’s goods and whether consumers would believe the misdescription. As already established,
this wording merely describes the year in which an organization or entity is founded. The wording is
merely informational and constitutes a common term that would ordinarily be used in business and
does not function as a trademark or service mark to indicate the source of applicant’s goods and to
identify and distinguish them from others. See 15 U.S.C. §§1051-1053, 1056(a), 1127; In re AOP LLC, 107
USPQ2d 1644, 1654-55 (TTAB 2013); In re Aerospace Optics, Inc., 78 USPQ2d 1861, 1864 (TTAB 2006);
TMEP §§807.14(a), 1213.03(a), (b). The record also contains information sufficient to establish that the
goods themselves were not created in the year 1980, nor produced by an entity that was established in
that year. Therefore, it is clear from the record that the wording ESTABLISHED 1980 is misdescriptive.

While applicant has shown a clear desire to use the mark in a way that is not descriptive, applicant’s
intent is not controlling. The determination of whether a mark is merely descriptive is made in relation
to an applicant’s goods as indicated in the application, not in the abstract. DuoProSS Meditech Corp. v.
Inviro Med. Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The
Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP
§1209.01(b). Therefore, the extrinsic evidence provided by applicant — specifically, that the mark is used
in connection with a song titled “1980” — is not persuasive. The applied-for mark is analyzed in
connection with the goods indicated in the application, namely, “Downloadable musical sound



recordings; Musical recordings; Musical sound recordings; Musical video recordings.” Applicant has not
provided any marketplace evidence establishing that consumers of sound recordings would interpret
ESTABLISHED 1980 RECORDS in a manner outside the established meaning of the words when viewed
together.

Applicant also refers to the specimens of various trademark registrations and explains that
establishment dates are often coupled with source-identifying wording. This does not impact the
analysis of the wording ESTABLISHED 1980 RECORDS. As noted above, the analysis is done in relation to
applicant’s goods as indicated in the application. Id. Furthermore, although applicant may not intend to
use ESTABLISHED 1980 descriptively, the wording misdescribes applicant’s goods and businesses and
competitors should be free to use descriptive language when describing their own goods and services to
the public in advertising and marketing materials. See In re Styleclick.com Inc., 58 USPQ2d 1523, 1527
(TTAB 2001). Two major reasons for not protecting descriptive marks are (1) to prevent the owner of a
descriptive mark from inhibiting competition in the marketplace and (2) to avoid the possibility of costly
infringement suits brought by the trademark or service mark owner. In re Abcor Dev. Corp., 588 F.2d
811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978); TMEP §1209. In other words, there are compelling public
policy reasons for not granting legal rights to a certain establishment year (ESTABLISHED 1980).
Establishments, and in particular musical sound recording establishments, should be free to indicate
consumers the year of founding.

With respect to the question of whether consumers are likely to believe the misrepresentation,
applicant argues that the “unusual syntax of the mark, which does not refer to any company name,
would prevent consumers from believing that Applicant’s mark refers to a company founding date of
1980.” This argument, that a lack of significant source-identifying wording makes an informational or
descriptive mark suggestive, is not persuasive. In fact, this is precisely the issue. Applicant’s mark is
composed entirely of descriptive wording; and in this case, misdescriptive wording. There is no other
wording to distinguish the mark. As the previously attached evidence indicates, there are a great many
trademark registrations featuring only establishment dates without additional wording. In each of these
cases, the wording is treated descriptive or misdescriptively for the compelling public policy reasons
indicated above. Consumers understand that establishment years are often indicated in association
with particular goods and services. There is no compelling evidence in the records that consumers of
the musical recordings are likely to interpret the words ESTABLISHED 1980 RECORDS as anything other
than the common interpretation of the wording.

Applicant argues that any doubt regarding the mark’s descriptiveness should be resolved on applicant’s
behalf. E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 USPQ2d 1141, 1144
(Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 (TTAB 2006). However, in the
present case, the evidence of record leaves no doubt that the mark is merely descriptive.



Advisory: Supplemental Register Currently Unavailable

A mark that has been refused registration under Trademark Act Section 2(e)(1) on the ground of
deceptive misdescriptiveness may be registrable on the Principal Register under Section 2(f), upon a
showing of acquired distinctiveness, or on the Supplemental Register. 15 U.S.C. §§1052(f), 1091; TMEP
§1209.04. Although an amendment to the Supplemental Register would normally be an appropriate

response to this refusal, such a response is not appropriate in the present case. The instant application
was filed under Trademark Act Section 1(b) and is not eligible for registration on the Supplemental
Register until an acceptable amendment to allege use meeting the requirements of 37 C.F.R. §2.76(b),
(c) has been timely filed. 37 C.F.R. §2.47(d); TMEP §§816.02, 1102.03.

If applicant files an acceptable allegation of use and also amends to the Supplemental Register, the
effective filing date of the application will be the date on which applicant met the minimum filing
requirements of 37 C.F.R. §2.76(e) for the amendment to allege use. 37 C.F.R. §2.75(b); TMEP §§816.02,
1102.03. In addition, the undersigned trademark examining attorney will conduct a new search of the
Office records for conflicting marks based on the later application filing date. TMEP §§206.01, 1102.03.

To amend the application filing basis from an intent-to-use application under Trademark Act Section 1(b)
to a use in commerce basis under Section 1(a), applicant must file, prior to approval of the mark for
publication, an amendment to allege use that satisfies the requirements of 37 C.F.R. §2.76. See 15
U.S.C. §1051(c); 37 C.F.R. §2.35(b)(8); TMEP §§806.01(b), 1103.

The following must be submitted in an amendment to allege use in order to amend an application to use
in commerce under Section 1(a):

(1) The following statement: “Applicant is believed to be the owner of the mark and that the
mark is in use in commerce.”

(2) The date of first use of the mark anywhere on or in connection with the goods and/or

services.



(3) The date of first use of the mark in commerce as a trademark or service mark.

(4) A specimen showing actual use of the mark in commerce for each class of goods and/or
services for which use is being asserted. If a single specimen supports multiple classes,
applicant should indicate which classes the specimen supports rather than providing
multiple copies of the same specimen.

(5) A filing fee of $100 per class for each international class of goods and/or services for which
use is being asserted (current fee information should be confirmed at
http://www.uspto.gov/trademarks/tm fee info.jsp).

(6) Verification of the above (1) through (3) requirements in an affidavit or signed declaration
under 37 C.F.R. §2.20.

See 37 C.F.R. §§2.6(a)(2), 2.56, 2.76(b), 2.193(e)(1); TMEP §§1104.08, 1104.10(b)(v).

Amendments to allege use can be filed online at http://www.uspto.gov/trademarks/teas/index.jsp.

Filing an amendment to allege use does not extend the deadline for filing a response to an outstanding
Office action. TMEP §1104.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).



Zachary R. Sparer

/Zachary R. Sparer/
Trademark Examining Attorney
Law Office 115

571-272-9168

zachary.sparer@uspto.gov
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been recorded
[+ Ba] in s journa, Capfain Scolf recorted that he and nis
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Record

From Wikipedia, the free encyclopedia
(Redirected fremn Reconds)

A racording, record, records or the record may mean
Anitem or collection of data:
« Archaeological record, the body of archasological evidence
» Docurnent for administrative use
« Anything which is recorded in witing or olherwise for future raference
+ Business record of economic transactions
« A transcnpt 5 a verbatim record of S0me proceedings, in paricular a court transcrgd is a record of & law court case or Similar procedure
« Criminal record, & list of  person’s criminal convictions
« Docket (court), the summary of proceedings in a court (US)
« Medical record of a person’s medical history and treatments
+ Minutes, a summary of the proceedings al @ meeting
« Public records, information thit has been filed or recorded by public agencies
+ Recording (real estate), the act of documenting real estate fransactions
« Sefvice record, usually associated with military service
« Gramophone record (also called “phanograph recard”), mechanical analog audio storage medium
« Record (computer science), a data structure
« Boot record, record usad to start an operating system
» Record (database), a set of fields in a database related to one antity
» Slorage record, & basic inputioutpul structure:
» Sound recording and reproduction

Create account Log in
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» Win-loss record (pitching), the number of wins and losses a baseball pitcher has accumulated
« Workd record, an unsupassed accomplshment of statistic
Entertainment:
» Records (album), a 1982 album by rock band Foreigner
« The Record {album), & 1982 punk rock alburn by the band Fear
» The Record {film), a South Korean film directed by Ki-Hun Kim
» The Records, an English power pop band
Sports.
= FC Rekord Aloksandrov, a former Russian association football club
=+ Mekord Irlutsk, o MRussion bandy club
« Rekord Stadiumn, & $pons arena in Irkutsk, Russia
Software.
« Record (software), & music recording program
Periodicals:
In the United States:
- The Record, a n 18771047
» The Record (Bergen County), a newspaper in Bergen County, New Jersay
» The Record (Stockton), a newspaper in Stockion, California
« The Record (Troy), 8 newspaper in Troy, New York
« Thi Yake Recond, the country's oldest college humer magazing, operated out of Now Haven, Connecticut
In Canada:

« The Record (magazine), & former irade magazine of the Canadian music industry

« The Record (Sherrooke), & newspaper in Quebec

» The Record Region), a n Waterloo Region, Omario
Elsewhere:

» Récord, a Mexcan sports newspager



https ifen

102015 11:31.01 AM

= Record (magazine), the official church paper of the South Pacific Divigion of Seventh-day Adventists
« Record ), aF spors
» Tha Record Music Magazing, an Indsan publication featining music prrsonalities.
Broadcasting
« Record News, the Rede Record's news channel 1
« Rede Record, a Brazilian TV network

Sclence:

= RECORD (The f Studies C Using ¥ Routnaly-Collacted Health Data)
People:

» Max Records, Amencan child actor

« Record (surnarme)

See also

« Reckord
Brand names

« Record (agricultural vehicles), a Greek vehicle manufacturer
This disambiguation page Nsts antickes associated with the tite Record
Iran infernal Ak Jed you here, you may Wish 1o Change 0 Uk 1o paint directy 1o he iniended arTicie.

<

Categories: Disambiguation pages.
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4. Anunsurpassed mexsurement: a world record in weightlifting:
a record for cold weather.
5. Computers A collection of related, often adjacent items of data,
treated as a it
6. Law A tramseript of a collection of statements and related
information reporting the proceedings of a legislative body, a court,
?‘nm'm.

2. Adisk

h.amkﬂ;omt’u is issued on a mediem of some.
kind

dioms:
R0 on record

in position pablicly: g d i favor of
the mayor's reelection,
oif the record
Not for i Th told that his
remarks were strictly off the record,
om record
Known to have it ition: The
senator’s opposition to the new legislation is on record.
[MEddle English recorden, from Old French recordes, from Latis

recordir, to semember : re-, re- + cor, cord-, heart; see kerd- in the
Appendix of Inde- Lurvpran rovts.]
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Lay vs. Lie “Try and vs. Try "

Onigin of RECORD

Mikdie Crigish, Werlly, 10 recall, from Angic-Trench recorger, from Latin recordar, om re- + cond,
or heart — more at HEART
First Known Uise: 143 century

Relalend lu RECORD

Synomyms
ot (owri), loxg, k., hote, pul o, fegister, repor, S8 down, Lake down, wiile down

[+] mare

Rhymes with RECORD

DEACKDOA, DONDOAT, DEAIT0MT, HOMITHEIT, DUCKD.

[+ mare

‘record «
moun | pecond | Vredosed Also - kerd
Defintion of RECORD
1 1 the stste o fact of being recoeded
2 1 someshing that records: a5
A something IRt recalls of Felates pas! events
b an oficial document That records the acts of 2 public body o officer

€1 an authentic ofcial copy of @ document deposited with 3 legally designated officer
' Ihe official copy of INe papers used in 8 kw case

3 ait): abody S0n specialy
 particular sphere of activity hat ofien 10rms 3 desCemniske patiem <A Good ACAEMC recorts <3
Wberal votng recond (21 3 coection n :a
unt
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2 1 being of record>

— o record
LB

s
7 2 being known, published, of documented <ihe JI0pe's OPINKoN S o recond>

— on the recond
+ for publcaton

First Known Use of RECORD

1430 century.

record 4

acectve | \same a5

: best or most remarkable among other similar things.

Full Definibion of RECORD

2 of, retating %o, of being one thal is EXIACAINATY AMOng OF SFPAsses others of B3 knd

First Known Usa of RECORD
1584
‘record ¢

noun | recon | Wkend

Definition of RECORD



