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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 86129039 

 

MARK: ESTABLISHED 1980 RECORDS 

 

          

*86129039*  

CORRESPONDENT ADDRESS: 
       JULIAN PETTY 

       NIXON PEABODY LLP 

       PO BOX 26769 

       SAN FRANCISCO, CA 94126-6769 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Established 1980 Inc. 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       058945.00010       

CORRESPONDENT E-MAIL ADDRESS:   

       SFTrademarks@nixonpeabody.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 10/12/2015 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following refusals made final in the Office action dated March 27, 2015 are maintained 
and continue to be final:  Section 2(e)(1) Misdescriptive Refusal.  See TMEP §§715.03(a)(ii)(B), 715.04(a).   



 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

Applicant’s arguments that the applied-for mark, ESTABLISHED 1980 RECORDS, is suggestive rather than 
misdescriptive are unpersuasive.   

 

The application indicates various forms of musical recordings, and as the attached definitions from 
several dictionaries show, “records” indicate applicant’s goods (e.g, “something on which sound or 
images have been recorded for subsequent reproduction”).    Therefore, the wording RECORDS in the 
applied-for mark is generic for the goods and does not impact the commercial impression of the mark 
because the wording is generic and not capable of indicating source.  In re Merrill Lynch, Pierce, Fenner, 
& Smith, Inc., 828 F.2d 1567, 1569, 4 USPQ2d 1141, 1142 (Fed. Cir. 1987); see TMEP §1209.01(c).  
Applicant has voluntarily disclaimed the wording RECORDS. 

 

The fundamental question here, therefore, is whether the wording ESTABLISHED 1980 misdescribes 
applicant’s goods and whether consumers would believe the misdescription.  As already established, 
this wording merely describes the year in which an organization or entity is founded.  The wording is 
merely informational and constitutes a common term that would ordinarily be used in business and 
does not function as a trademark or service mark to indicate the source of applicant’s goods and to 
identify and distinguish them from others.  See 15 U.S.C. §§1051-1053, 1056(a), 1127; In re AOP LLC, 107 
USPQ2d 1644, 1654-55 (TTAB 2013); In re Aerospace Optics, Inc., 78 USPQ2d 1861, 1864 (TTAB 2006); 
TMEP §§807.14(a), 1213.03(a), (b).  The record also contains information sufficient to establish that the 
goods themselves were not created in the year 1980, nor produced by an entity that was established in 
that year.  Therefore, it is clear from the record that the wording ESTABLISHED 1980 is misdescriptive. 

 

While applicant has shown a clear desire to use the mark in a way that is not descriptive, applicant’s 
intent is not controlling.  The determination of whether a mark is merely descriptive is made in relation 
to an applicant’s goods as indicated in the application, not in the abstract.  DuoProSS Meditech Corp. v. 
Inviro Med. Devices, Ltd., 695 F.3d 1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The 
Chamber of Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP 
§1209.01(b).  Therefore, the extrinsic evidence provided by applicant – specifically, that the mark is used 
in connection with a song titled “1980” – is not persuasive.  The applied-for mark is analyzed in 
connection with the goods indicated in the application, namely, “Downloadable musical sound 



recordings; Musical recordings; Musical sound recordings; Musical video recordings.”  Applicant has not 
provided any marketplace evidence establishing that consumers of sound recordings would interpret 
ESTABLISHED 1980 RECORDS in a manner outside the established meaning of the words when viewed 
together. 

 

Applicant also refers to the specimens of various trademark registrations and explains that 
establishment dates are often coupled with source-identifying wording.  This does not impact the 
analysis of the wording ESTABLISHED 1980 RECORDS.  As noted above, the analysis is done in relation to 
applicant’s goods as indicated in the application.  Id.  Furthermore, although applicant may not intend to 
use ESTABLISHED 1980 descriptively, the wording misdescribes applicant’s goods and businesses and 
competitors should be free to use descriptive language when describing their own goods and services to 
the public in advertising and marketing materials.  See In re Styleclick.com Inc., 58 USPQ2d 1523, 1527 
(TTAB 2001). Two major reasons for not protecting descriptive marks are (1) to prevent the owner of a 
descriptive mark from inhibiting competition in the marketplace and (2) to avoid the possibility of costly 
infringement suits brought by the trademark or service mark owner.  In re Abcor Dev. Corp., 588 F.2d 
811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978); TMEP §1209.  In other words, there are compelling public 
policy reasons for not granting legal rights to a certain establishment year (ESTABLISHED 1980).  
Establishments, and in particular musical sound recording establishments, should be free to indicate 
consumers the year of founding. 

 

With respect to the question of whether consumers are likely to believe the misrepresentation, 
applicant argues that the “unusual syntax of the mark, which does not refer to any company name, 
would prevent consumers from believing that Applicant’s mark refers to a company founding date of 
1980.”  This argument, that a lack of significant source-identifying wording makes an informational or 
descriptive mark suggestive, is not persuasive.  In fact, this is precisely the issue. Applicant’s mark is 
composed entirely of descriptive wording; and in this case, misdescriptive wording.  There is no other 
wording to distinguish the mark. As the previously attached evidence indicates, there are a great many 
trademark registrations featuring only establishment dates without additional wording.  In each of these 
cases, the wording is treated descriptive or misdescriptively for the compelling public policy reasons 
indicated above.  Consumers understand that establishment years are often indicated in association 
with particular goods and services.  There is no compelling evidence in the records that consumers of 
the musical recordings are likely to interpret the words ESTABLISHED 1980 RECORDS as anything other 
than the common interpretation of the wording. 

 

Applicant argues that any doubt regarding the mark’s descriptiveness should be resolved on applicant’s 
behalf.  E.g., In re Merrill Lynch, Pierce, Fenner & Smith, Inc., 828 F.2d 1567, 1571 4 USPQ2d 1141, 1144 
(Fed. Cir. 1987); In re Grand Forest Holdings, Inc., 78 USPQ2d 1152, 1156 (TTAB 2006).  However, in the 
present case, the evidence of record leaves no doubt that the mark is merely descriptive. 



 

Advisory: Supplemental Register Currently Unavailable 

 

A mark that has been refused registration under Trademark Act Section 2(e)(1) on the ground of 
deceptive misdescriptiveness may be registrable on the Principal Register under Section 2(f), upon a 
showing of acquired distinctiveness, or on the Supplemental Register.  15 U.S.C. §§1052(f), 1091; TMEP 
§1209.04.  Although an amendment to the Supplemental Register would normally be an appropriate 
response to this refusal, such a response is not appropriate in the present case.  The instant application 
was filed under Trademark Act Section 1(b) and is not eligible for registration on the Supplemental 
Register until an acceptable amendment to allege use meeting the requirements of 37 C.F.R. §2.76(b), 
(c) has been timely filed.  37 C.F.R. §2.47(d); TMEP §§816.02, 1102.03. 

 

If applicant files an acceptable allegation of use and also amends to the Supplemental Register, the 
effective filing date of the application will be the date on which applicant met the minimum filing 
requirements of 37 C.F.R. §2.76(e) for the amendment to allege use.  37 C.F.R. §2.75(b); TMEP §§816.02, 
1102.03.  In addition, the undersigned trademark examining attorney will conduct a new search of the 
Office records for conflicting marks based on the later application filing date.  TMEP §§206.01, 1102.03. 

 

To amend the application filing basis from an intent-to-use application under Trademark Act Section 1(b) 
to a use in commerce basis under Section 1(a), applicant must file, prior to approval of the mark for 
publication, an amendment to allege use that satisfies the requirements of 37 C.F.R. §2.76.  See 15 
U.S.C. §1051(c); 37 C.F.R. §2.35(b)(8); TMEP §§806.01(b), 1103. 

 

The following must be submitted in an amendment to allege use in order to amend an application to use 
in commerce under Section 1(a): 

 

(1) The following statement:  “Applicant is believed to be the owner of the mark and that the 
mark is in use in commerce.” 

 

(2) The date of first use of the mark anywhere on or in connection with the goods and/or 
services. 

 



(3) The date of first use of the mark in commerce as a trademark or service mark. 

 

(4) A specimen showing actual use of the mark in commerce for each class of goods and/or 
services for which use is being asserted.  If a single specimen supports multiple classes, 
applicant should indicate which classes the specimen supports rather than providing 
multiple copies of the same specimen. 

 

(5) A filing fee of $100 per class for each international class of goods and/or services for which 
use is being asserted (current fee information should be confirmed at 
http://www.uspto.gov/trademarks/tm_fee_info.jsp). 

 

(6) Verification of the above (1) through (3) requirements in an affidavit or signed declaration 
under 37 C.F.R. §2.20. 

 

See 37 C.F.R. §§2.6(a)(2), 2.56, 2.76(b), 2.193(e)(1); TMEP §§1104.08, 1104.10(b)(v). 

 

Amendments to allege use can be filed online at http://www.uspto.gov/trademarks/teas/index.jsp.  
Filing an amendment to allege use does not extend the deadline for filing a response to an outstanding 
Office action.  TMEP §1104. 

 

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

If no appeal has been filed and time remains in the six-month response period to the final Office action, 
applicant has the remainder of the response period to (1) comply with and/or overcome any 
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board.  TMEP 
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3).  The filing of a request for reconsideration does not stay 
or extend the time for filing an appeal.  37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).   

 

 



Zachary R. Sparer 

/Zachary R. Sparer/ 

Trademark Examining Attorney 

Law Office 115 

571-272-9168 

zachary.sparer@uspto.gov 

 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


