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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  86103952
 
MARK: THE PIZITZ BUILDING
 

 
        

*86103952*
CORRESPONDENT ADDRESS:
       SCOTT J MAJOR
       MILLEN WHITE ZELANO & BRANIGAN PC
       2200 CLARENDON BLVD  FL 14
       ARLINGTON, VA 22201-3379
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Bayer Properties, LLC
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       bapro
CORRESPONDENT E-MAIL ADDRESS: 
       docketing@mwzb.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/6/2015
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THIS IS A FINAL ACTION.
 
This Office action is in response to applicant’s communication filed on October 14, 2015.    In a previous
Office action dated April 14, 2015, applicant was required to respond to an issue regarding the sufficiency
of its Section 2(f) claim.  The examining attorney also maintained and continued a refusal to register under
Trademark Act Section 2(e)(4) that was made final in a previous Office action.  Applicant responded by
withdrawing the Section 2(f) claim and arguing again in favor of registration of the mark.
 
The refusal under Trademark Act Section 2(e)(4) is now made FINAL for the reasons set forth below.  See
15 U.S.C. §1052(e)(4); 37 C.F.R. §2.63(b).
 
 
Refusal to Register: Proposed Mark is Primarily Merely a Surname
 
In previous Office actions, registration was refused because the proposed mark is primarily merely a
surname.  Applicant responded to the refusal by providing various arguments in favor of registration.  The
examining attorney carefully considered applicant’s response but was not persuaded to withdraw the
refusal based upon the contents contained therein.  Therefore, the refusal to register is maintained for the
reasons detailed below.
 
As applicant states in its response the following five factors are used to determine whether a mark is
primarily merely a surname:
 
(1) Whether the surname is rare;
 
(2) Whether anyone connected with applicant uses the term as a surname;
 
(3) Whether the term has any recognized meaning other than as a surname;
 
(4) Whether the term has the structure and pronunciation of a surname; and
 

(5) Whether the term is sufficiently stylized to remove its primary significance from that of a
surname.

 
See In re Binion, 93 USPQ2d 1531, 1537 (TTAB 2009); In re Benthin Mgmt. GmbH, 37 USPQ2d 1332,
1333-34 (TTAB 1995); TMEP §1211.01.
 
While the examining attorney acknowledges that “Pizitz” might be considered a relatively rare surname,
the surname significance of this term is not completely diminished.  Although “ Pizitz” appears to be a
relatively rare surname, a rare surname may be unregistrable under Trademark Act Section 2(e)(4) if its
primary significance to purchasers is that of a surname.  E.g., In re Etablissements Darty et Fils, 759 F.2d
15, 16-18, 225 USPQ 652, 653 (Fed. Cir. 1985); In re Giger, 78 USPQ2d 1405, 1407-09 (TTAB 2006);
see TMEP §1211.01(a)(v).  There is no minimum number of telephone directory listings needed to prove
that a mark is primarily merely a surname.  See In re Petrin Corp., 231 USPQ 902, 903 (TTAB 1986);
TMEP §1211.02(b)(i).
 
In this case, “Pizitz” is a surname used by a person connected with applicant, namely, the former owner,
of the building applicant leases and manages.  Evidence attached to the first Office action establishes this
fact.  A term that is the surname of an individual applicant or that of an officer, owner, or principal of



applicant’s business is probative evidence of the term’s surname significance.   TMEP §1211.02(b)(iv);
see, e.g., In re Etablissements Darty et Fils, 759 F.2d 15, 16, 225 USPQ 652, 653 (Fed. Cir. 1985)
(holding DARTY primarily merely a surname where “Darty” was the surname of applicant’s corporate
president); Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1620-21 (TTAB 2013) (holding MILLER
LAW GROUP primarily merely a surname where “Miller” was the surname of the applicant and the term
“law group” was found generic and disclaimed); In re Cazes, 21 USPQ2d 1796, 1796-97 (TTAB 1991)
(holding BRASSERIE LIPP primarily merely a surname where “Lipp” was the surname of the
restaurant’s founder and the term “brasserie” (translated as “brewery”) was found merely descriptive
and disclaimed). Evidence has been attached to show that many buildings are named after people
connected to that place (e.g., founder, owner, etc.), for example Trump Tower (named for Donald Trump),
Rockefeller Center (named for John D. Rockefeller, Jr.), Carnegie Hall (named for Andrew Carnegie), and
many others.  As such, consumers would perceive that the term “Pizitz” in this case is the surname of a
person connected in some way with applicant’s services.
 
Evidence that a word has no meaning or significance other than as a surname is relevant to determining
whether the word would be perceived as primarily merely a surname.  See In re Petrin Corp., 231 USPQ
902, 903 (TTAB 1986); TMEP §1211.02(b)(vi).  The attached evidence from Credo Reference,
www.onelook.com and The Columbia Gazetteer shows that the word “Pizitz” does not appear in the
dictionary or the gazetteer.  Thus, this word appears to have no meaning or significance other than as a
surname. 
 
In its response, applicant presented instances in which it believes the term “Pizitz” has significance other
than as a surname, mostly referring to “The Pizitz Building.”    These other uses of the term in question do
not negate the surname significance in this case.  Information in “The Leaf” (presented in applicant’s
response) specifically refers to Louis Pizitz as the owner of the building that applicant now leases and
manages.  In addition, it is commonly known based upon previously attached evidence provided by the
examining attorney that Louis Pizitz was the former owner of this property, thus it bears his name. 
Nevertheless, the existence of other non-surname meanings of a mark does not preclude the mark from
being held primarily merely a surname.  Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1620-21
(TTAB 2013); see In re Harris-Intertype Corp., 518 F.2d 629, 631, 186 USPQ2d 238, 239 (C.C.P.A.
1975); In re Hamilton Pharms. Ltd., 27 USPQ2d 1939, 1942 (TTAB 1993).  The issue is not whether a
mark that has surname significance might also have a non-surname significance, but whether, in the
context of an applicant’s goods or services, the non-surname significance is the mark’s primary
significance to the purchasing public.  Mitchell Miller, P.C. v. Miller, 105 USPQ2d at 1621; see In re
Harris-Intertype Corp., 518 F.2d at 631, 186 USPQ2d at 239; In re Hamilton Pharms. Ltd., 27 USPQ2d at
1942.
 
Applicant argues that the examining attorney’s assertion that the term “Pizitz” has the look and feel a
surname was not substantiated.  Applicant goes on to state that various coined terms that contain the prefix
Piz- show that “Pizitz” does not have the look and feel of a surname.   The examining attorney
acknowledges applicant’s assertions and states that this factor is but one that is considered in determining
whether a mark is primarily merely a surname.  However, this is a subjective factor and not easily proven. 
In this instance, as the term is in fact a surname, has no other meaning or significance, and is not a coined
term, then it follows that it also looks and sounds like a surname.
 
Combining a surname with the generic name for the services does not overcome a mark’s surname
significance.  See Mitchell Miller, P.C. v. Miller, 105 USPQ2d 1615, 1622 (TTAB 2013) (holding
MILLER LAW GROUP primarily merely a surname for legal services, noting that LAW GROUP is a
generic designation for a law firm); In re Hamilton Pharms. Ltd., 27 USPQ2d 1939, 1944 (TTAB 1993)

http://www.onelook.com/


(holding HAMILTON PHARMACEUTICALS primarily merely a surname for pharmaceutical products);
In re Cazes, 21 USPQ2d 1796, 1797 (TTAB 1991) (holding BRASSERIE LIPP primarily merely a
surname for restaurant services); TMEP §1211.01(b)(vi).  Thus, the inclusion of the term “Building” in
this case does not diminish the surname significance of the term “Pizitz” in this case.
 
Given the characteristics of the mark, the evidence of record and application of the relevant case law, it is
clear that the proposed mark THE PIZITZ BUILDING is primarily merely a surname in this case. 
Therefore, the refusal to register based upon Trademark Act Section 2(e)(4) is maintained and made final.
 
 
Response Guidelines
 
Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)       A response that fully satisfies all outstanding requirements and/or resolves all
outstanding refusals.

 
(2)       An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100
per class.

 
37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP
§1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37 C.F.R.
§2.6(a)(15).
 
 
 
 

/Pamela Y. Willis/
Trademark Examining Attorney
U.S. Patent & Trademark Office
Law Office 106
Tel: 571-272-9335
pam.willis1@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov


WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp




















To: Bayer Properties, LLC (docketing@mwzb.com)

Subject: U.S. TRADEMARK APPLICATION NO. 86103952 - THE PIZITZ
BUILDING - bapro

Sent: 11/6/2015 3:26:41 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 11/6/2015 FOR U.S. APPLICATION SERIAL NO. 86103952
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 11/6/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:docketing@mwzb.com
http://tsdr.uspto.gov/view.action?sn=86103952&type=OOA&date=20151106#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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