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L. INTRODUCTION

Applicant Bhasin Enterprise Corporation has appealed the Examining Attorney's final
rejection of the application to register the mark COOMI 47AG for silver jewelry in class 14 on
the ground that a disclaimer must be entered for the portion "47AG."

II. STATEMENT OF THE RECORD AND THE FACTS ON APPEAL
Applicant filed Serial No. 86/023037 to register the mark COOMI 47AG for "silver

jewelry" in class 14, and for other goods in classes 18 and 25.

By an amendment/priority action dated November 20, 2013, the Examining Attorney
required a disclaimer of the portion "47AG" for the goods in class 14. The Examiner argued that
the portion "47AG" merely describes an ingredient or characteristic of Applicant's goods. The
Examiner explained:

Specifically, the attached evidence shows that in an Office Action of November 20,

2013, the Examining Attorney raised as an issue that Applicant must disclaim the
wording "47AG" because it describes an "ingredient, quality, characteristic, function,
feature, purpose, or use of Applicant's goods and/or services." (Action of 11/20/2013
at2.)) The Examining Attorney contended that: "47 refers to the atomic number for
silver and AG to the chemical symbol for silver, and also, that the composite 47AG is
used in the jewelry industry to identify goods made of silver. For example,
representative printouts from http://www.dejavu-thailand.com shows use of 47AG in

connection with silver jewelry and www.christofle.com shows use of the transposition
AG47 to identify a silver money clip.

(Action 1, Nov. 20, 2013, at 2.)

As support for the requirement, the Examining Attorney submitted a section from
Wikipedia on silver and an excerpt from "www.education.jlab.org" on silver. (/d. at 5-18.) The
Examiner also submitted (a) a portion of the www.déjavu-thailand website with the description
of a clock as: "Déja vu metal alloy jewelry disc To 47-ag," and a price in a foreign currency (/d.
at 19-20), and (b) pages from the website for "www.christofle.com" for a money clip that had the

lettering "47" and "Ag" (Id. at 21-22).
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Applicant submitted a Response of February 7, 2014, to the Office Action requesting that

the Examining Attorney reconsider and withdraw the request for a disclaimer of the wording

"47AG." (Response 1, Feb. 7, 2014, at 1-3.) Applicant pointed out:

The wording "47AG" does not convey an immediate idea of the composition of
Applicant's goods. Indeed, the relevant customers for Applicant's goods are not aware
that 47 is the atomic number for silver, and the jewelry industry does not commonly use
"47AG" to identify goods made of silver. Moreover, the Examining Attorney has not
provided substantial evidence that "47AG" is merely descriptive.

(Id at1.)

by the

In the response, Applicant explained that neither of the Internet advertisements submitted

Examining Attorney provided evidence that customers understood 47AG to be merely

descriptive:

Applicant respectfully submits that these two internet references do not show that

"47AG" is merely descriptive. The first printout from www.dejavu-thailand.com is a
page of a website from Thailand for jewelry, on which a clock is described as "Déja vu
metal alloy jewelry disc To 47-ag." It is not clear what the "To-47-ag" means. This ad
suggests no general usage in the jewelry industry in the United States of "47ag" as a
description of silver jewelry.

The second printout is an advertisement from www.christofle.com for a silver money

clip which has the number 47 and the letters Ag on the money clip. Christofle is not
using "AG47" as a mere description of the silver content of the money clip, but suggests
that the use of "AG47" on the money clip is a fanciful and clever use:

In keeping with their signature style, the co-founders of "La tete au
cube" studio offer a collection of several delightfully offbeat trays.
These witty creations clearly affirm Christofle's DNA, inscribing it
indelibly on a House icon.

In a flashback to chemistry class, Mendeleiv's periodic table of the
elements leaves the chalkboard and reappears on two trays, this key
chain that celebrate Christofle's fundamental element: Silver.

(www.christofle.com)

The need for an explanation of the meaning of the number 47 on the money clip

confirms that, without this explanation, prospective customers would not conclude that
47 on the money clip is the atomic number for silver. If "47AG" merely described the
silver composition of the jewelry without imagination, thought and perception by the
prospective customer, no explanation would have been needed.

(Id. at 2-3.)
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By an Office Action of February 19, 2014, the Examining Attorney made the disclaimer
requirement final. (Action 2, Feb. 19, 2014, at 1-4.) The Examining Attorney argued that
because 47 is the atomic number for silver and AG is the chemical symbol for silver, "the
wording merely describes the material composition of the jewelry." (/d. at 3.)

To answer Applicant's contention that there was no evidence that the relevant customers
would be aware that 47 refers to the atomic number for silver, the Examining Attorney submitted
a printout from www.chemistry.about.com (id. at 9-12). The Examining Attorney argued that
the printout provided evidence of descriptiveness:

As to the meaning of "47" in relation to jewelry, it is unclear how the applicant arrived
at the conclusion that relevant customers are not aware of the meaning. As set forth in
the attached printout from chemistry.about.com, the number 47 has a readily understood
meaning in relation to silver being the atomic number for this element and AG comes
from the Latin term "argentum" which means silver. Moreover, it is not necessary for

the wording to be "commonly used" in connection with the goods in order to be
considered descriptive thereof.

(Action 2, Feb. 19,2014, at 3.)

Contrary to the Examining Attorney's assertion, the article from www.about.com does
not state that the number 47 has "a readily understood meaning in relationship to silver being the
atomic number for this element." (/d.) Indeed, the article merely states: "Atomic Number: 47."
(Id. at 9.) The article says nothing about whether this fact is readily understood by customers for
jewelry. The article also refers to other numbers relevant to silver, such as its atomic weight of
108, its melting point at 962° C, its atomic radius of 144, and its atomic volume of 10.3. Like the
atomic number, those other numbers would not be readily understood by the typical jewelry
customer to describe silver.

The Examining Attorney also referred to a website "www.47AGceraft.com" that

advertised vintage jewelry and silver jewelry. (See id. at 6-8.) But this site also does not state

3620553 1.docex 3



that 47AG is a merely descriptive reference to silver jewelry. Indeed, the www.47AGcraft.com
website cited by the Examining Attorney no longer sells jewelry.

To respond to this new evidence from the Examining Attorney, Applicant submitted a
Response and Request for Reconsideration dated June 24, 2014. (Response 2, June 24, 2014
at 1-8.) As part of that response, Applicant submitted as Exhibit A, the printouts from the
47AGcraft website on June 12, 2014. That evidence showed that the website was devoted
entirely to selling cases for iPhones, smartphones, and tablet computers. (See id. at 4-8.)

Despite the additional evidence set forth in the request for reconsideration, on July 9,
2014, the Examining Attorney submitted a denial of the request for reconsideration. (Action 3,
July 9,2014.)

Applicant submitted its Notice of Appeal on July 14, 2014.

Ii. STATEMENT OF ISSUE

The issue on appeal is whether the portion "47AG" of Applicant's mark would be
understood by the relevant consumers without the exercise of thought or interpretation merely to
describe the ingredients of the jewelry.

IV. ARGUMENT

A. Disclaimers Are Required Only For Merely Descriptive Wording

As the Examining Attorney pointed out, the legal test for requiring a disclaimer is that the
portion of the mark must be merely descriptive. 15 U.S.C. § 1056(a); In re Kraft, Inc., 218
U.S.P.Q. 571, 572-73 (T.T.A.B. 1983).

To be merely descriptive, words must forthwith convey an immediate idea of the
qualities, ingredients, or characteristics of a product without requiring imagination, thought, or
perception to reach a conclusion. Thus, in DueProSS Meditech Corp. v. Inviro Medical Devices,

Ltd., 695 F.3d 1247 (Fed. Cir. 2012), the Federal Circuit stated:

3620553 _1.docx 4



A mark is merely descriptive if it "consists merely of words descriptive of the qualities,
ingredients or characteristics of the goods or services related to the mark." In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173 (Fed. Cir. 2004) (quoting Estate of P.D.
Beckwith, Inc. v. Comm'r of Patents, 252 U.S. 538, 543, 40 S.Ct. 414, 64 L.Ed. 705
(1920) . . . The line between a mark that is merely descriptive and may not be registered
absent secondary meaning, and one that is suggestive and may be registered, is that a
suggestive mark "requires imagination, thought and perception to reach a conclusion as
to the nature of the goods," while a merely descriptive mark "forthwith conveys an
immediate idea of the ingredients, qualities or characteristics of the goods." Id. at 8§14
(quoting Abercrombie & Fitch Co. v. Hunting World, Inc., 537 F.2d 4, 11 (2d Cir.
1976)).

Id at 1251-52 (emphasis added). Finally, "if one must exercise mature thought or follow a
multi-stage reasoning process in order to determine what product or service characteristics the
term indicates, the term is suggestive rather than merely descriptive." In re Tennis in the Round,
Inc., 199 U.S.P.Q. 496, 498 (T.T.A.B. 1978); see also In re Shutts, 217 U.S.P.Q. 363, 364-65
(T.T.A.B. 1983); In re Universal Water Sys., Inc., 209 U.S.P.Q. 165, 166 (T.T.A.B. 1980).

B. The Examining Attorney Submitted No Evidence That ""47AG"
Merely Describes The Ingredients Of The Product To Relevant Customers

The Examining Attorney submitted evidence that AG is the chemical symbol for silver
and that 47 is the atomic number for silver. These facts are agreed. However, the Examining
Attorney has submitted no evidence that relevant customers would either know or understand
readily that 47 refers to the atomic number for silver and that AG refers to the chemical symbol
for silver. To the contrary, one would expect that a significant degree of imagination would be
required for typical jewelry customers to conclude that the number 47 (as part of Applicant's
mark) refers to the atomic number for silver and that AG refers to its chemical symbol.

In terms of descriptiveness, the commercial impression of 47AG as viewed through the
eyes of a consumer of silver jewelry matters. As the Federal Circuit held in DueProSS:

The commercial impression that a mark conveys must be viewed through the eyes of a
consumer. Dial-A-Mattress, 240 F.3d at 1345 (noting that competent evidence is

necessary to demonstrate "the relevant purchasing public's understanding of a contested
term"). The Board, however, failed to cite any evidence indicating how a consumer
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would perceive a mark incorporating the exclamation point. In the absence of any such
evidence in the record, the Board effectively imposed its own view about the
commercial impression of the mark rather than that of the relevant consumer.

Id., 695 F.3d at 1253-54. Customers for jewelry are not chemists or chemistry students who
must know the atomic numbers and chemical symbols of the elements. They are persons
interested in purchasing jewelry. The atomic number of silver would have no relevance to their
shopping decisions for jewelry.

There are 103 elements. The atomic number indicates the number of protons in the
nucleus. In comparison, the mass number of the element indicates the number neutrons in the
nucleus. These characteristics of an element may be significant for chemists, but they are
meaningless to customers for jewelry. Thus, we respectfully submit that the Examining Attorney
submitted no evidence whatsoever that customers would know the atomic number of silver, any
more than they would know the atomic number of any of the other 103 elements.

The absence of evidence by the Examining Attorney to support the assertion that 47 is
readily known by customers for jewelry to be the atomic element of silver is telling. Although
many websites, articles, and magazines advertise and describe jewelry, the Examining Attorney
has not submitted even a single article or advertisement that uses the term 47AG to describe the
silver content of jewelry. From the evidence submitted by the Examining Attorney, jewelers and
customers alike refer to jewelry made of silver as "silver jewelry," and do not use the atomic
number or chemical symbol of silver to describe the ingredient of the jewelry.

The Examining Attorney submitted a few Internet advertisements for products with some
combination of 47 and AG for silver jewelry, but those references indicate that 47AG 1is not

merely descriptive:



1. The printout from www.dejavu-thailand.com showing a clock with the
designation 47-AG, suggests only that one company in Thailand has made such a use, and it is
not even clear what the reference to "To-47-ag" means. (See Action 1, at 19.)

2. The advertisement from www.Christofle.com for a silver money clip using 47 and
Ag supports at most a suggestive usage. This advertisement needed an explanation of the
meaning of 47 that it is "a flashback to chemistry class, Mendeleiv's periodic table of the
elements." If use of 47AG on a money clip would be readily understood to mean that the money
clip was made of silver, there would have been no need for the explanation in the advertisement
that 47 referred to the periodic table of the elements. (See id. at 21.)

3. The Examining Attorney raised a website www.47AGcraft.com as of February 8§,
2014, that showed various jewelry. (Action 2, at 6-8.) But in a Request for Reconsideration,
Applicant submitted pages from the same website from June 12, 2014, that showed that it does
not sell silver jewelry, but only cases for cell phones and tablets. (See Response 2, at 5-8.) Asa
result, this website does not provide any evidence of a descriptive meaning for 47AG.

In sum, none of the evidence submitted by the Examining Attorney establishes that
customers would readily understand 47AG to describe silver as the product's ingredient.

C. The Examining Attorney Has The Burden
To Submit Evidence Of Mere Descriptiveness

In the final Office Action, the Examining Attorney attempted to reverse the burden to
Applicant of showing evidence that 47AG is not descriptive by arguing that "it is unclear how
the Applicant arrived at the conclusion that relevant customers are not aware of the meaning [of
47 as the atomic number of silver]." (Action2 at3.) But the Examining Attorney had the

burden to support the disclaimer requirement by evidence that 47AG is merely descriptive of
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jewelry and to demonstrate that customers would understand this meaning. It was not
Applicant's burden to show that 47AG is not merely descriptive.

If the public readily understood that 47AG meant silver by its atomic number and
chemical symbol, the Examining Attorney would have been able to submit articles and
advertisements that described the silver ingredient of jewelry by its atomic number and chemical
symbol. The Examining Attorney's inability to find such evidence reveals that 47AG is not
merely descriptive for silver jewelry.

The evidence submitted by the Examiner that 47 is the atomic number for silver and AG
is the chemical symbol for silver does not establish that customers would readily understand this
meaning in relationship to jewelry. Nevertheless, in the final action, the Examining Attorney
asserted that such evidence established that this meaning would be "readily Aunderstood":

As set forth in the attached printout from chemistry.about.com, the number 47 has a
readily understood meaning in relation to silver being the atomic number for this
element and AG comes from the Latin term "argentum" which means silver. Moreover,

it is not necessary for the wording to be "commonly used" in connection with the goods
in order to be considered descriptive thereof.

(Id). To the contrary, the printout from chemistry.about.com merely states that 47 is the atomic
number for silver and Ag is its chemical symbol. It does not state or even suggest that customers
for jewelry would readily understand such a meaning and thereby would readily understand
47AG to merely describe the silver ingredient of jewelry.

D. A Disclaimer Would Weaken Applicant's Rights To Its Mark

Because 47AG is a unitary portion of Applicant's mark, and the 47 portion is clearly not
descriptive, Applicant respectfully submits that there is no basis for a disclaimer. Even if the
Examining Attorney were able to establish that the AG portion alone is merely descriptive, no

disclaimer can be required for part of a unitary expression.
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Entry of a disclaimer for the 47AG portion of Applicant's mark would inappropriately
weaken Applicant's rights in its registered mark. By making such a disclaimer, Applicant would
concede that 47AG is merely descriptive, even though it is not. There is no need for a disclaimer

because the portion 47AG of Applicant's mark is not merely descriptive for silver jewelry.

V. CONCLUSION

Based on the foregoing, Applicant respectfully requests that the Trademark Trial and
Appeal Board reverse the Examining Attorney's requirement for a disclaimer of the wording
"47AG" for the goods in class 14 and allow the application.

Respectfully submitted,

LERNER, DAVID, LITTENBERG,
KRUMHOLZ & MENTLIK, LLP

600 South Avenue West

Westfield, NJ 07090-1497

Tel:  908.654.5000

Fax: 908.654.7866

Attorneys for Applicant Bhasin Enterprise

Corporation

Dated: July 25, 2014 By:__ s/Charles P. Kennedy
Charles P. Kennedy
Tel:  908.654.5000
E-mail:CKennedy@ldlkm.com
Litigation@ldlkm.com
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