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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 85973494 

 

MARK: PRIVATE BUSINESS CAPITAL 

 

          

*85973494*  

CORRESPONDENT ADDRESS: 
       MARIA JOHNSON 

       DE NOVO LEGAL PC 

       2244 FARADAY AVE STE 103 

       CARLSBAD, CA 92008-7208 

        

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: San Diego Private Bank 

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       N/A       

CORRESPONDENT E-MAIL ADDRESS:   

       maria@denovopc.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 11/12/2014 

 



The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made final in the Office action dated 04/25/14 
are maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

Particularly, applicant argues the mark is distinctive with respect to a meaning of wealth and 
investment.  However, this ignores the common meaning of the mark, PRIVATE BUSINESS CAPITAL 
(which was previously discussed in the first Office action of 10/09/2013) with respect to applicant’s 
services. In the context of the services, the wording PRIVATE BUSINESS CAPITAL would be understood to 
describe lending by a private bank for business capital. See additional, attached website evidence at: 

 

http://www.wgfinancing.com/private-business-capital/ 

 

http://www.businessdictionary.com/definition/gross-private-domestic-investment-GPDI.html 

 

http://www.realclearpolitics.com/articles/2014/07/04/under_the_good_jobs-
report_hood_123215.html  

 

http://www.scmp.com/property/hong-kong-china/article/1346792/good-times-and-easy-cash-long-
gone-wenzhou  

 

http://www.fitzandcompany.com/resources.html  

 

Determining the descriptiveness of a mark is done in relation to an applicant’s goods and/or services, 
the context in which the mark is being used, and the possible significance the mark would have to the 
average purchaser because of the manner of its use or intended use.  See In re The Chamber of 



Commerce of the U.S., 675 F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012) (citing In re Bayer 
Aktiengesellschaft, 488 F.3d 960, 963-64, 82 USPQ2d 1828, 1831 (Fed. Cir. 2007)); TMEP §1209.01(b).  
Descriptiveness of a mark is not considered in the abstract.  In re Bayer Aktiengesellschaft, 488 F.3d at 
963-64, 82 USPQ2d at 1831. 

 

Moreover, as noted above, applicant’s alternative request to disclaim descriptive portions of the mark 
cannot be granted because there are no distinctive portions of the mark.  Further, an amendment to 
disclaim the entire mark is unacceptable because an entire mark may not be disclaimed and as such, this 
argument in the alternative does not raise a new issue.  See TMEP §§ 714.05(a) and 1213.06. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 
Procedural Issue 

It is further noted that applicant asserts that the final refusal was procedurally improper because it 
raised a new issue of the mark possibly being Generic.  However, the issue of the mark possibly being 
Generic was not raised as a refusal.  Rather, it was included as part of an advisory statement, simply 
letting applicant know that it could be an issue, if raised. However, since the applicant has not 
attempted to amend the application to the Supplemental Register and/or file an amendment to allege 
use (AAU), a Generic refusal has not in fact been issued in this case, and the issue has not otherwise 
been raised for consideration.   See TMEP §714.05(a)(i).  Thus, the final refusal was issued under proper 
Office procedure in this case.  

 

It is also noted that applicant’s response to the first Office action submitted 04/09/2014 only addressed 
the identification requirement, and did not include any arguments against the Descriptiveness Refusal 
Under Trademark Action Section 2(e)(1).  This would have been the procedurally appropriate time to 
argue against the Descriptiveness Refusal in application prosecution.  See TMEP See TMEP §§714.05 - 
714.05 (f).   

 



For the foregoing reasons, the request for reconsideration is denied.   

 

 

/Joanna M. Shanoski/ 

Examining Attorney 

Law Office 104 

Phone: (571) 272-9707 

E-mail:  Joanna.Shanoski@uspto.gov 

 

 

  



 



  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


