Request for Reconsider ation after Final Action

Thetable below presentsthe data as enter ed.

SERIAL NUMBER 85973494

LAW OFFICE

ASSIGNED LAW OFFICE 104
MARK SECTION (no change)
ARGUMENT(S)

The examining attorney in the Office Action dated October 9, 2013, and maintained in the Final Office
Action dated April 25, 2014, cites amerely descriptive refusal that PRIVATE BUSINESS CAPITAL
merely describes a feature of applicant’s services.

Attached evidence from Webster's New College Dictionary defines “ Capital” as (4) “wealth (money
or property) owned or used in business by a person, corporation, etc., (6) “wealth, in whatever form,
used or capable of being used to produce more wealth”. “Capital” as used in the mark is as a noun and
not verb. Services, such as lending services or banking services is action based. By the very nature of
grammar, PRIVATE BUSINESS CAPITAL is not descriptive of applicant’s services.

Further, attached evidence shows that “BUSINESS CAPITAL” has been found to describe money
invested in a business in common usage.

The examining attorney argues that the wording PRIVATE BUSINESS CAPITAL describes “atype of
private lending or private loan.” By doing so, the examining attorney equates “wealth” and
“investment” athing, to actual services of banking and lending; these are not the same.

Thereis adistinction between “wealth” and “investment” from the actual providing of services such as
banking and lending. Applicant believes a descriptive refusal would be appropriate had applicant’s
identification of servicesin Class 36 included “investment services’ or had applicant’s mark be
PRIVATE BUSINESS CAPITAL INVESTMENT, or PRIVATE BUSINESS CAPITAL BANKING, or
PRIVATE BUSINESS CAPITAL LENDING. Only then, could applicant understand the examining
attorney’ s argument that “when the mark is applied to the applicant’ s services, the consumer is
immediately informed that the applicant lends PRIVATE BUSINESS CAPITAL.”

However, applicant’ sidentification of services does not include “investment services’ and applicant’s
mark is not PRIVATE BUSINESS CAPITAL INVESTMENT, PRIVATE BUSINESS CAPITAL
BANKING, or PRIVATE BUSINESS CAPITAL LENDING. Because investment servicesis not part of
the applicant’s services, and because there is no modifier of the noun PRIVATE BUSINESS CAPITAL
as part of the mark, the role of private business capital is unclear, and left to suggestion.

The mark PRIVATE BUSINESS CAPITAL isnot a descriptive feature of applicant’s services, but
instead a suggestive feature of applicant’s services as a consumer needs to make that extra inference of



the role of PRIVATE BUSINESS CAPITAL. Applicant believes that arguments have been presented
sufficiently to allow the descriptive refusal to be withdrawn and allow the application to proceed toward
registration.

ALTERNATIVE REQUEST OF DISCLAIMER FOR DESCRIPTIVE FEATURES

Applicant has found another pending application, Serial No. 86387162 for “CAPITAL ONE
INVESTING” for the servicesin class 36 of “ Brokerage in the field of stocks, bonds and funds;
Brokerage of shares or stocks and other securities; Investment brokerage” for which the mark
CAPITAL ONE INVESTING appears to be even more descriptive in light of the servicesfiled for than
applicant’ s application. Y et, where applicant was issued a descriptive refusal, application Serial No.
86387162 for CAPITAL ONE INVESTING was issued an office action to disclaim the wording
“CAPITAL” and “INVESTING” because it merely describes an ingredient, quality, characteristic,
function, feature, purpose, or use of applicant’s services, and thus is an unregistrable component of the
mark.

In the alternative, should applicant’s mark continue to be found to be descriptive and not suggestive as
applicant believes, applicant requests treatment by way of an opportunity to disclaim descriptive
features of the mark, similar to that allowed of Serial No. 86387162 for CAPITAL ONE INVESTING.

NEW GENERIC ARGUMENT PRESENTED FOR THE FIRST TIME IN FINAL OFFICE ACTION

Lastly, the examining attorney in her final office action added for the first time, within the descriptive
refusal, anew refusal that the applied-for mark may be generic in connection with the identified
services. Applicant believes that in light of the newly generic argument presented for the first time to
applicant, that applicant should have not been issued afinal office action but instead, a non-final office
action to properly allow applicant to address the generic refusal without it being the first and last
opportunity to do so.

Respectfully submitted
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Request for Reconsider ation after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 85973494 has been amended as follows:

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

The examining attorney in the Office Action dated October 9, 2013, and maintained in the Final Office
Action dated April 25, 2014, cites amerely descriptive refusal that PRIVATE BUSINESS CAPITAL
merely describes afeature of applicant’s services.

Attached evidence from Webster’s New College Dictionary defines “ Capital” as (4) “wealth (money or
property) owned or used in business by a person, corporation, etc., (6) “wealth, in whatever form, used or
capable of being used to produce more wealth”. “ Capital” as used in the mark is as a noun and not verb.
Services, such as lending services or banking services is action based. By the very nature of grammar,
PRIVATE BUSINESS CAPITAL isnot descriptive of applicant’s services.

Further, attached evidence shows that “BUSINESS CAPITAL” has been found to describe money



invested in a business in common usage.

The examining attorney argues that the wording PRIVATE BUSINESS CAPITAL describes “atype of
private lending or private loan.” By doing so, the examining attorney equates “wealth” and “investment”
athing, to actual services of banking and lending; these are not the same.

There is a distinction between “wealth” and “investment” from the actual providing of services such as
banking and lending. Applicant believes a descriptive refusal would be appropriate had applicant’s
identification of servicesin Class 36 included “investment services’ or had applicant’s mark be
PRIVATE BUSINESS CAPITAL INVESTMENT, or PRIVATE BUSINESS CAPITAL BANKING, or
PRIVATE BUSINESS CAPITAL LENDING. Only then, could applicant understand the examining
attorney’ s argument that “when the mark is applied to the applicant’ s services, the consumer is
immediately informed that the applicant lends PRIVATE BUSINESS CAPITAL.”

However, applicant’s identification of services does not include “investment services’ and applicant’s
mark is not PRIVATE BUSINESS CAPITAL INVESTMENT, PRIVATE BUSINESS CAPITAL
BANKING, or PRIVATE BUSINESS CAPITAL LENDING. Because investment servicesis not part of
the applicant’s services, and because there is no modifier of the noun PRIVATE BUSINESS CAPITAL
as part of the mark, the role of private business capital is unclear, and left to suggestion.

The mark PRIVATE BUSINESS CAPITAL isnot a descriptive feature of applicant’s services, but
instead a suggestive feature of applicant’s services as a consumer needs to make that extrainference of
therole of PRIVATE BUSINESS CAPITAL. Applicant believes that arguments have been presented
sufficiently to alow the descriptive refusal to be withdrawn and allow the application to proceed toward
registration.

ALTERNATIVE REQUEST OF DISCLAIMER FOR DESCRIPTIVE FEATURES

Applicant has found another pending application, Serial No. 86387162 for “CAPITAL ONE
INVESTING” for the servicesin class 36 of “ Brokerage in the field of stocks, bonds and funds,
Brokerage of shares or stocks and other securities; Investment brokerage” for which the mark CAPITAL
ONE INVESTING appears to be even more descriptivein light of the services filed for than applicant’s
application. Y et, where applicant was issued a descriptive refusal, application Seria No. 86387162 for
CAPITAL ONE INVESTING was issued an office action to disclaim the wording “CAPITAL” and
“INVESTING” because it merely describes an ingredient, quality, characteristic, function, feature,
purpose, or use of applicant’s services, and thus is an unregistrable component of the mark .

In the aternative, should applicant’s mark continue to be found to be descriptive and not suggestive as
applicant believes, applicant requests treatment by way of an opportunity to disclaim descriptive features
of the mark, similar to that allowed of Serial No. 86387162 for CAPITAL ONE INVESTING.

NEW GENERIC ARGUMENT PRESENTED FOR THE FIRST TIME IN FINAL OFFICE ACTION

Lastly, the examining attorney in her final office action added for the first time, within the descriptive
refusal, anew refusal that the applied-for mark may be generic in connection with the identified services.
Applicant believes that in light of the newly generic argument presented for the first time to applicant, that
applicant should have not been issued afinal office action but instead, a non-final office action to properly
allow applicant to address the generic refusal without it being the first and last opportunity to do so.

Respectfully submitted
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Signatory's Name: Maria Johnson

Signatory's Position: Attorney of record, California bar member

Signatory's Phone Number: 858-964-8217

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his’her knowledge, if prior to his’her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.
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Business capital has two meanings. The first is an accounting term used to describe money

Business Capital invested in the business. The second is a marketing term used to describe the value of the
Small Business Capital company. This usage is not strictly accurate, but is very common in the business media. The true
Busin: apital Fundin value of a company is a combination of the balance sheet and goodwill.

Raising Busi ital

Business Capital Financing The amount of business capital reported on a company's financial statements is based on the
Busi ital Venture total amount of funds in the equity account. When the firm or company is first established, all
Business Capital Investment the funds invested in the start up are allocated to owner or shareholder's equity. As more

money is invested, this value increases. At the end of every year, the total net profit or loss is
allocated to this account, either increasing or decreasing the value of the firm.

There are three sources of business capital: personal investment by the owners, outside
investors, and the sale of shares in the company. All three options have distinct benefits and
risks. The primary risk is the loss of money invested in the company, should it stop operations or
does not record a profit.

Personal investment in a business can be both time and cash. The time the owner invests in the
firm is critical to the success, but it is not allocated to the capital of the business. Only cash
investments increase the business capital.
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Business capital arl: a’c:co!.lntrng term used to describe
d ; :
bR b SR A Get The Loan Your Business Needs. $5k to $150k. Apply Now!
Watch the Did-You-Know slideshow
Ads by Google
Business Funding
Value of a Small Business
Financing a New Business Outside investors can take the role of angel investors or silent partners. An angel investor
7 provides capital or cash into a business to save it from financial issues. In return, they claim a
Seeking Business Partners percentage of all sales and a portion of the ownership. Silent partners provide capital, but do
Bt Purchase Fi not become involved in the operation of the business. They typically requirement payment in
uarterly or annual payments of both the principle and interest.
. T = q ly pay! princip
Business Valuation Firms
A company can also increase their capital by selling shares of stock in the company. Each stock
purchase increases the cash available to the business while providing a small ownership share.
- The more shares that are owned by one particular institution or person, the greater influence
WiseGEEK they have over operations.
Like
Once the funds are received, business capital can be used to purchase new equipment, pay for
258,616 people like wiseGEEK. space, hire staff or met any other operational needs. It is important to note that all investors
= [ require a return on their investment in cash payment terms. Review the options available an
[ i t their i i h pay iew the op lable and
i I LT select the one that works best for your firm.
i o Ads by Google Capital Debt Business Start Up Market Your Business
{ (] ;
sl i Business Investment
Facebook social plugin Ad . 53
Looking for Investors?
Follow @wiseGEEK 13_'1K Rllonvirs 20,000 Investors looking for deals Meet local investors in your area
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