PTO Form 1960 (Rev 9/2007)
OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsider ation after Final Action

Thetable below presentsthe data as entered.

SERIAL NUMBER | 85930329

LAW OFFICE

ASSIGNED LAW OFFICE 116

MARK SECTION (no change)
ARGUMENT(S)

The applicant plans on offering services within and outside of the greater Los Angeles area. The reference to
"LA" in the mark is meant to suggest alevel of fitness or healthy lifestyle associated with Los
Angeles/Southern California. Thisis believed to be similar to the sensein which "LA" isused inthe LA
Fitness mark (Registration Nos. 1806464, 2852260 and 2326358) as well asin its pending registrations (Serial
Nos. 86289083 and 86094397). has been attached.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)

ORIGINAL PDF

FILE evi_23242184104-20150423155617878339 . Reqistration 1806464.pdf

CONVERTED PDF
FILE(S) WTICRS\EXPORT 16\|MAGEOUT 16\859\303\85930329\xml 11\RFR0002.JPG
(2 pages)

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0003.JPG

ORIGINAL PDF

FILE evi 1-23242184104-20150423155617878339 . Reqistration 2326358.pdf

CONVERTED PDF

FILE(S) \TICRS EXPORT16\IMAGEOUT16\859\303\85930329\xml 11\RFR0004.JPG
(13 pages)

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0005.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0006.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0007.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0008.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0009.JPG

\TICRS\EEXPORT16\IMAGEOUT16\859\303\85930329\xml 11\RFR0010.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0011.JPG



../evi_23242184104-20150423155617878339_._Registration_1806464.pdf
../RFR0002.JPG
../RFR0003.JPG
../evi_1-23242184104-20150423155617878339_._Registration_2326358.pdf
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../RFR0011.JPG

ORIGINAL PDF
FILE

CONVERTED PDF
FILE(S)
(16 pages)

ORIGINAL PDF
FILE

CONVERTED PDF
FILE(S)
(6 pages)

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0012.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0013.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0014.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0015.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0016.JPG

evi 23242184104-
20150423155617878339 . Serial No. 86289083 without office action.pdf

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0017.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0018.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0019.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0020.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0021.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0022.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0023.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0024.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0025.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0026.JPG

\TICRS\EEXPORT16\IMAGEOUT16\859\303\85930329\xml 11\RFR0027.JPG

\TICRS EXPORT16\IMAGEOUT16\859\303\85930329\xml 11\RFR0028.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0029.JPG

\TICRS EXPORT16\IMAGEOUT16\859\303\85930329\xml 1 1\RFR0030.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0031.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0032.JPG

evi_23242184104-
20150423155617878339 . OfficeActionSerial N0.86289083.pdf

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0033.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0034.JPG

\TICRS\EEXPORT16\IMAGEOUT16\859\303\85930329\xml 11\RFR0035.JPG



../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../evi_23242184104-20150423155617878339_._Serial_No._86289083_without_office_action.pdf
../evi_23242184104-20150423155617878339_._Serial_No._86289083_without_office_action.pdf
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG
../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG
../RFR0027.JPG
../RFR0028.JPG
../RFR0029.JPG
../RFR0030.JPG
../RFR0031.JPG
../RFR0032.JPG
../evi_23242184104-20150423155617878339_._OfficeActionSerialNo.86289083.pdf
../evi_23242184104-20150423155617878339_._OfficeActionSerialNo.86289083.pdf
../RFR0033.JPG
../RFR0034.JPG
../RFR0035.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0036.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0037.JPG

\TICRS\EEXPORT16\|MAGEOUT16\859\303\85930329\xml 11\RFR0038.JPG

Copies of applicable portions of the LA Fitness registration files for
Registration Nos. 1806464 and 2326358 and for Serial No. 86289083
DESCRIPTION OF (published for opposition on 4/15/2015). The use of "LA™ in "Stretch LA" is
EVIDENCE FILE analogous to the use made in the LA Fitness applications, to the belief of the
applicant. Theterm "LA" is meant to designate a healthy lifestyle associated
with Los Angeles/Southern California.

SIGNATURE SECTION

RESPONSE

SIGNATURE /Daniel S. Latter/

SIGNATORY'SNAME Daniel S. Latter

SIGNATORY'S

POSITION Attorney

SIGNATORY'SPHONE

NUMBER (310) 275-1844

DATE SIGNED 04/23/2015

AUTHORIZED

SIGNATORY YES

CONCURRENT
APPEAL NOTICE NO
FILED

FILING INFORMATION SECTION
SUBMIT DATE Thu Apr 23 16:40:46 EDT 2015

USPTO/RFR-23.242.184.104-
20150423164046296380-8593
0329-5306a7be8c9c4cecOel2
261fca94b6c8bc81a643f9d7b
13d98aeb4a3f36eacc7d-N/A-
N/A-20150423155617878339

TEASSTAMP

Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:


../RFR0036.JPG
../RFR0037.JPG
../RFR0038.JPG

Application serial no. 85930329 has been amended as follows:

ARGUMENT(S)
In responseto the substantive refusal(s), please note the following:

The applicant plans on offering services within and outside of the greater Los Angeles area. The reference to
"LA" in the mark is meant to suggest alevel of fithess or healthy lifestyle associated with Los Angeles/Southern
Cdlifornia. Thisis believed to be similar to the sensein which "LA" isused in the LA Fitness mark (Registration
Nos. 1806464, 2852260 and 2326358) aswell asin its pending registrations (Serial Nos. 86289083 and
86094397). has been attached.

EVIDENCE

Evidence in the nature of Copies of applicable portions of the LA Fitness registration files for Registration
Nos. 1806464 and 2326358 and for Serial No. 86289083 (published for opposition on 4/15/2015). The use
of "LA" in"Stretch LA" is analogous to the use made in the LA Fitness applications, to the belief of the
applicant. Theterm "LA" is meant to designate a healthy lifestyle associated with Los Angeles/Southern
California. has been attached.

Original PDF file:

evi_23242184104-20150423155617878339 . Reqistration 1806464.pdf

Converted PDF file(s) ( 2 pages)

Evidence-1

Evidence-2

Original PDF file:

evi_1-23242184104-20150423155617878339 . Registration 2326358.pdf

Converted PDF file(s) ( 13 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

Evidence-7

Evidence-8

Evidence-9

Evidence-10

Evidence-11

Evidence-12

Evidence-13

Original PDF file:

evi_23242184104-20150423155617878339 . Serial No. 86289083 without office action.pdf
Converted PDF file(s) (16 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6



../evi_23242184104-20150423155617878339_._Registration_1806464.pdf
../RFR0002.JPG
../RFR0003.JPG
../evi_1-23242184104-20150423155617878339_._Registration_2326358.pdf
../RFR0004.JPG
../RFR0005.JPG
../RFR0006.JPG
../RFR0007.JPG
../RFR0008.JPG
../RFR0009.JPG
../RFR0010.JPG
../RFR0011.JPG
../RFR0012.JPG
../RFR0013.JPG
../RFR0014.JPG
../RFR0015.JPG
../RFR0016.JPG
../evi_23242184104-20150423155617878339_._Serial_No._86289083_without_office_action.pdf
../RFR0017.JPG
../RFR0018.JPG
../RFR0019.JPG
../RFR0020.JPG
../RFR0021.JPG
../RFR0022.JPG

Evidence-7

Evidence-8

Evidence-9

Evidence-10

Evidence-11

Evidence-12

Evidence-13

Evidence-14

Evidence-15

Evidence-16

Original PDF file:

evi 23242184104-20150423155617878339 . OfficeActionSerialN0.86289083.pdf
Converted PDF file(s) ( 6 pages)
Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

SIGNATURE(S)

Request for Reconsideration Signature
Signature: /Daniel S. Latter/ Date: 04/23/2015
Signatory's Name: Daniel S. Latter

Signatory's Position: Attorney

Signatory's Phone Number: (310) 275-1844

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of aU.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his’her knowledge, if prior to his’her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his’her company/firm previously represented the applicant in
this matter: (1) the applicant hasfiled or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 85930329

Internet Transmission Date: Thu Apr 23 16:40:46 EDT 2015
TEAS Stamp: USPTO/RFR-23.242.184.104-201504231640462
96380-85930329-5306a7be8c9c4cec0el12261fc
a94h6c8bc81a643f9d7h13d98aeh4a3f 36eacc7d
-N/A-N/A-20150423155617878339


../RFR0023.JPG
../RFR0024.JPG
../RFR0025.JPG
../RFR0026.JPG
../RFR0027.JPG
../RFR0028.JPG
../RFR0029.JPG
../RFR0030.JPG
../RFR0031.JPG
../RFR0032.JPG
../evi_23242184104-20150423155617878339_._OfficeActionSerialNo.86289083.pdf
../RFR0033.JPG
../RFR0034.JPG
../RFR0035.JPG
../RFR0036.JPG
../RFR0037.JPG
../RFR0038.JPG




Int, ClL: 41
Prior U.S. CL: 107

United States Patent and Trademark Office

Reg. No. 1,806,464
Registered Nov. 23, 1993

SERVICE MARK
PRINCIPAL REGISTER

L. A. FITNESS

L. A. FITNESS, INC. (CALIFORNIA CORPORA-
TION)

556 NORTH DIAMOND BAR BOULEVARD

SUITE 208

DIAMOND BAR, CA 91765

FOR: HEALTH CLUB SERVICES, IN CLASS
41 (US. CL. 107).

FIRST USE
4-1-1989.

4-1-1989; IN COMMERCE

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “FITNESS”, APART FROM
THE MARK AS SHOWN.

SEC. 2(F).

SER. NO. 74-039,303, FILED 3-19-1990.

H. M. FISHER, EXAMINING ATTORNEY



Int. CL: 41
Prior U.S. Cl.: 107

United States Patent and Trademark Office

Reg. No. 1,806,464
Registered Nov. 23, 1993

SERVICE MARK
PRINCIPAL REGISTER

L. A. FITNESS

L. A, FITNESS, INC. (CALIFORNIA CORPORA.-
TION)

556 NORTH DIAMOND BAR BOULEVARD

SUITE 208 .

DIAMOND BAR, CA 91765

FOR: HEALTH CLUB SERVICES, IN CLASS

41 (U.S. CL. 107).
FIRST USE 4-1-1989; IN COMMERCE
4-1-1989.

NO CLAIM iS MADE TO THE EXCLUSIVE
RIGHT TO USE “FITNESS”, APART FROM
THE MARK AS SHOWN.

SEC. 2(E).

SER. NO. 74-039,303, FILED 3-19-1990.

H. M. FISHER, EXAMINING ATTORNEY



Int. Cl.: 41
Prior U.S. Cls.: 100, 101 and 107

United Stafes Patent and Trademark Office

Reg. No. 2,326,358
Registered Mar. 7, 2_(300

SERVICE MARK
PRINCIPAL REGISTER

LA FITNESS

L.A. FITNESS INTERNATIONAL LLC (CALI-
FORNIA LIMITED LIABILITY COMPANY)

100 BAYVIEW CIRCLE, SUITE 4100

NEWPORT BEACH, CA 92660

FOR: HEALTH CLUB SERVICES, IN CLASS
41 (U.S. CLS. 100, 101 AND 107).

FIRST USE 4-1-1989; IN COMMERCE
4-1-1989.

OWNER OF U.S. REG. NO. 1,806,464

NO CLAIM IS MADE TO THE EXCLUSIVE
RIGHT TO USE “FITNESS”, APART FROM
THE MARK AS SHOWN.

SER. NO. 75-665,303, FILED 3-22-1999.

AMY LOHR, EXAMINING ATTORNEY



UNITED. STATES. DEM NT OF COMMERCE
Patent and Trademar ice

ASSISTANT COMMISSIONER FOR TRADEMARKS
2900 Crystal Drive
Arlington, Virginia 22202-3513

Neov 12, 1999

NOTICE OF PUBLICATION UNDER 12(a)

1. Serial No.: 2. Mark: .
75/665,303 LA FITNESS
3. International Class{es):
41
4. Publication Date: 5. Applicant:
Dec 14, 1999 _ L.A. FITNESS INTERNATIONAL LLC

The mark of the application identified appears to be entitled to registration. The
mark will, in accordance with Section 12(a) of the Trademark Act of 1946, as
amended, be published in the Official Gazette on the date indicated above for the
purpose of opposition by any person who believes he will be damaged by the
registration of the mark. If no opposition is filed within the time specified by
Section 13(a) of the Statute or by rules 2.101 or 2.102 of the Trademark Rules,
the Commissioner of Patents and Trademarks may issue a certificate of
registration.

Copies of the trademark'pbrtion of the Official Gazette containing the publication
of the mark may be obtained at $38.00 each for domestic orders, or at $47.50
each for foreign orders from:

The Superintendent of Documents
U.S." Government Printing Office
PO Box 371954

Pittsburgh, PA ~ 15250-7954
Phone: (202)512-1800

.

By direction of the Commissioner.

PCFDLR (REV 12/97)



DANIEL M CISLO TMP&I
CISLO & THOMAS LLP

233 WILSHIRE BLVD STE 900

SANTA MONICA CA 90401-1211



= S - SRR S

TRADEMARK EXAMINATION WORKsHEhT

[0 AMENDMENT STAGE = [0 NO CHANGE 7 E/( UBLICATION/REGISTRATION STAGE

Name: BARBARD WARD 1.0. 103 C /({199 seriano. 75 65303

INSTRUCTIONS: Place a check mark in the appropriate column and/or box to. indicate which data elements have been amended/coded.
Legal Instrument Examiner (LIE)
. . Amended ‘ Data Element
Class Data OO Prime/International Class - O Goods and Services
: [0 First Use Date O First Use in Commerce Date
‘0 In Another Form : O Certification
O 1b '
Mark Data O Word Mark : O Pseudo Mark
O Mark Drawing Code - O Design Search Code
O Sizing/Lining Code T
Misc. Mark Data O Mark Description [0 Disclaimer
O Lining/Stippling O Name/Portrait/Consent
O Translation
Section 2(f) O Section 2(f) Entire Mark
O Section 2(f) Limitation Statement O Section 2(f) in Part
OO Amended Register 00 Amended Register Date
Foreign Reg. Data O Foreign Country O 44(d)
: O Foreign Application Number [0 Foreign Application Filing Date
O Foreign Registration Number - Foreign Registration Date
[J Foreign Registration Expiratibn Date O Foreign Renewal Reg. Number
U Foreign Reg. Renewal Expiration Date [] Foreign Renewal Reg. Date
Owner Data O Owner Name O DBA/AKA/TA
O Address 1 O Address2
O cCity O State
O Zip Code
I Citizenship O Entity
O Entity Statement O Composed of
[0 Assignment(s)/Name Change
Amd/Corr Restr. O Congurrent Use
Prior U.S. Reg. )0 Ppitr Registration _
Correspondence L/ ,[]/ Attorney : O Domestic Representative
; / O yfomey Docket Number
/ 0V Correspondence Firm Name/Address
I certify that all corrections have been entered in accordance with text editing guidelines.
BAW C? //// 99
LIE DATE
Other:




UNITED:N_\IATES DEPARTMENT OF C\/:?IMERCE
Patent and Trademark Office

: PAPER NO.
SERIAL NO. APPLICANT )

- AT ENAL
Wi ADDRESS:
Assistant Commissioner
for Trademarks
2900 Crystal Drive
ACTION NO. ] Arlington, VA 22202-3513
[

If no fees arc enclosed, the address should
include the words "Box Responses - No Fee."

MAILING DATE
HESLESTE

REF. NO.

Please provide in all correspondence:

1. Filing Date, serial number, mark and
Applicant's name.

2. Mailing date of this action.

3. Examining Attorney's name and
Law Office number.

 FORMPTO.1525(590)  _ _ US.DEPFT.OFCOMM.PAT.&TMORFICE |

a 4. Your telephone number and ZIP code.

Agnst 13, 1999

CALL RECORD/NOTES

OFFICE SEARCH: The examining attorney has searched the Office records and has found no similar registered or
pending mark which would bar registration under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d). TMEP
section 1105.01.

RE: Serial Number 75/665303 i

In accordance with the authorization granted by the above Applicant or attorney, the application has been
AMENDED as indicated below. No response is necessary unless there is an objection to the amendment.

DISCLAIMER

/No claim is made to the exclusive right to use FITNESS apart from the mark as shown:] PR i

lhit O 3% rq
Amy C?Lohr N
Examining Attorney

Law Office 107

(703) 308-9107 ext.219



*** User:
# Total
Marks
01 60
02 195614
03 43759
04 3738
05 293
06 155
07 12047
08 3073
09 8
10 1559
11 744
12 411

alohr

Dead
Marks

19

N/A

Session started

Default NEAR limit= 1 ADJ limit= 1

8/13/99 10:55:02 AM
Session finished 8/13/99 11:08:43 AM
Total search duration 0:28 minutes
Session duration 13 minutes

Liv Live Status/

Viewed Viewed Search
Docs Images Duration

41 41 -0:01

0 0 0:01

0 0 0:01

0 0 0:04

0 0 0:01

155 155 0:06

d 0 0:02

0 0 0:02

4 4 0:02

0 0 0:01

0 0 0:01

0 0 0:06

Search .

"fitness international”[on]

F*la*[bi,ti]

la*[bi,ti]
*£3tén$s* [bi, ti]
2 and 4 |

5 not dead[1ld]

3 and 041[cc]

3 and (041[ic] or alic] or
bl[ic] or 200[ic])

*lasfstsn$s* [bi, ti]
4 and 041 [cc]

4 and (041[ic] or alic] or
blic] or 200[ic])

11 not dead[id]



Hk K

01

02

03

04

Session started

User: alohr **¥*

Total Dead Livt. Live
Marks Marks Viewed Viewed
Docs Images

664 N/A ¢ 0

8118 N/ 0o o

2 1 1 i

206 98 12 12

Total search duration 0:05 minutes
Session duration 6 minutes

Default NEAR limit= 1 ADJ limit= 1

8/13/99 2:03:32 pM
Session finished 8/13/99 2:09:21 PM

Status/

Search

Duration
0:01
0:01
0:01

0:02

Search .

"1 a"[bi,ti]
*Fit*[bi,ti]
1 and 2

1 and 041(cc] ki# [ s



SERVICE MARK
‘D-7289
APPLICATION FOR TRADEMARK REGISTRATION
PRINCIPAL REGISTER

Mark: LA FITNESS
International Class: 41

To the Commissioner of Patents and Trademarks:

Applicant,. L.A. FITNESS INTERNATIONAL LLC, is a limited liability company duly
organized and existing under the laws of California, having its principal place of business at 100
Bayview Circle, Suite 4100, Newport Beach, California 92660. Applicant is a successor-in-
interest to L.A. Fitness, Inc. and all of its trademark rights and goodwill associated thereto,
including federal service markj ;egisu‘ation no. 1,806,464 for LA FITNESS] PRt .

The above-identified applicant has adopted and is using the service mark shown in the
accompanying drawing in interstate commerce in International Class 41 for héalth club services,
and requests that said mark be registered in the United States Patent and Trademark Office on the
Principal Register established by the Act of July 5, 1946.

The service mark was first used on the goods at least as early as April 1, 1989, and was
first used in interstate commerce at least as early as April 1, 1989; and is now in use in such
cOmmerce.

The mark is imprinted on brochures advertising Applicant’s services and three (3) identical
specimens showing use of the mark are enclosed herewith. *Applicant is the successor-in-interest

of registration no. 1,806,464.




DECLARATION

The undersigned, Paul Norris, Executive Vice President of applicant company, declares,
that he is an officer of applicant company and is authorized to make thls declaration; that he
believeé applicant to be the owner of the mark sought to be registered; that to the best of his
knowledge and belief no other person, firm, corporation or association has the right to use said
mark in commerce, either in the identical. form or in such near resemblance thereto as may be
likely, when applied to the goods of sucﬁ other person, to cause confusion, or to cause mistake,
or to deceive; the facts set forth in this application are true; and all statements made of his own
knowledge are true and statements made on information and belief are believed to be true; and
further that these statements were made with the knowledge that willful false statements and the
like so made are pﬁnishable by fine or imprisonment,‘or both, under Section 1001 of Title 18 of
the United States Code, and that such willful false statements may jeopardize ‘the validity of the

application or any registration resulting therefrom.

Date:. = — 8 , 1999

Pau
Executive Vice President



POWER OF ATTORNEY

Applicant hereby appoints Donald M. Cislo, Reg. No. 22,060, Charles H. Thomas, Reg.
No. 25,710, Daniel M. Cislo, Reg. No. 32,973, David L. Hoffman, Reg. No. 32,469, Andrew
S. Jordan, Reg. No. 33,917, and Robeért J. Lauson, Reg. No. 41,390, all members of the Bar of
the State of California, and all of CISLO & THOMAS LLP, 233 Wilshire Boulevard, Suite 900,
Santa Monica, Californie} 90401,; telephone (310) 451-0647, to prosecute this application to
register, to transact all business in the Patent and Trademark Office in connection therewith, and
to receive the Certificate of Registration. |

™
L.A\HTNE’S’S‘,“INTERNATIONAL 1LY

VoA
;': }'ﬁ‘

Date: — @ = , 1999

Executive Vice President



CISLO & THOMAS LLP

A PARTNERSHIP INCLUDING A PROFESSIONAL CORPORATION
SUITE 900
233 WILSHIRE BOULEVARD
SANTA MONICA, CALIFORNIA 20401

(310) 451- 0547
L A (213) 870-1163
PROCUREMENT AND ENFORCEMENT FACSIMILE (310) 304 - 4477 7 PATENT, TRADEMARK
OF INTELLECTUAL PROFERTY INTERNET WWW . CISLO,COM COPYRIGHT & RELATED MATTERS

March 19, 1999

Box NEW APP FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, Virginia 22202-3513

Re:  L.A. Fitness International LLC
Federal Service Mark Application for
LA FITNESS
D-7289

Dear Sir:

Forwarded herewith is the APPLICATION FOR TRADEMARK REGISTRATION
PRINCIPAL REGISTER for the above-referenced mark for LA FITNESS.

Kindly file the application and acknowledge receipt thereof by returning the enclosed post
card.

Our check for $245.00 is enclosed to cover the filing fee. Any additional fees, which may
be required, may be charged to our Deposit Account No. 03-2030.

Very truly yours,
CISLO & THOMAS LLP

JANAN

/Daniel M. Cislo

DMC:jh

Enclosures
Application, specimens, check, post card

CAENNIFER\DANILETTERSV7289 PTO LETTER.DOC



75665303

!

TRADEMARK APPLICATION SERIAL NO. i

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

03/29/1999 VERISCOE 00000288 75665303
01 FCs381 245.00 0P
- PTO-1555

(5/87)
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P A

(HTE AR T CINT CLASS ey
03-22-1929 o B .
% U.8. Patent & TMOfc/TM Mail Rcpt Dt. #01 ) . E i ‘ SERVICE MARK
T ! ' % : D-7289
|
" APPLICANT - L.A. FITNESS INTERNATIONAL LLC
ADDRESS: 100 Bayview Circle, Suite 4100 |
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From: TMOfficialNotices@USPTO.GOV

Sent: Wednesday, April 15, 2015 03:31 AM
To: pto@nealmcdevitt.com
Subject: Official USPTO Naotification of Notice of Publication: U.S. Trademark SN 86289083 LA FITNESS:

Docket/Reference No. 60346.00338

NOTIFICATION OF "NOTICE OF PUBLICATION"

Your trademark application (Serial No. 86289083) is scheduled to publish in the Official Gazette on May 5, 2015 . To preview
the Notice of Publication, go to http://tdr.uspto.gov/search.action?sn=86289083. If you have difficulty accessing the Notice of

Publication, contact TDR@uspto.gov.

PLEASE NOTE:
1. The Notice of Publication may not be immediately available but will be viewable within 24 hours of this e-mail notification.

2. You will receive a second e-mail on the actual "Publication Date," which will include a link to the issue of the Official
Gazette in which the mark has published.

Do NOT hit "Reply" to this e-mail notification. If you have any questions about the content of the Notice of Publication, contact
TMPostPubQuery@uspto.gov.




Trademark Snap Shot Amendment & Mail Processing Stylesheet

(Table presents the data on Amendment & Mail Processing Complete)

OVERVIEW
SERIAL NUMBER 86289083 FILING DATE 05/22/2014
REG NUMBER 0000000 REG DATE N/A
REGISTER PRINCIPAL MARK TYPE TRADEMARK
INTL REG # N/A INTL REG DATE N/A
TM ATTORNEY KEAN, AMY C L.O. ASSIGNED 112
PUB INFORMATION
RUN DATE 03/05/2015
PUB DATE N/A
STATUS 661-RESPONSE AFTER NON-FINAL-ACTION-ENTERED
STATUS DATE 03/04/2015
LITERAL MARK ELEMENT | LA FITNESS
DATE ABANDONED N/A DATE CANCELLED N/A
SECTION 2F NO SECTION 2F IN PART NO
SECTION 8 NO SECTION 8 IN PART NO
SECTION 15 NO REPUB 12C N/A
RENEWAL FILED NO RENEWAL DATE N/A
DATE AMEND REG N/A
FILING BASIS
FILED BASIS CURRENT BASIS AMENDED BASIS
1 (a) NO 1 (a) NO 1 (a) NO
1 (b) YES 1 (b) YES 1 (b) NO
44D NO 44D NO 44D NO
44E NO 44E NO 44E NO
66A NO 66A NO
NO BASIS NO NO BASIS NO
MARK DATA
STANDARD CHARACTER MARK YES
LITERAL MARK ELEMENT LA FITNESS




MARK DRAWING CODE

COLOR DRAWING FLAG

PARTY TYPE
NAME
ADDRESS

ENTITY

CITIZENSHIP

INTERNATIONAL CLASS

DESCRIPTION TEXT

INTERNATIONAL | 025
CLASS

DISCLAIMER W/PREDETER TXT

DATE

03/04/2015
03/04/2015
03/04/2015
09/08/2014
09/08/2014
09/08/2014
09/07/2014

06/05/2014

4-STANDARD CHARACTER MARK

NO

CURRENT OWNER INFORMATION
10-ORIGINAL APPLICANT
FITNESS INTERNATIONAL, LLC

3161 Michelson Drive, Suite 600
Irvine, CA 92612

16-LTD LIAB CO

California

GOODS AND SERVICES
025
clothing and apparel, namely, t-shirts, tank tops, compression

shirts, hooded sweatshirts, jackets, polo shirts, collared shirts,
shorts, pants; headwear

GOODS AND SERVICES CLASSIFICATION

FIRST USE | NONE FIRST USE | NONE CLASS 6-ACTIVE
DATE IN STATUS

COMMERCE

DATE

MISCELLANEOUS INFORMATION/STATEMENTS
CHANGE IN REGISTRATION

ENT CD

TEME
CRFA
TROA
GNRN
GNRT
CNRT
DOCK

NWOS

NO
"FITNESS"
PROSECUTION HISTORY
ENT | DESCRIPTION ENT NUM
TYPE
| TEAS/EMAIL CORRESPONDENCE ENTERED 009
| CORRESPONDENCE RECEIVED IN LAW OFFICE 008
| TEAS RESPONSE TO OFFICE ACTION RECEIVED 007
0 NOTIFICATION OF NON-FINAL ACTION E-MAILED 006
F NON-FINAL ACTION E-MAILED 005
R NON-FINAL ACTION WRITTEN 004
D ASSIGNED TO EXAMINER 003
| NEW APPLICATION OFFICE SUPPLIED DATA ENTERED 002

IN TRAM



05/26/2014 NWAP I NEW APPLICATION ENTERED IN TRAM

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Kevin J. McDevitt

CORRESPONDENCE ADDRESS KEVIN J. MCDEVITT
NEAL & MCDEVITT, LLC
1776 ASH ST

NORTHFIELD, IL 60093-3001
DOMESTIC REPRESENTATIVE NONE

001
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PTO Form 1957 (Rev 9/2005)
OMB No. 0651-0050 (Exp. 07/31/2017)

Response to Office Action

The table below presents the data as entered.

SERIAL NUMBER 86289083
LAW OFFICE ASSIGNED LAW OFFICE 112
MARK SECTION (no change)

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL CLASS 025
DESCRIPTION clothing, apparel, and headwear
FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL CLASS 025

TRACKED TEXT DESCRIPTION

etothtre—apparelamdheadvrear; clothing and apparel. namely. t-shirts. tank tops. compression shirts

hooded sweatshirts. jackets., polo shirts, collared shirts, shorts, pants; headwear

FINAL DESCRIPTION

clothing and apparel, namely, t-shirts, tank tops, compression shirts, hooded sweatshirts, jackets, polo
shirts, collared shirts, shorts, pants; headwear

FILING BASIS Section 1(b)

ADDITIONAL STATEMENTS SECTION

No claim is made to the exclusive right to use FITNESS apart

DISCLAIMER from the mark as shown.
SIGNATURE SECTION

RESPONSE SIGNATURE /kevin j. medevitt/

SIGNATORY'S NAME Kevin J. McDevitt

SIGNATORY'S POSITION Attorney of record, Illinois bar member
SIGNATORY'S PHONE NUMBER 847-881-2451

DATE SIGNED 03/04/2015




AUTHORIZED SIGNATORY YES

FILING INFORMATION SECTION
SUBMIT DATE Wed Mar 04 13:15:31 EST 2015

USPTO/ROA-173.9.220.89-20
150304131531053506-862890
83-53091f7178af21392672155
Icceath61653¢6353b47e4b44
cde9911cf8656afSec-N/A-N/
A-20150304112351561076

TEAS STAMP

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 86289083 has been amended as follows:

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposes to amend the following class of goods/services in the application:

Current: Class 025 for clothing, apparel, and headwear

Original Filing Basis:

Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: o= = clothing and apparel. namely, t-shirts. tank
tops, compression shirts, hooded sw eatshms 1aakets polo shirts. collared shirts, shorts, pants: headwear

Class 025 for clothing and apparel, namely, t-shirts, tank tops, compression shirts, hooded sweatshirts,
jackets, polo shirts, collared shirts, shorts, pants; headwear

Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

ADDITIONAL STATEMENTS
Disclaimer
No claim is made to the exclusive right to use FITNESS apart from the mark as shown.

SIGNATURE(S)
Response Signature
Signature: /kevin j. medevitt/  Date: 03/04/2015



Signatory's Name: Kevin J. McDevitt
Signatory's Position: Attorney of record, Illinois bar member

Signatory's Phone Number: 847-881-2451

The signatory has confirmed that he/she 1s an attorney who 1s a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or 1s concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

Serial Number: 86289083

Internet Transmission Date: Wed Mar 04 13:15:31 EST 2015
TEAS Stamp: USPTO/ROA-173.9.220.89-20150304131531053
506-86289083-530917178a12f3926721551ccea
b61653¢6353b47e4b44cde99f] cf8656af5ec-N
/A-N/A-20150304112351561076



#¥% Uger:amemenamin * %%

# Total Dead Live Live

Marks Marks Viewed Viewed
Docs Images

01 273468 N/A 0 0

02 6213 N/A 0 0

03 536 N/A 0 0

04 3000 N/A 0 0

05 3 0 3 3

06 3 0 3 3

07 3 0 3 3

08 2 0 2 1

09 10 0 10 8

10 227 0 227 220

11 229 N/A 0 0

12 1578 N/A 0 0

13 129 0 129 116

14 31 0 31 24

15 69 0 69 68

16 678 0 678 627

17 653 0 653 623

18 319 0 319 244

Session started 9/8/2014 8:48:26 AM
Session finished 9/8/2014 9:13:55 AM
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Search
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200[ic] or a[ic] or b[ic])
2 [ic])
[ic])

ic [ic])
[ic])

b
b
b
b
or b[ic]
or bic]



PTO Form 1478 (Rev 9/2006)
OMB No. 0651-0009 (Exp 12/31/2014)

Trademark/Service Mark Application, Principal Register

Serial Number: 86289083
Filing Date: 05/22/2014

The table below presents the data as entered.

SERIAL NUMBER 86289083
MARK INFORMATION

“MARK LA FITNESS
STANDARD CHARACTERS YES
USPTO-GENERATED IMAGE YES
LITERAL ELEMENT LA FITNESS

The mark consists of standard characters,
MARK STATEMENT without claim to any particular font, style,
size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK FITNESS INTERNATIONAL, LLC
*STREET 3161 Michelson Drive, Suite 600
*CITY Irvine

“STATE California

(Required for U.S. applicants)

*COUNTRY United States
(Recuired for 5, applicants anly) 92612

LEGAL ENTITY INFORMATION

TYPE limited liability company
STATE/COUNTRY WHERE LEGALLY ol

ORGANIZED

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 025




*IDENTIFICATION clothing, apparel, and headwear

FILING BASIS SECTION 1(b)
ATTORNEY INFORMATION

NAME Kevin J. McDevitt
ATTORNEY DOCKET NUMBER 60346.00338

FIRM NAME Neal & McDevitt, LLC
STREET 1776 Ash Street

CITY Northfield

STATE [linois

COUNTRY United States
ZIP/POSTAL CODE 60093

PHONE 847.441.9100

FAX 847.441.0911

EMAIL ADDRESS pto@nealmedevitt.com

AUTHORIZED TO COMMUNICATE VIA EMAIL | Yes

Lisa A. Iverson, Richard B. Biagi, Daniel J.

OTHER APPOINTED ATTORNEY - o 3}
Schaeffer, Elizabeth .. Kunkle

CORRESPONDENCE INFORMATION

NAME Kevin J. McDevitt
FIRM NAME Neal & McDevitt, LLC
STREET 1776 Ash Street

CITY Northfield

STATE lino1s

COUNTRY United States
ZIP/POSTAL CODE 60093

PHONE 847.441.9100

FAX 847.441.0911

EMAIL ADDRESS pto@nealmedevitt.com

AUTHORIZED TO COMMUNICATE VIA EMAIL | Yes

FEE INFORMATION

NUMBER OF CLASSES il



FEE PER CLASS 325
*TOTAL FEE DUE 325
*TOTAL FEE PAID 325

SIGNATURE INFORMATION

SIGNATURE /Robert A. Wilson/

SIGNATORY'S NAME Robert A. Wilson

SIGNATORY'S POSITION Senior Vice President and General Counsel
DATE SIGNED 05/22/2014




Trademark/Service Mark Application, Principal Register

Serial Number: 86289083
Filing Date: 05/22/2014

To the Commissioner for Trademarks:

MARK: LA FITNESS (Standard Characters, see mark)
The literal element of the mark consists of LA FITNESS.
The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, FITNESS INTERNATIONAL, LLC, a limited liability company legally organized under
the laws of California, having an address of

3161 Michelson Drive, Suite 600

Irvine, California 92612

United States

requests registration of the trademark/service mark identified above in the United States Patent and
Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051
et seq.), as amended, for the following:

International Class 025: clothing, apparel, and headwear
Intent to Use: The applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce on or in connection with the identified goods and/or services. (15
U.S.C. Section 1051(b)).

The applicant's current Attorney Information:

Kevin J. McDevitt and Lisa A. Iverson, Richard B. Biagi, Daniel J. Schaeffer, Elizabeth .. Kunkle of
Neal & McDevitt, L1.C

1776 Ash Street

Northfield, Illinois 60093

United States
The attorney docket/reference number 1s 60346.00338.

The applicant's current Correspondence Information:
Kevin J. McDevitt
Neal & McDevitt, LLC
1776 Ash Street
Northfield, Illinois 60093
847.441.9100(phone)
847.441.091 1(fax)
pto@nealmcedevitt.com (authorized)



A fee payment in the amount of $325 has been submitted with the application, representing payment for 1
class(es).

Declaration

The signatory believes that: if the applicant 1s filing the application under 15 U.S.C. Section 1051(a), the
applicant is the owner of the trademark/service mark sought to be registered: the applicant or the
applicant's related company or licensee is using the mark in commerce on or in connection with the
goods/services in the application, and such use by the applicant's related company or licensee inures to the
benefit of the applicant; the specimen(s) shows the mark as used on or in connection with the
goods/services in the application; and/or 1f the applicant filed an application under 15 U.S.C. Section
1051(b), Section 1126(d), and/or Section 1126(e), the applicant 1s entitled to use the mark in commerce;
the applicant has a bona fide intention to use or use through the applicant's related company or licensee the
mark in commerce on or in connection with the goods/services in the application. The signatory believes
that to the best of the signatory's knowledge and belief, no other person has the right to use the mark in
commerce, either in the identical form or in such near resemblance as to be likely, when used on or in
connection with the goods/services of such other person, to cause confusion or mistake, or to deceive. The
signatory being warned that willful false statements and the like are punishable by fine or imprisonment,
or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may jeopardize
the validity of the application or any registration resulting therefrom, declares that all statements made of
his/her own knowledge are true and all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /Robert A. Wilson/ Date: 05/22/2014

Signatory's Name: Robert A. Wilson

Signatory's Position: Senior Vice President and General Counsel
RAM Sale Number: 86289083

RAM Accounting Date: 05/23/2014

Serial Number: 86289083

Internet Transmission Date: Thu May 22 14:04:51 EDT 2014
TEAS Stamp: USPTO/BAS-173.9.220.89-20140522140451657
384-86289083-500b6a54876b67a3273104db846
6fde483¢70eeb0deb64852f0d673317691898ae0
-CC-206-20140522125747780824
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U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338

Page 1 of 6

To:
Subject:

Sent:
Sent As:

Attachments:

FITNESS INTERNATIONAL, LLC (pto@nealmecdevitt.com)

U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS -

60346.00338

9/8/2014 9:27:32 AM
ECOMI112@USPTO.GOV

Attachment - 1
Attachment - 2
Attachment - 3
Attachment - 4
Attachment - 5
Attachment - 6
Attachment - 7
Attachment - 8
Attachment - 9
Attachment - 10
Attachment - 11

Attachment - 12
Attachment - 13
Attachment - 14
Attachment - 15
Attachment - 16
Attachment - 17

Attachment - 18

Attachment - 19

Attachment - 20

Attachment - 21

Attachment - 22

Attachment - 23

Attachment - 24

Attachment - 25

Attachment - 26

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

https://tsdrsec.uspto.gov/ts/cd/casedoc/sn86289083/00A20140908110222/1 /webcontent

4/23/2015



U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338 Page 2 of 6

U.S. APPLICATION SERIAL NO. 86289083

MARK: LA FITNESS

86289083

CORRESPONDENT ADDRESS:
KEVIN J. MCDEVITT CLICK HERE TO RESPOND TO THI
NEAL & MCDEVITT, LLC http://www.uspto.gov/trademarks/teas/resp
1776 ASH ST
NORTHFIELD, IL 60093-3001 \ VIEW YQUR APPLICATION FILE

APPLICANT: FITNESS INTERNATIONAL, LLC

CORRESPONDENT’S REFERENCE/DOCKET NO:
60346.00338
CORRESPONDENT E-MAIL ADDRESS:

pto@nealmcdevitt.com

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6
MONTHS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 9/8/2014

PLEASE NOTE: Applicant is encouraged to telephone or e-mail the assigned trademark examining
attorney to resolve the issues raised in this Office action by examiner’s amendment. Although a
formal response may never be submitted by e-mail, an applicant may communicate informally by
phone or e-mail with the trademark examining attorney to agree to a proposed amendment to the

https://tsdrsec.uspto.gov/ts/cd/casedoc/sn86289083/00A20140908110222/1/webcontent 4/23/2015



U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338 Page 3 of 6

application that will immediately place the application in condition for publication for opposition,
issuance of a registration, or suspension. See TMEP §707.

The referenced application has been reviewed by the aésigned trademark examining attorney.
Applicant must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R.
§§2.62(a), 2.65(a); TMEP §§711, 718.03.

SEARCH

The trademark examining attorney has searched the Office’s database of registered and pending
marks and has found no conflicting marks that would bar registration under Trademark Act Section 2
(d). TMEP §704.02; see 15 U.S.C. §1052(d). In order to pursue registration, however, the applicant
must respond to the following requirements.

REQUIREMENT for Submission of a Disclaimer Statement

Applicant must disclaim the wording “FITNESS” because it merely describes an ingredient, quality,
characteristic, function, feature, purpose, or use of applicant’s goods and/or services, and thus is an
unregistrable component of the mark. See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech
Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012)
(quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir.
2004)); TMEP §§1213, 1213.03(a).

The attached evidence from clothing retailers BodyBuilding.com, LoveFitnessApparel.com and
Amazon.com all show the wording FITNES is in common use in the market for the listed clothing and
apparel goods to mean clothing intended for use by consumers participating in sports and fitness
activity. Therefore, the wording merely describes a type of and the intended use and purpose for the
listed goods, namely that the applicant produces fitness wear.

An applicant may not claim exclusive rights to terms that others may need to use to describe their
goods in the marketplace. See Dena Corp. v. Belvedere Int'l, Inc., 950 F.2d 1555, 1560, 21 USPQ2d
1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825 (TTAB 1983). A disclaimer
of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not
physically remove the disclaimed matter from the mark. See Schwarzkopf'v. John H. Breck, Inc., 340
F.2d 978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213.

https://tsdrsec.uspto.gov/ts/cd/casedoc/sn86289083/00A20140908110222/1/webcontent 4/23/2015



U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338 Page 4 of 6

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire
mark. See In re Stereotaxis Inc., 429 F.3d 1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir.
2005); TMEP §1213.01(b).

Applicant should submit a disclaimer in the following standardized format:

No claim is made to the exclusive right to use “FITNESS” apart from the mark as shown.

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online
using the Trademark Electronic Application System (TEAS) form, please go to
http://www.uspto.gov/trademarks/law/disclaimer.jsp.

i(EJ)UIREMENT for Clarification of Identification Language

The wording “clothing™ and “apparel” in the identification of goods must be clarified because it is too
broad and could include goods in several international classes. See TMEP §§1402.01, 1402.03.
Examples of acceptable identifications include the following: “clothing for protection against
accidents, irradiation and fire” in International Class 9; “surgical gowns™ in International Class 10;
“pet clothing” in International Class 18; and “shirts, shorts and pants” in International Class 25.
Therefore, applicant must amend the identification to specify the type of clothing.

(33

If applicant’s “clothing” and “apparel” is classified in International Class 25, applicant should insert
the word “namely,” after “clothing”/“apparel” and indicate the specific types of clothing items (e.g.,
shirts, pants, coats, dresses).

The applicant may clarify by amending to the following, if accurate:

Clothing and apparel, namely, {specify by article name, e.g., t-shirts, shorts, socks, jeans, hooded
sweatshirts, pants, dresses, skirts}; Headwear.

Please note that parentheses are not acceptable in the identification. TMEP §1402.12. Where indicated
“{specify ... },” the examining attorney has merely suggested ways to cure the indefiniteness of the
identification. The applicant must list the goods without parentheses.

The following is a sufficientlv definite identification of the goods recited in this application in
International Class 025 that the applicant may choose to adopt, if accurate:

https://tsdrsec.uspto.gov/ts/cd/casedoc/sn86289083/00A20140908110222/1/webcontent 4/23/2015



U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338 Page 50of 6

Clothing and apparel, namely, t-shirts, shorts, sweat pants, sweat shirts, hooded sweatshirts and
socks; Headwear.

For assistance with identifying and classifying goods and services in trademark applications, please
see the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual at

http://tess2.uspto.gov/netahtml/tidm.-html. See TMEP §1402.04.

An applicant may only amend an identification to clarify or limit the goods, but not to add to or
broaden the scope of the goods. 37 C.F.R. §2.71(a); see TMEP §§1402.06 et seq., 1402.07.

If applicant has any questions about its application or needs assistance in responding to this Office
Action please telephone the assigned trademark examining attorney directly at the number listed
below.

/Amy Kean/

Trademark Attomey, Law Office 112
U.S. Patent & Trademark Office
Amy . Kean@USPTO.gov

Phone: 571-272-8854

TO RESPOND TO THIS LETTER: Go to http://www.uspto.gov/rademarks/teas/response_forms isp,

Please wait 48-72 hours from the issue/mailing date before using the Trademark Electronic
Application System (TEAS), to allow for necessary system updates of the application. For technical
assistance with online forms, e-mail TEAS@uspto.gov. For questions about the Office action itself,
please contact the assigned trademark examining attorney. E-mail communications will not be
accepted as responses to Office actions; therefore, do not respond to this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official
application record.

WHO MUST SIGN THE RESPONSE: [t must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

https://tsdrsec.uspto.gov/ts/cd/casedoc/sn86289083/00A20140908110222/1 /webcontent 4/23/2015



U.S. TRADEMARK APPLICATION NO. 86289083 - LA FITNESS - 60346.00338 Page 6 of 6

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant
does not miss crucial deadlines or official notices, check the status of the application every three to
four months using the Trademark Status and Document Retrieval (TSDR) system at
http.//tsdr.uspto.gov/. Please keep a copy of the TSDR status screen. If the status shows no change
for more than six months, contact the Trademark Assistance Center by e-mail at
TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.isp.
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