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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 85892299 

 

    MARK: SOUTH BEACH SWIMWEAR 

 

 

          

*85892299*  

    CORRESPONDENT ADDRESS: 
          STEVEN E EISENBERG 

          LIPSCOMB EISENBERG & BAKER PL 

          2 S BISCAYNE BLVD  STE 3800 

          MIAMI, FL 33131-1809 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: Michael D. Mathes 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          N/A       

    CORRESPONDENT E-MAIL ADDRESS:   

          SEisenberg@LEBFIRM.COM 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 6/5/2014 

 



 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made final in the Office action dated 
November 19, 2013 are maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 
715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

Applicant argues that there are other “South Beach” locations in the United States, as such, it is not 
necessary that both marks conjure up the imagery of Miami Beach, Florida.  This argument is 
unpersuasive.  Registrant is located in Miami and is a Florida corporation.  Applicant is also located in 
Miami and is a Florida corporation.  Viewed in this context, it is unclear how a consumer would think of 
any other South Beach except for the South Beach located in Miami, Florida.   

 

Next, applicant argues that because SOUTH BEACH is a geographic region this wording “should not be 
exclusive to anyone”.  Applicant has not provided a legal basis for this argument.  The legal citations 
relate to a 2(e)(2) refusal.  Here, the sole issue is a 2(d) refusal.   

 

The weakness or dilution of a particular mark is generally determined in the context of the number and 
nature of similar marks in use in the marketplace in connection with similar goods and/or services.  See 
Nat’l Cable Television Ass’n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 
1430 (Fed. Cir. 1991); In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 
(C.C.P.A. 1973).   

 

Evidence of weakness or dilution consisting solely of third-party registrations, such as those submitted 
by applicant in this case, is generally entitled to little weight in determining the strength of a mark, 
because such registrations do not establish that the registered marks identified therein are in actual use 
in the marketplace or that consumers are accustomed to seeing them.  See AMF Inc. v. Am. Leisure 
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92 
USPQ2d 1198, 1204 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); Richardson-
Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982).   



 

Here, applicant’s reference to Reg. No. 4079318 is unpersuasive.  CLEVEANDER SOUTH BEACH features 
the distinct element CLEVEANDER.  As such, it does not show weakness of the term SOUTH BEACH.  
Applicant also provides examples of LAGUNA BEACH.  These examples are also unpersuasive.  The mark 
at issue is SOUTH BEACH and not LAGUNA BEACH.   

 

Applicant argues that the burden is on the Examiner to show that the trade channels overlap.  Applicant 
is incorrect.  Put in another way, applicant argues that the Office must show that registrant’s goods are 
sold in “private sector stores”.  Not so.  Here, both parties IDs are unrestricted as to trade channels.   

 

Finally, applicant has amended it’s ID to the following: 

 

• Class 25:  Swimsuits; Swimwear excluding T-shirts, polo shirts, tank tops, hats, visors, 
aprons 

 

The amended ID does not obviate this refusal.   

 

The evidence of record still shows the goods of the respective parties are closely related.  Further, in fact 
applicant does sell tank tops.  See attachments from applicant’s website at 
<http://www.southbeachswimwear.com/images/tank_rb.jpg>. 

 

In further support of this refusal, please note the following: 

 

A. Companies selling both swimsuits and tank tops 
 

1. http://shop.nordstrom.com/ - Nordstrom 
 

2. http://www.kohls.com/ - Kohl’s 
 
3. http://www.target.com/ - Target 
 
4. http://www.jcpenney.com/ - JCPenny 



 
5. http://www1.macys.com/ - Macy’s 
 

B. Companies selling both swimsuits and hats 
 

1. http://www.landsend.com/ - Land’s End  
 

2. http://www.modcloth.com/ - ModCloth 
 
3. http://www.dillards.com/ - Dillard’s  
 
4. http://www.speedousa.com/ - Speedo 
 
5. http://www.reyswimwear.com/ - Rey Swimwear 

 

See attached internet evidence.   

 

This evidence further supports that applicant’s swimsuits/swimwear is closely related to registrant’s 
tank tops and hats.  Put in another way, the evidence of record shows numerous commercial entities 
selling both swimsuits/swimwear and tank tops or hats.   

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 



/Simon Teng/ 

Simon Teng 

Trademark Examining Attorney 

Law Office 105 

(571) 272-4930 

simon.teng@uspto.gov 

 

 

  



 



  



 

  



 

  



 

  



 

  



 


