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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85834316

MARK: MAGNESITA

CORRESPONDENT ADDRESS:
THOMAS J. MOORE

BACON & THOMAS, PLLC
625 SLATERS LN FL 4

ALEXANDRIA, VA 22314-1169

APPLICANT: Magnesita Refractories Company

CORRESPONDENT’S REFERENCE/DOCKET NO:

MAGN6029/TIM
CORRESPONDENT E-MAIL ADDRESS:

mail@baconthomas.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 7/13/2015

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated
November 10, 2015 are maintained and continue to be final: descriptiveness refusal under Section



2(e)(1) and the final refusal of the claim of acquired distinctiveness under Section 2(f). See TMEP
§§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

Request for Reconsideration Denied-Section 2(f) Claim Fails

The examining attorney issued a FINAL refusal of the mark under Section 2(f) because the proposed
mark, MAGNESITA, is generic as used by the applicant. The applicant submitted sales figures for four
years of use in the United States along with an article written about the applicant acquiring domestic
refractory products company. Applicant has asserted acquired distinctiveness based on the evidence of
record; however, such evidence is not sufficient to show acquired distinctiveness because, as
demonstrated by the attached and previously attached evidence, applicant’s mark is of a highly
descriptive, if not generic, nature. See 15 U.S.C. §1052(e)(1), (f); In re MetPath, Inc., 1 USPQ2d 1750,
1751-52 (TTAB 1986); TMEP §1212.04(a). Additional evidence is needed.

When asserting a Trademark Act Section 2(f) claim, the burden of proving that a mark has acquired
distinctiveness is on the applicant. Yamaha Int’l Corp. v. Yoshino Gakki Co., 840 F.2d 1572, 1578-79, 6
USPQ2d 1001, 1004 (Fed. Cir. 1988); In re Meyer & Wenthe, Inc., 267 F.2d 945, 948, 122 USPQ 372, 375
(C.C.P.A.1959); TMEP §1212.01. Thus, applicant must establish that the purchasing public has come to
view the proposed mark as an indicator of origin.



The applicant’s goods and services are “refractory products not primarily of metal, namely, refractory
bricks, refractory mixes for patching, lining or repairing high temperature apparatus and repairing the
lining for furnaces, refractory furnace patching and repair mixes; and pre-cast refractory shapes” and
“providing information via a global computer network on the use of refractory products to construct,
maintain and repair refractory apparatus using refractory products; and providing information via a
global computer network on the use of mechanical equipment and computer models to construct,
maintain and repair refractory installations.”

As has been discussed in prior office actions, the term MAGNESITA translates to magnesia or magnesite.
Magnesia and magnesite are components of refractory products. The applicant’s goods are refractory
products. The generic name of an ingredient of the goods is incapable of identifying and distinguishing
their source and is thus unregistrable on either the Principal or Supplemental Register. See In re Hask
Toiletries, Inc., 223 USPQ 1254, 1255 (TTAB 1984) (holding HENNA ‘N’ PLACENTA incapable of
registration on the Supplemental Register for hair conditioner); In re Pepcom Indus., Inc., 192 USPQ 400,
402 (TTAB 1976) (holding JIN.SENG incapable for soft drinks); TMEP §1209.01(c).

Moreover, under the doctrine of foreign equivalents, a mark that consists of or comprises a word or
words from a modern foreign language will be translated into English to determine genericness. Palm
Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1377, 73 USPQ2d
1689, 1696 (Fed. Cir. 2005); see In re Sambado & Son Inc., 45 USPQ2d 1312, 1315 (TTAB 1997); TMEP
§1209.03(g).

The doctrine is applied when it is likely that an ordinary American purchaser would “stop and translate”
the foreign term into its English equivalent. Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison
Fondee en 1772, 396 F.3d at 1377, 73 USPQ2d at 1696 (quoting In re Pan Tex Hotel Corp., 190 USPQ 109,
110 (TTAB 1976)); cf. TMEP §1207.01(b)(vi)(A). The ordinary American purchaser refers to “all American
purchasers, including those proficient in a non-English language who would ordinarily be expected to
translate words into English.” In re Spirits Int’l, N.V., 563 F.3d 1347, 1352, 90 USPQ2d 1489, 1492 (Fed.
Cir. 2009); see In re Thomas, 79 USPQ2d 1021, 1024 (TTAB 2006) (citing J. Thomas McCarthy, McCarthy
on Trademarks & Unfair Competition §23:36 (4th ed., rev. 2006), which states “[t]he test is whether, to
those American buyers familiar with the [modern] foreign language, the word would denote its English
equivalent.”).

Generally, the doctrine is applied when the English translation is a literal and exact translation of the
foreign wording. See In re Oriental Daily News, Inc., 230 USPQ 637, 638 (TTAB 1986); In re Zazzara, 156
USPQ 348, 348 (TTAB 1967); TMEP §1209.03(g).



The applicant’s attorney conducted a search of over 25 websites for refractory goods using MAGNESITA
as the search term which resulted in no hits on any of the websites. However, the examining attorney
conducted a search of magnesite or magnesia which is the translation of MAGNESITA.

First, the examining attorney directs the applicant’s attention to the first attachment to this office action
ISPAT GURU. Magnesia, Magnesite and Magnesium Oxide are used interchangeably.

The word magnesite literally refers only to the natural mineral, but common usage applies this
name to three other types of materials, dead burned magnesia (DBM), electro fused magnesia

and calcined magnesia also called caustic calcined magnesia. Often magnesia word is replaced

by magnesite in these products. These products of magnesite often differ mainly in density and
crystal development that results from different levels of heat application.

The examining attorney conducted a search of the websites the applicant mentions in its response. For
example, the Zicoa.com website may not have “magnesita” listed as an input in its refractory products.
However, the website does state that magnesia is a component in its Zicoa backup products. On the
website Firebrickengineers.com, “magnesita” is not mentioned but magnesia is mentioned as a
component of its Ladlemax products. The Mineraltec.com website does not list “magnesita” as a
component of any of the goods but MgO the chemical symbol for magnesium oxide is listed as a
component of the applicant’s goods.

The examining attorney looked at all the websites and many did not actually produce refractory
products. For example, the website for the Edward Orton Jr. Ceramic Foundation states that it provides
products for “thermal process verification, thermo-analytical instruments and materials testing
services.” The applicant is related to the refractory products industry but does not actually produce
refractory bricks or other refractory products.

Elgin Butler produces ceramic glazed masonry products such as ceramic tiles. The goods are not for
lining the inside of kilns and other high temperature operations but are for construction applications.

Miami Stone Installers are a construction company that installs granite countertops, builds brick and
stone walls and builds fireplaces. This company does not produce refractory products.

Finally, the applicant included three large retailers that sell one or two refractory items, Lowe’s, Home
Depot and Wal-Mart. None of these companies are in the business of producing refractory products.

For the above reasons, the applicant’s request for reconsideration is denied and the FINAL refusal under
Section 2(e)(1) and the FINAL refusal of Section 2(f) is maintained and continued.



/Dawn Feldman Lehker/
Trademark Examining Attorney
Law Office 111

U.S. Patent and Trademark Office
(571)272-9381

dawn.feldman-lehker@uspto.gov
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Zicoa's graenlie mateials poksiss axcelant Iudating propties, Thay R spproximately fve trmed the insulbting vaku of
akuming or magnesia. As an example: when used a5 a crucible backup (also known a3 grog) Zircoa granular materials wil extend
crucithe ife and result in cleanar malts.

REFRACTORY BACKUD [ THERMAL TNSULATION)

Uxtand th Bfe of your Rnacs, and saintain tghter control svae your Rumacy with Zircow's pe areg
refractory backa .

Refrartary Aackun Tunes & Srac




ttp e Zircog. powder ‘grangiar himi i 15 1049

Hefractory Backup Iypes & Saes
1. Zircoa Backup 1859 — Partialy stabidized with magnesia and calcia. Available in -8+100 Tyler mash sre.
2. Zircos Backup 3001 — Partially stablized with magnesia. Avalable in -8+28 Tyler mesh size.
3. Zircos Backup 108 - Cakia stabdzed bubble zirconia. Avallable in - 10+30 Tyler mesh sze.

SPLCIFICATIONS
Typecal Properties
witria e Mmmmm.m
50, o8 on. - 1.5 20 Joa-138 |
cao 0z 045 0.20 - 0.75
4,50 Total Cald + MgO
™ 005 1.70 - 3.50 [01-03s
Fe,0, 0.2 0.30 | |
Lo, o1 0.5
Tio, 01 0.20
40 7.0- 9.0 2
Typical Screen Analyses
[ et size (ryter) | o0 manx or range)
+3 10
3435 10-40 |
o 3.5+ 20-50 |
448 10-40
648 5-35
o 20
4 0 |
648 10-40
814 20-50
-6 Mesh -14 428 10-40 |
30 +48 535
48 +100 025




ttp:-fheww zi powider granylar i 132015 1049

[ 1
-8 Mash
-14 Mash
T
[
]
°
oo
-8 Mesh 27-72
36
435
[ 0-10
1
- 100 Mash 5
28
325 Mash 5
(Wet Screen) 15

| Btamap | Tavms of ve | Tradamacin | Pray |
® Zomna. Ine



it e Biredrickenginesrs comirafractoy asp OTHM2015 1058

1-800-657-0813

——
' Fire Brick Encineers Company s s

Refractory Brick Products

Brick by Resco, An American Owned Refractery Company
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