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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85829620

MARK: MYROOMS

CORRESPONDENT ADDRESS:
JARED M. BARRETT

SEED IP LAW GROUP PLLC

701 FIFTH AVENUESUITE 5400

SEATTLE, WA 98104

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: MYROOMS, INC.

CORRESPONDENT’S REFERENCE/DOCKET NO:

680066.201
CORRESPONDENT E-MAIL ADDRESS:

JaredB.Docketing@SeedIP.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 11/20/2014




The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a). The refusal made final in the Office action dated December 11, 2013, is maintained.
See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).

If time remains in the six-month response period to the final Office action, applicant has the
remainder of the response period to comply with and/or overcome any outstanding final
refusal(s) and/or to file an appeal with the Board. TMEP §715.03(a)(2)(B), (c). However, if
applicant has already filed atimely notice of appeal with the Board, the Board will be notified to
resume the appeal. See TMEP §715.04(a).

SUMMARY OF ISSUES that applicant must address:

e Likelihood of Confusion Refusal

CONTINUED - SECTION 2(d) REFUSAL — LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is CONTINUED because of a likelihood of confusion with the mark in
U.S. Registration No. 4323700. Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 et
seq. See the previously enclosed registration.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark
that it is likely a potential consumer would be confused, mistaken, or deceived as to the source of the
goods and/or services of the applicant and registrant. See 15 U.S.C. §1052(d). A determination of



likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this
determination. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d 1344, 1349, 98 USPQ2d 1253, 1256
(Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d 1471,
1474 (Fed. Cir. 2000)). Not all the du Pont factors, however, are necessarily relevant or of equal weight,
and any one of the factors may control in a given case, depending upon the evidence of

record. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at 1260; In re Majestic
Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see In re E. I. du Pont de
Nemours & Co., 476 F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of
the goods and/or services, and similarity of the trade channels of the goods and/or services. See In re
Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Dakin’s Miniatures
Inc., 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.01 et seq.

SIMILARITY OF THE MARKS

The applied-for mark is MYROOMS for “providing online non-downloadable software featuring
technology that allows users to upload, post, display, stream and manage their online digital content,
photographs and videos for sharing with others for business and social networking purposes; providing
online non-downloadable software featuring technology that generates and displays a virtual three-
dimensional environment for users to upload, post, display, stream and manage their online digital
content, photographs and videos for sharing with others for entertainment and social networking
purposes; providing online non-downloadable software featuring technology that generates and
displays a virtual three-dimensional environment for users to upload, post, display, stream and manage
their online digital content, photographs, videos, virtual products, services, coupons, promotions for
sharing with others for purposes of promoting, marketing, and advertising to users of social networks in
the virtual three-dimensional environment; distributed computing platform as a service featuring online
non-downloadable software in a distributed computing environment allowing users to upload, post,
display and stream online digital content, photographs and videos for sharing with others for
entertainment and social networking purposes in a virtual three-dimensional environment; computer
services, namely, interactive hosting services which allow users to upload, post, display and stream
online digital content, photographs, videos, virtual products, services, coupons, promotions for sharing
with others for entertainment and social networking purposes and for promotion, marketing, and
advertising to users of social networks in a virtual three-dimensional environment.”



The registered mark is HP MYROOM for “Computer communications software for audio calling, video
calling, instant messaging chat and desktop screen sharing.”

Although marks are compared in their entireties, one feature of a mark may be more significant or
dominant in creating a commercial impression. See In re Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d
1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir.
1985); TMEP §1207.01(b)(viii), (c)(ii). Greater weight is often given to this dominant feature when
determining whether marks are confusingly similar. See In re Nat’l Data Corp., 753 F.2d at 1058, 224
USPQ at 751. MY ROOM(S) is the dominant element in both marks. The initials, HP, of the owner of the
registered mark, Hewlett-Packard, simply modifies the wording MYROOM in the registered mark,
indicating the company of origin.

Applicant’s applied-for mark is the plural form of the dominant term, MY ROOM(S). An applied-for mark
that is the singular or plural form of a registered mark is essentially identical in sound, appearance,
meaning, and commercial impression, and thus the marks are confusingly similar. Weider Publ’'ns, LLC v.
D & D Beauty Care Co., 109 USPQ2d 1347, 1355 (TTAB 2014) (finding the singular and plural forms of
SHAPE to be essentially the same mark) (citing Wilson v. Delaunay, 245 F.2d 877, 878, 114 USPQ 339,
341 (C.C.P.A. 1957) (finding no material difference between the singular and plural forms of ZOMBIE
such that the marks were considered the same mark); In re Pix of Am., Inc., 225 USPQ 691, 692 (TTAB
1985) (noting that the pluralization of NEWPORT is “almost totally insignificant” in terms of likelihood of
confusion among purchasers); In re Sarjanian, 136 USPQ 307, 308 (TTAB 1962) (finding no material
difference between the singular and plural forms of RED DEVIL)).

Applicant previously asserted that “the HP portion of the cited registration is the leading portion that is
first to be seen and heard by consumers and therefore likely to [be] perceived as the dominant portion.”
However, applicant’s applied-for mark simply deletes the HP in the registered mark. The mere deletion
of a term from a registered mark may not be sufficient to overcome a likelihood of confusion. See In re
Mighty Leaf Tea, 601 F.3d 1342, 94 USPQ2d 1257 (Fed. Cir. 2010); In re Optica Int’l, 196 USPQ 775, 778
(TTAB 1977); TMEP §1207.01(b)(ii)-(iii). Applicant’s mark does not create a distinct commercial
impression because it contains the same common wording as registrant’s mark, and there is no other
wording to distinguish it from registrant’s mark.

Applicant previously asserted that “a search of the federal register found multiple active ROOM
registrations for conferencing or highly related communication software owned by different parties,
including one that also includes MY.” However, the registration applicant states includes the word MY



and the word ROOM, actually includes MY and DROOM, not ROOM. Thus, this registration is very
different from the marks as issue. Please see the previously attached search that was conducted in X-
Search for the words MY and ROOM for software which reveals that the marks at issue are the only two
marks with both of these words for software.

Applicant again now refers to third party registrations. However, the marks in these registrations are
very different marks than the marks at issue. Moreover, the weakness or dilution of a particular mark is
generally determined in the context of the number and nature of similar marks in use in the marketplace
in connection with similar goods and/or services. See Nat’l Cable Television Ass’n, Inc. v. Am. Cinema
Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973).

Evidence of weakness or dilution consisting solely of third-party registrations, such as those submitted
by applicant in this case, is generally entitled to little weight in determining the strength of a mark,
because such registrations do not establish that the registered marks identified therein are in actual use
in the marketplace or that consumers are accustomed to seeing them. See AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92
USPQ2d 1198, 1204 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); Richardson-
Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982).

Moreover, assuming arguendo the mark at issue was weak, the Court of Appeals for the Federal Circuit
and the Trademark Trial and Appeal Board have recognized that marks deemed “weak” or merely
descriptive are still entitled to protection against the registration by a subsequent user of a similar mark
for closely related goods and/or services. In re Colonial Stores, Inc., 216 USPQ 793, 795 (TTAB 1982);
TMEP §1207.01(b)(ix); see King Candy Co. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 1401, 182 USPQ
108, 109 (C.C.P.A. 1974). This protection extends to marks registered on the Supplemental Register.
TMEP §1207.01(b)(ix); see, e.g., In re Clorox Co., 578 F.2d 305, 307-08, 198 USPQ 337, 340 (C.C.P.A.
1978); In re Hunke & Jochheim, 185 USPQ 188 (TTAB 1975).

Thus, the marks are confusingly similar.

RELATEDNESS OF THE GOODS/SERVICES



Both marks identify software for sharing content with others. Applicant states that “[a]pplicant’s
services will allow users to, among other things, aggregate their social networks to easily connect, share
and engage their social network peers.”

The trademark examining attorney has previously attached evidence from the USPTQO’s X-Search
database consisting of a number of third-party marks registered for use in connection with the same or
similar goods and/or services as those of both applicant and registrant in this case. This evidence shows
that the goods and/or services listed therein, namely computer software and non-downloadable
software for sharing information and content, are of a kind that may emanate from a single source
under a single mark. See In re Anderson, 101 USPQ2d 1912, 1919 (TTAB 2012); In re Albert Trostel & Sons
Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d 1467, 1470 n.6
(TTAB 1988); TMEP §1207.01(d)(iii).

The Internet evidence previously listed in the Final Action consists of the webpages of companies that
use the same marks to identify both nondownloadable software and communications software. This
evidence establishes that the same entity provides the relevant goods and/or services and markets the
goods and/or services under the same mark, and the relevant goods and/or services are sold or
provided through the same trade channels. Therefore, applicant’s and registrant’s goods and/or
services are considered related for likelihood of confusion purposes. See, e.g., In re Davey Prods. Pty
Ltd., 92 USPQ2d 1198, 1202-04 (TTAB 2009); In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266, 1268-69,
1271-72 (TTAB 20009).

Please see the newly attached evidence of websites of non-downloadable software featuring
communication, instant messaging, video calling and/or video and chat functions. The evidence further
illustrates that companies provide non-downloadable social media and computer communications
software under the same mark. Social media software often includes communication and messaging
software. Computer communications software can be used as social media software.

The attached Credo definition of “social media” states that “[s]ocial media is a broad term incorporating
blogs, wikis, Internet communities and online discussions” and also states that “Podcasting and vlogging
(video blogging) can also be considered social media and are increasingly used to communicate all types
of message.” Credo defines “social networking” as “[t]he means by which individuals and organizations
build relationships, share interests and information, and communicate to form social groups via the
Internet and other electronic communication systems” and states that “[g]rowth of social networking
sites accelerated in the early years of the 21* century with social media such as Facebook (2004) and
Twitter (2006) establishing new patterns of communication.” The attached Oxford dictionary defines



“social media” as “a broad term covering a growing range of peer-to-peer and many-to-many forms of
communication conducted via computers and, increasingly, mobile devices” and its “quick reference”
regarding “social media” states “a broad category or genre of communications media which occasion or
enable social interaction among groups of people, whether they are known to each other or strangers,
localized in the same place or geographically dispersed.” Another attached definition of “social media”
is “websites and applications which enable users to create and share content or participate in social
networking.”

Evidence obtained from the Internet may be used to support a determination under Trademark Act
Section 2(d) that goods and/or services are related. See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d
1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007).

With respect to applicant’s and registrant’s goods and/or services, the question of likelihood of
confusion is determined based on the description of the goods and/or services stated in the application
and registration at issue, not on extrinsic evidence of actual use. See Stone Lion Capital Partners, LP v.
Lion Capital LLP, 746 F.3d 1317, 1323, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014) (quoting Octocom Sys.
Inc. v. Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)).

Absent restrictions in an application and/or registration, the identified goods and/or services are
“presumed to travel in the same channels of trade to the same class of purchasers.” In re Viterra Inc.,
671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard
Press, Inc., 281 F.3d 1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). In this case, the identification
set forth in the application and registration has no restrictions as to nature, type, channels of trade, or
classes of purchasers. Therefore, it is presumed that these goods and/or services travel in all normal
channels of trade, and are available to the same class of purchasers.

Thus, the goods and/or services are related. In conclusion, the marks are confusingly similar due to the
similarity of the marks and the similarity and nature of the goods and/or services.

Accordingly, the refusal is MAINTAINED.



\Carol A. Spils\
Trademark Attorney
Law Office 104
(571)272-9226

carol.spils@uspto.gov
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CHAT HELP
Technical Support for our CHAT-> HERE
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Tinychat is an online video chat community.

ol -~ | oo [ e [ e [y L ]

NATR0M 225 P11

#rainbowkimenides

Slesbianpride

smbwehatziul




