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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85807721

MARK:

CORRESPONDENT ADDRESS:
LAURA GOLDBARD GEORGE

STROOCK & STROOCK & LAVAN LLP
180 MAIDEN LN FL 38

NEW YORK, NY 10038-4982

APPLICANT: Swedish Match North Europe AB

CORRESPONDENT’S REFERENCE/DOCKET NO:

002258
CORRESPONDENT E-MAIL ADDRESS:

tm@stroock.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 10/18/2016

The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B),
715.04(a). The following requirement(s) and/or refusal(s) made final in the Office action dated 2/19/16
are maintained and continue to be final: partial refusal under Section 2(d) with respect to U.S.
Registration Nos. 0812867 and 1162135. See TMEP §§715.03(a)(ii)(B), 715.04(a).



The following refusal made final in the Office action is withdrawn: partial Section 2(d) refusal with
respect to U.S. Registration No. 1648290. See TMEP §§715.03(a)(ii)(B), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

This denial of the request for reconsideration attaches additional website evidence showing the close
channels of trade between snuff, smoking accessories in the form of lighters, and/or various tobacco
substitutes or alternatives, as well as smoking tobacco (the identification in the cited registrations). For
example, the website for Iwan Ries & Co., the original owner of the cited registrations, shows that they
sell lighters, their own brand of tobacco, non-tobacco snuff, as well as snus. Note from the attached
evidence from the National Cancer Institute that “snus” are a type of snuff. Snuff and snus are all types
of smokeless tobacco that are placed in the mouth to be chewed. Finally, the website makes clear that
it is also in the nature of a retail site where such goods can be purchased. Multiple similar websites have
been attached.

Applicant has submitted printed or electronic copies of third-party registrations for marks containing
stars to support the argument that this design element is weak, diluted, or so widely used that it should
not be afforded a broad scope of protection. The weakness or dilution of a particular mark is generally
determined in the context of the number and nature of similar marks in use in the marketplace in
connection with similar goods and/or services. See Nat’l Cable Tel. Ass’n, Inc. v. Am. Cinema Editors,
Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In re E. I. du Pont de Nemours &
Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973).

However, the marks that have been submitted as evidence are not similar in nature to the marks at
issue in this case. Many of the marks exhibit stars that are combined with other design elements; as
such, they present entirely different commercial impressions. Similarly, many star designs are separated
by literal elements. The mere fact that many marks for tobacco-related goods contain a star is not
sufficient to support a finding of dilution.

Finally, applicant has argued that the citation of the two registrations at issue, U.S. Registration Nos.
0812867 and 1162135, support dilution since they have different owners. However, both of these
registrations were originally owned by the same entity, lwan Ries & Co. Further, over the course of
several decades, both registrations underwent similar changes in ownership to the Consolidated Cigar
Corporation and then to Max Rohr, Inc. The fact that U.S. Registration No. 0812867 was assigned three
years ago from Max Rohr, Inc. to Sutliff Tobacco Company is not enough to show weakness of the



marks. Consumers are likely not aware of such operational changes in companies. Further, it remains
that for over three decades the ownership of the two registrations was similar.

Therefore, based on the totality of arguments and evidence submitted, the partial Section 2(d) refusal
with respect to U.S. Registration Nos. 0812867 and 1162135 is maintained and the request is denied.

If applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the
Board will be notified to resume the appeal. See TMEP §715.04(a).

If no appeal has been filed and time remains in the six-month response period to the final Office action,
applicant has the remainder of the response period to (1) comply with and/or overcome any
outstanding final requirement(s) and/or refusal(s), and/or (2) file a notice of appeal to the Board. TMEP
§715.03(a)(ii)(B); see 37 C.F.R. §2.63(b)(1)-(3). The filing of a request for reconsideration does not stay
or extend the time for filing an appeal. 37 C.F.R. §2.63(b)(3); see TMEP §§715.03, 715.03(a)(ii)(B), (c).

/Michelle E. Dubois/
Trademark Attorney

U.S. Patent & Trademark Office
Law Office 107

(571) 272-5887

michelle.dubois@uspto.gov
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Iwan Ries & S. Wabash Avenue - Chicago, IL 60603
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Iwan Ries & Co.
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