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The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85794896

LAW OFFICE
ASSIGNED

LAW OFFICE 110

MARK SECTION (current)

STANDARD
CHARACTERS NO

USPTO-GENERATED
IMAGE NO

LITERAL ELEMENT ZRPICASSO

COLOR(S) CLAIMED
(If applicable) Color is not claimed as a feature of the mark.

DESCRIPTION OF THE
MARK
(and Color Location, if
applicable)

The mark consists of The literal characters ZR with arc shaped paint brushes
on the left and right respectively with the word PICASSO underneath the ZR
element.

MARK SECTION (proposed)

MARK FILE NAME
\\TICRS\EXPORT16\IMAGEOUT 16\857\948\85794896\xml9\
RFR0002.JPG

STANDARD
CHARACTERS NO

USPTO-GENERATED
IMAGE NO

LITERAL ELEMENT ZRPICASSO

COLOR MARK NO

DESCRIPTION OF THE
MARK
(and Color Location, if
applicable)

The mark consists of The literal characters ZR with arc shaped paint brushes
on the left and right respectively with the word PICASSO underneath the ZR
element, all letters painted by brush.

PIXEL COUNT
ACCEPTABLE YES

PIXEL COUNT 304 x 396

../RFR0002.JPG
../RFR0002.JPG


ARGUMENT(S)

Drawing

The Examiner has rejected the drawing of the mark on the basis that image size did not meet the
USPTO limitations and  that the drawing is not clear.

A substitute drawing is submitted with this filing and conforms to the pixel size constraints as given in
the Examiner’s Final Office Action.  

With regard to the rejection that the drawing is not clear, the Examiner has maintained the drawing is
not acceptable because the lines are not clear, sharp and solid. The applicant states that reason for the
appearance as shown is intentional and an important characteristic of the mark. The graphic contains
two paint brushes and it is intended that the mark give the appearance that is was painted using the
brushes in broad strokes. The appearance is to look like “smearing” of the paint rather than crisp lines.

Refusal under Section 2 (d) – Likelihood of Confusion

The Examiner has maintained the Section 2 (d) refusal on the basis of resemblance to US Reg Nos
4175515, 4175517, and 3855619. The basis is grounded in similarity of the trade channels and a
common impression of the marks.

The applicant respectfully requests the Examiner reconsider the rejection after review of the additional
evidence submitted along with the explanations contained herein.

Comparison of the Marks

When determining the impression of a stylized mark and performing a comparison, the Examiner should
be giving greater weight to whether there is visual similarity.  The applicant’s mark contains several
distinctive visual elements namely two arching paint brushes, and the letters which are stylized in
artistic manner. These elements dominate the overall commercial impression. None of these elements
exist in the reference registrations.

With regard to PICASSO BY AMD LASERS, the mark consists of a phrase which not found in the
applicant’s mark. When combined with the dissimilarity based on visual the two marks fail under the
DuPont factors, especially when considering the relatedness of the goods (as discussed below).

The Examiner has also cited a likelihood of confusion between the applicant’s mark and Reg Nos.
4175515 & 4175517. The cited marks are commonly owned with the ‘515 mark being a standard
character mark and the ‘517 mark being a stylized mark. When making the comparison between the
applicant’s mark and the ‘517 mark, the Examiner has not given proper weight to the visual
appearance of the two marks.

With regard to the ‘515 mark, the word “PICASSO”, the prior argument of evidence of prior
registrations is probative to show the level of distinctiveness. See In re Dayco Products-Eaglemotive
Inc. , 9 U.S.P.Q.2d 1910, 1911-1912 (TTAB 1988)). Where the phrase (word)  is found in registered
marks or commonly used, it cannot be afforded wide latitude for purposes of distinctiveness because the
public will investigate further in determining the commercial impression. The public will make further
inquiry when viewing the mark. The words are merely descriptive or generic. Attached is a TESS listing
showing 68 instances of the commercial use of the word “PICASSO”. While not all records indicate a
registration, the evidence supports the allegation that there is wide spread use of the term.

Therefore the Examiner should look consider that the inherent weakness in the word “PICASSO”
which by itself is not dominate in creating the commercial impression. On this basis there is no



likelihood of confusion and the applicant requests that the rejection be withdrawn with regard to
4175515 and 4175517 marks.

Comparison of Goods

The Examiner has alleged that the goods are closely related. In support of this claim the Examiner only
evidence is third party registrations where “dental crowns, dental implants”, “dental wax”, and
“medical lasers” have been registered under a single mark.

With regard to “medical lasers” , the Examiner’s evidence does not establish that a third party has
registered a single mark with covers “medical lasers” and products such as identified in the applicant’s
description of goods. Applicant’s contention that the purchasers are sophisticated and that the purchase
of a medical laser is conducted with great scrutiny is supported by the attached evidence where the
Registrant (Reg No. 3655619) has stated “the purchasers are sophisticated, careful, and nonimpulsive”.
(See highlighted text in Response to Office Action SN 77805095 page 2).

The Examiner has not established necessary evidence to support that the fact that medical lasers travel
in the same trade channel as the applicant’s products, that the goods are encountered during purchasing
decisions and based on the evidence from registrant it is established that the purchasers of medical lasers
are sophisticated.  Applicant requests that Examiner reconsider and withdraw her reference to Reg. No.
3655619. There is no similarity in the goods between the applicant’s goods and those covered by the
mark “PICASSO BY AMD LASERS”.

With respect to “dental wax” and “dental crowns, dental implants”, the Examiner has relied upon it
evidence of third party registrations which contain Class 005 and Class 010 for a single mark. However,
the Examiner has not presented evidence that goods in Class 005 and Class 010 travel in similar trade
channels. Nor has the Examiner established with this evidence that “they will be encountered by the
same consumers under circumstances that would lead to the mistaken belief that the good originate from
the same source”.

In determining whether goods and services are related, "it is not enough that the products may be
classified in the same category or that a term can be found that describes the product." Signature Brands,
Inc. Substituted for Health OMeter, Inc. v. Dallas Technologies Corporation, 1998 WL 80140 (T.T.A.B.
1998).  The burden of proof is with the Examiner, and the Examiner has not and cannot show proof that
dental wax and dental crowns are encountered by purchasers in the same circumstances.

Dental crowns, dentures and the types of dental appliances described in the applicant’s goods are
custom ordered and custom measured. Where as dental wax and the goods identified in the  listing for
Class 005 (cited by the Examiner) are found in supply catalogs. The Examiner has not recognized and
given sufficient weight to the care and circumstances under which the purchase of the products
associated with the applicant’s description of goods. Furthermore the Class 010 goods listed in the
references the Examiner has chosen are largely medical type instruments and tools. These tools and
instruments are sold and encountered under different circumstances than the applicant’s goods. The
Examiner has offered no evidence to rebut this fact and the burden of proof to do so lies with the
Examiner.

With regard to the arguments previously made by the Applicant, the Applicant maintains its position
with regard to those arguments and does concede the Examiner’s statements. Applicant has for
efficiency purposes simply chose not to repeat them in totality , all rights are reserved with regard to
asserting those arguments in any further proceedings.

Summary

In view of the evidence attached , the Examiner should reconsider and withdraw the refusal to register.



The Examiner has not met its burden of proof in rebutting the applicant’s evidence and arguments
regarding the relatedness of the goods and the overall commercial impression of its mark.

 

EVIDENCE SECTION

        EVIDENCE FILE NAME(S)

       ORIGINAL PDF FILE evi_64252116122-083225314_._140112_Picasso_TESS_List.pdf

       CONVERTED PDF
FILE(S)
       (2 pages)
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       ORIGINAL PDF FILE evi_64252116122-083225314_._140112_AMD_Laser_Evidence.pdf

       CONVERTED PDF
FILE(S)
       (8 pages)
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DESCRIPTION OF
EVIDENCE FILE

TESS listing of the term "PICASSO" and the response to office action
admissions of a party in a cited registration

SIGNATURE SECTION

RESPONSE SIGNATURE /mario g ceste/

SIGNATORY'S NAME Mario G. Ceste

SIGNATORY'S
POSITION Its Attorney , USPTO #44068

SIGNATORY'S PHONE
NUMBER 203-678-6418

DATE SIGNED 01/12/2014

AUTHORIZED
SIGNATORY YES

CONCURRENT APPEAL
NOTICE FILED YES
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To the Commissioner for Trademarks:

Application serial no. 85794896 has been amended as follows:

MARK
Applicant proposes to amend the mark as follows:
Current: ZRPICASSO (Stylized and/or with Design)
Color is not claimed as a feature of the mark.
The mark consists of The literal characters ZR with arc shaped paint brushes on the left and right
respectively with the word PICASSO underneath the ZR element.

Proposed: ZRPICASSO (Stylized and/or with Design, see mark)

The applicant is not claiming color as a feature of the mark.
The mark consists of The literal characters ZR with arc shaped paint brushes on the left and right
respectively with the word PICASSO underneath the ZR element, all letters painted by brush.

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Drawing

The Examiner has rejected the drawing of the mark on the basis that image size did not meet the USPTO
limitations and  that the drawing is not clear.

A substitute drawing is submitted with this filing and conforms to the pixel size constraints as given in the
Examiner’s Final Office Action.  

With regard to the rejection that the drawing is not clear, the Examiner has maintained the drawing is not
acceptable because the lines are not clear, sharp and solid. The applicant states that reason for the
appearance as shown is intentional and an important characteristic of the mark. The graphic contains two
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paint brushes and it is intended that the mark give the appearance that is was painted using the brushes in
broad strokes. The appearance is to look like “smearing” of the paint rather than crisp lines.

Refusal under Section 2 (d) – Likelihood of Confusion

The Examiner has maintained the Section 2 (d) refusal on the basis of resemblance to US Reg Nos
4175515, 4175517, and 3855619. The basis is grounded in similarity of the trade channels and a common
impression of the marks.

The applicant respectfully requests the Examiner reconsider the rejection after review of the additional
evidence submitted along with the explanations contained herein.

Comparison of the Marks

When determining the impression of a stylized mark and performing a comparison, the Examiner should
be giving greater weight to whether there is visual similarity.  The applicant’s mark contains several
distinctive visual elements namely two arching paint brushes, and the letters which are stylized in artistic
manner. These elements dominate the overall commercial impression. None of these elements exist in the
reference registrations.

With regard to PICASSO BY AMD LASERS, the mark consists of a phrase which not found in the
applicant’s mark. When combined with the dissimilarity based on visual the two marks fail under the
DuPont factors, especially when considering the relatedness of the goods (as discussed below).

The Examiner has also cited a likelihood of confusion between the applicant’s mark and Reg Nos.
4175515 & 4175517. The cited marks are commonly owned with the ‘515 mark being a standard
character mark and the ‘517 mark being a stylized mark. When making the comparison between the
applicant’s mark and the ‘517 mark, the Examiner has not given proper weight to the visual appearance
of the two marks.

With regard to the ‘515 mark, the word “PICASSO”, the prior argument of evidence of prior
registrations is probative to show the level of distinctiveness. See In re Dayco Products-Eaglemotive Inc. ,
9 U.S.P.Q.2d 1910, 1911-1912 (TTAB 1988)). Where the phrase (word)  is found in registered marks or
commonly used, it cannot be afforded wide latitude for purposes of distinctiveness because the public will
investigate further in determining the commercial impression. The public will make further inquiry when
viewing the mark. The words are merely descriptive or generic. Attached is a TESS listing showing 68
instances of the commercial use of the word “PICASSO”. While not all records indicate a registration, the
evidence supports the allegation that there is wide spread use of the term.

Therefore the Examiner should look consider that the inherent weakness in the word “PICASSO” which
by itself is not dominate in creating the commercial impression. On this basis there is no likelihood of
confusion and the applicant requests that the rejection be withdrawn with regard to 4175515 and 4175517
marks.

Comparison of Goods

The Examiner has alleged that the goods are closely related. In support of this claim the Examiner only
evidence is third party registrations where “dental crowns, dental implants”, “dental wax”, and “medical
lasers” have been registered under a single mark.

With regard to “medical lasers” , the Examiner’s evidence does not establish that a third party has
registered a single mark with covers “medical lasers” and products such as identified in the applicant’s
description of goods. Applicant’s contention that the purchasers are sophisticated and that the purchase of
a medical laser is conducted with great scrutiny is supported by the attached evidence where the Registrant



(Reg No. 3655619) has stated “the purchasers are sophisticated, careful, and nonimpulsive”. (See
highlighted text in Response to Office Action SN 77805095 page 2).

The Examiner has not established necessary evidence to support that the fact that medical lasers travel in
the same trade channel as the applicant’s products, that the goods are encountered during purchasing
decisions and based on the evidence from registrant it is established that the purchasers of medical lasers
are sophisticated.  Applicant requests that Examiner reconsider and withdraw her reference to Reg. No.
3655619. There is no similarity in the goods between the applicant’s goods and those covered by the
mark “PICASSO BY AMD LASERS”.

With respect to “dental wax” and “dental crowns, dental implants”, the Examiner has relied upon it
evidence of third party registrations which contain Class 005 and Class 010 for a single mark. However,
the Examiner has not presented evidence that goods in Class 005 and Class 010 travel in similar trade
channels. Nor has the Examiner established with this evidence that “they will be encountered by the same
consumers under circumstances that would lead to the mistaken belief that the good originate from the
same source”.

In determining whether goods and services are related, "it is not enough that the products may be
classified in the same category or that a term can be found that describes the product." Signature Brands,
Inc. Substituted for Health OMeter, Inc. v. Dallas Technologies Corporation, 1998 WL 80140 (T.T.A.B.
1998).  The burden of proof is with the Examiner, and the Examiner has not and cannot show proof that
dental wax and dental crowns are encountered by purchasers in the same circumstances.

Dental crowns, dentures and the types of dental appliances described in the applicant’s goods are custom
ordered and custom measured. Where as dental wax and the goods identified in the  listing for Class 005
(cited by the Examiner) are found in supply catalogs. The Examiner has not recognized and given
sufficient weight to the care and circumstances under which the purchase of the products associated with
the applicant’s description of goods. Furthermore the Class 010 goods listed in the references the
Examiner has chosen are largely medical type instruments and tools. These tools and instruments are sold
and encountered under different circumstances than the applicant’s goods. The Examiner has offered no
evidence to rebut this fact and the burden of proof to do so lies with the Examiner.

With regard to the arguments previously made by the Applicant, the Applicant maintains its position with
regard to those arguments and does concede the Examiner’s statements. Applicant has for efficiency
purposes simply chose not to repeat them in totality , all rights are reserved with regard to asserting those
arguments in any further proceedings.

Summary

In view of the evidence attached , the Examiner should reconsider and withdraw the refusal to register.
The Examiner has not met its burden of proof in rebutting the applicant’s evidence and arguments
regarding the relatedness of the goods and the overall commercial impression of its mark.

 

EVIDENCE
Evidence in the nature of TESS listing of the term "PICASSO" and the response to office action
admissions of a party in a cited registration has been attached.
Original PDF file:
evi_64252116122-083225314_._140112_Picasso_TESS_List.pdf
Converted PDF file(s) (2 pages)

../evi_64252116122-083225314_._140112_Picasso_TESS_List.pdf


Evidence-1
Evidence-2
Original PDF file:
evi_64252116122-083225314_._140112_AMD_Laser_Evidence.pdf
Converted PDF file(s) (8 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /mario g ceste/     Date: 01/12/2014
Signatory's Name: Mario G. Ceste
Signatory's Position: Its Attorney , USPTO #44068

Signatory's Phone Number: 203-678-6418

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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