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IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

. Mark: MOBILE SEARCH
Inre: INTERNET PROMISE GROUP@, LLC, Applica‘tion Ser. No.: 85/747’739

. ' Filed: 10/07/2012
Applicant I

APPEAL BRIEF

INTRODUCTION

The mark is MOBILE SEARCH anithe amended identification of the
goods/services is:

Computer software application fase in computing and communication
devices that provides a hybrid interfacesbyser using a combination of both or

either touch or voice commands for intenag with the functions of the device.

The prior identification of theapds before the above amendment
identification of the goods was:

“for computer software in smart phaneamely, the software permits a
hybrid search interface using a combiaatof both or either touch or voice

commands as decided by the user.”



There are two issu€d) whether the amended identification is within the

scope of the original identification that svaet forth in the application at the time
of the filing and (2) whether this mark‘ilerely Descriptive” under Section 2(e)

(1) as the Examiner states in the Final Rejection.

Addressing the first issue of anded identification of the mark being

outside of the scope ofdloriginal identificationExamining Attorney raises the

objections (i) that prior identificain used the phrase “smart phone” and the
amended identification has used the phrase “computing and communication
devices” and (ii) that prior identificain used the phrase “hybrid search interface
using a combination of both or eitheuch or voice commands as decided by the
user” and the amended identification hasduthe phrase “a hybrid interface by a
user using a combination of both or eitb&uch or voice commands for interacting

with the functions of the device”

Addressing the first of these identification of goods objectidpglicant

submits that the amended identificatisrwithin the scope of the original
identification because, the amended tderation addresses the same aspect,

computer software application for usecomputing and communication devices



whereas the original identification aladdressed that same aspects of the goods,

namely for computer software in smart phones.

First, it is common knowledge thaitnart phone is a slang use implying a
computing and communication devidéne amended identification merely
provided a more English appropriate usevofds that does not change the scope

of the goods.

Second, a commonly understood magrof word “smart phone” is a
computer and communicatialevice, and the amendectidification provides for
accurate identification. For an objectiperson, “smart phone” is equivalent to a

“computing and communication device”.

For the above stated reasons, theratad identification is no more broader

than the original identification and is a re@accurate identification to comply with

the TMEP regulations.

Addressing the second of thesentification of the goods objections

Applicant submits that the amended itigration in within the scope of the

original identification because, the amended identification addresses the same



aspect, computer software applicationuse in computing and communication
devices for a “hybrid user interfaceing both touch and voice”; whereas the
original identification also address#te same aspect of the goods, “namely
computer software for a hybrid searckenfiace using a combination of both or

either touch or voice commands decided by the user”.

Examiner states the ol identification used the phrase “hybrid search
interface” and the amended identificatimass used the phrase “hybrid interface”

and therefore is broader than the original identification.

In modern computingred communication devicesuser interface with the
device is principally in two different wa, by either touch interface by using a
touch screen of the device or by voioterface by speaking to the device or by
using one or the other of these interfaces, as decided by the user, for controlling the

functions of the device.

The focus of the identification of tlgods in the amended identification is
“computer software for a hybrid interface using both touch and voice interfaces”.
That focus of the goods in the amended identification is no more broader than the

original identification, because the anded identification hemerely provided a



more appropriate purpose of the goods, that of user interface that does not change
the scope of the goods that of usgerface. For an objective person, the

identification is used as a single ideitttion entity for the identification and

purpose of the goods that of user interfaas not changed or is more broader than

the original identification of the goods.

For the above stated reasons, theratad identification is no more broader

than the original identification and is a reaccurate identification to comply with

the TMEP regulations.

Addressing the second issue is whethes mark is Merely Descriptive

under Section 2(e) (1) as the Exasristates in the Final Rejection.

The mark is MOBILE SEARCH andehdentification of the goods/services

Computer software application fase in computing and communication
devices that provides a hybrid interfacesbyser using a combination of both or

either touch or voice commands for intenag with the functions of the device.

The issue is whether this marK‘Merely Descriptive” under Section 2(e)

(1) as the Examiner states in the Final Rejection.



TMEP Section 1209 Refusal on Basis of Descriptivebasgd on cited case

law, the descriptiveness of the marke defined on a continuum starting from (i)
arbitrary, (ii) fanciful, (iii) suggestive, \{) incongruent (v) merely descriptive, and
(iv) generic, where arbitrary and geneaire on the two ends of the spectrum. Each
of these identifications on the continulnas been defined with the help of case

law.

Further, TMEP based on case law states that the degree of distinctiveness on
this continuum can be deteimad only by considering the mark in relation to the
specific goods or services. Applicant sutsnthis determination would be judged

on an objective standard and not a subjective standard.

TMEP also states that first four on tleentinuum (i) arbitrary, (ii) fanciful,
(iif) suggestive, and (iv) incongruent gnhe registered while generic marks are
banned from registration. Tmearks that are merely degitive may be registered

if they have acquired distinctiveness.

Applicant submitghat the mark MOBILE SEARCH based on the

identification of the good/servicegd in the continuum in “suggestive”

identification and not “merely descriptive”.



Applicant in addition and an the alternative submithat the mark

MOBILE SEARCH based on the identiftoan of the good/services fits in the

continuum in “incongruent” identificeon and not “merely descriptive”.

ARGUMENTS:

Applicant submits that the mark MOBILE SEARCH based on the

identification of the good/services fits in the continuum in “suggestive”

identification and not “merely descriptive”.

Applicant provides the following arguments in support of that submission.
Relevant pages of TMEP Section 1208 farst reproduced herein followed by

arguments.

1209 Refusal on Basis of Descriptiveness

15 U.S.C. 81052 (Extract)

No trademark by which the goods of the applicant may be distinguished from the
goods of others shall be refused registration on the pehcegister on account of

its nature unlessi it .... (e) Consistsaahark which, (1) when used on or in



connection with the goods of the applitexmerely descriptive or deceptively

misdescriptive of them....

Matter that “merely describes” the goaatsservices on or in connection with
which it is used is not registrable tre Principal Register. As notedlimre Abcor

Dev. Corp.588 F.2d 811, 813, 200 USPQ 215, 217 (C.C.P.A. 1978):

The major reasons for not protecting suchikeare: (1) to prevent the owner of a
mark from inhibiting competition in theale of particular goods; and (2) to
maintain freedom of the public to use tlanguage involved, thus avoiding the
possibility of harassing infringement sutg the registrant against others who use

the mark when advertising describing their own products.

1209.01 Distinctiveness/Descriptiveness Continuum

With regard to trademark significe®, matter may be categorized along a
continuum, ranging from marks that argfiy distinctive to matter that is a
generic name for the goods or services dhgree of distinctiveness — or, on the
other hand, descriptiveness — of aigeation can be determined only by
considering it in relation to the specific goods or servieesnington Products,

Inc. v. N. Am. Philips Corp892 F.2d 1576, 1580, 1BS5PQ2d 1444, 1448 (Fed.



Cir. 1990) (the mark must m®nsidered in context, i,an connection with the

goods).

At one extreme are marks that, when uselation to the goods or services, are
completely arbitrary or fanciful. Nexin the continuum are suggestive marks,
followed by merely descriptive mattétinally, generic terms for the goods or
services are at the opposite end of theinaom from arbitrary or fanciful marks.
As stated irH. Marvin Ginn Corp. v. Int'/Ass'n of Fire Chiefs, Inc782 F.2d 987,
989, 228 USPQ 528, 536ed. Cir. 1986)quotingWeiss Noodle Co. v. Golden
Cracknel & Specialty C9290 F.2d 845, 847, 1298PQ 411, 413 (C.C.P.A.

1961), “[tlhe name of a thing is fact the ultimate in descriptiveness.”

Fanciful, arbitrary, and suggestive marbkften referred to as “inherently
distinctive” marks, are registrable oretRrincipal Register without proof of

acquired distinctivenesSeeTMEP 81209.01(a)

Marks that are merely descriptive of th@ods or services may not be registered on
the Principal Register absent a sivayvof acquired disnctiveness under 15

U.S.C. 81052(f). SeEMEP 8§81209.01(b)regarding merely deriptive marks, and

TMEP 881212-1212.10egarding acquired distinceness. Merely descriptive

marks may be registrable on the Supplenmd®égister in applications under 81 or

844 of the Trademark Act. 15 U.S.C. §1091.
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Matter that is generic for the goods or services is not registrable on either the
Principal or the Supplemental Register under any circumstabeeEMEP

§81209.01(c)—(c)(iii).

1209.01(a) Fanciful, Arbitrary, and Suggestive Marks

Fanciful marks comprise tesithat have been inventéat the sole purpose of
functioning as a trademark or servicerkn&guch marks comprise words that are
either unknown in the language (e BEPSI, KODAK, and EXXON) or are

completely out of common usage (e.g., FLIVVER).

Arbitrary marks comprise words that are in common linguiste but, when used
to identify particular goods or service® not suggest or describe a significant
ingredient, quality, or characteristic thfe goods or services (e.g., APPLE for
computers; OLD CROW for whiskey$ee, e.g., Palm Bay parts, Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 17326 F.3d 1369, 1372, 73 USPQ2d
1689, 1692 (Fed. Cir. 2005) (VEUVE — maanWIDOW in English — held to be
“an arbitrary term as applied toatpagne and sparkling wine, and thus
conceptually strong as a trademarkigutilus Grp., Inc. v. Icon Health & Fitness,
Inc., 372 F.3d 1330, 1340, 71 USP@1173, 1180 (Fed. Ci2004) (defining an

arbitrary mark as “a known word usgdan unexpected or uncommon way”).

11



Suggestive marks are thosathwvhen applied to the goodsservices at issue,
require imagination, thought, or perceptiorréach a conclusion as to the nature of
those goods or services. Thus, a suggesaun differs froma descriptive term,

which immediately tells something about the goods or sen&msin re George
Weston Ltd.228 USPQ 57 (TTAB 1985) (SPEEBAKE for frozen dough found

to fall within the category of suggestive marks because it only vaguely suggests a
desirable characteristic of frozen doughmedy, that it quickly and easily may be
baked into bread)n re The Noble Co225 USPQ 749 (TTAB 1985) (NOBURST

for liquid antifreeze and rust inhibitéor hot-water-heating systems found to
suggest a desired result of using the product rather than immediately informing the
purchasing public of a characterisfieature, function, or attributel re Pennwalt
Corp, 173 USPQ 317 (TTAB 1972) (DRIGFOT held suggestive of anti-

perspirant deodorant for feet in part bessgun the singular, it is not the usual or
normal manner in which the purpose ofanti-perspirant and deodorant for the

feet would be described).

Incongruity is a strong indication that@ark is suggestive rather than merely
descriptiveln re Tennis in the Round Ind.99 USPQ 496, 498 (TTAB 1978)
(TENNIS IN THE ROUND held not melgdescriptive for providing tennis
facilities, the Board finding that the assation of applicant's marks with the

phrase “theater-in-the-round” creatediacongruity because applicant's tennis

12



facilities are not at all analogous to thased in a “theater-in-the-round”). The
Board has described incongruitya mark as “one dhe accepted guideposts in
the evolved set of legal principles for discriminating the suggestive from the
descriptive mark,” and has noted that tlh@cept of mere descriptiveness “should
not penalize coinage of hitherto uedsand somewhat incongruous word
combinations whose import would not geasped without some measure of
imagination and ‘mental pauselti re Shutts217 USPQ 363, 364-5 (TTAB
1983) (SNO-RAKE held not nely descriptive of a snow-removal hand toshg
alsoln re Vienna Sausage Mfg. C@56 USPQ 155, 156 (TTAB 1967)
(FRANKWURST held not merely descripévor wieners, the Board finding that
although “frank” may be syngmous with “wiener,” and “wurst” is synonymous
with “sausage,” the combination of thertes is incongruous and results in a mark
that is no more than suggestive of the nature of the gdod®);John H. Breck,
Inc., 150 USPQ 397, 398 (TTAB 1966) (TINMTONE held suggestive for hair
coloring, the Board finding that tlveords overlap in significance and their
combination is somewhat incongruausredundant and does not immediately
convey the nature of the produatj; In re Getz Found227 USPQ 571, 572
(TTAB 1985) (MOUSE HOUSE He fanciful for museum services featuring mice

figurines made up to appear as hurhamgs, the Board finding that the only

13



conceivable meaning of “mouse houseg’,ia building at a zoo in which live

and/or stuffed mice aregplayed, is incongruous).

Suggestive marks, like fanciful and arbiyranarks, are registrable on the Principal
Register without proof of secondary meanigeNautilus Grp., Inc. v. Icon

Health & Fitness, In¢.372 F.3d 1330, 1340, 71 USP®1173, 1180 (Fed. Cir.
2004). Therefore, a desigiman does not have to laevoid of all meaning in
relation to the goods/services to be stigible. If, afteconducting independent
research, it is unclear to the examinaitprney whether a term in a mark has
meaning in the relevant industry, the exaimg attorney must make an inquiry of
the applicant, pursuant to 37 C.F.R. 82§1(f the examining attorney determines
that the term is arbitrary or fanciful,glexamining attorney may enter a Note to
the File in the record indicating thasearch was conductedyarding the meaning
of the term in the relevant industryjthout stating any legal opinions or

conclusions.

1209.01(b) Merely Dscriptive Marks

To be refused registration on the Pijirad Register under 82(e)(1) of the
Trademark Act, 15 U.S.C. 81052(e)(1)nark must be melgdescriptive or
deceptively misdescriptive of the goods awsmes to which it relates. A mark is

considered merely descriptive if it debes an ingredient, quality, characteristic,

14



function, feature, purpose, or uskthe specified goods or servic&ee In re
Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 198 PHRE PIE held merely
descriptive of potpourri)in re Bed & Breakfast Registry91 F.2d 157, 229 USPQ
818 (Fed. Cir. 1986) (BED & BREAKFASREGISTRY held meely descriptive

of lodging reservations service$); re MetPath Ing.223 USPQ 88 (TTAB 1984)
(MALE-P.A.P. TEST held merely desptive of clinical pathological
Immunoassay testing services fored#ing and monitoringrostatic cancer)n re
Bright-Crest, Ltd, 204 USPQ 591 (TTAB 1979) (CCBNER-CARDS held merely
descriptive of a coaster suitable for direwiling). Similarly, a mark is considered
merely descriptive if it immediatelgonveys knowledge of a quality, feature,
function, or characteristic @n applicant’'s goods or servicés.re Chamber of
Commerce of the U,$75 F.3d 1297, 1300, 102 USP1217, 1219 (Fed. Cir.
2012);In re Bayer Aktiengesellschafi88 F.3d 960, 963-682 USPQ2d 1828,

1831 (Fed. Cir. 2007).

The determination of whether a markmerely descriptive must be made in
relation to the goods or services for whichisération is sought, not in the abstract.
In re Chamber of Commercé75 F.3d at 1300, 102 USPQ2d at 12h9e Bayer
488 F.3d at 964, 82 USPQ2d at 1831. This meguconsideration of the context in
which the mark is used or intendedd® used in connection with those

goods/services, and the possible signifteathat the mark wdd have to the

15



average purchaser of the goodservices in the marketplacgeeln re Chamber
of Commerce675 F.3d at 1300, 102 USPQ2d at 12h9e Bayer 488 F.3d at
964, 82 USPQ2d at 183Il1 re Omaha Nat'l Corp.819 F.2d 1117, 2 USPQ2d
1859 (Fed. Cir. 1987)n re Abcor Dev. Corp588 F.2d 811, 200 USPQ 215
(C.C.P.A. 1978)|n re Venture Lending Assoc226 USPQ 285 (TTAB 1985).
The mark need not describe all the goadd services identified, as long as it
merely describes one of the®ee In re Stereotaxis Iné29 F.3d 1039, 1041, 77
USPQ2d 1087, 1089 (Fed. C2005) (“[T]he Trademdr Office may require a
disclaimer as a condition of registrationthE mark is merely descriptive for at

least one of the products or services involved.”)

It is not necessary that a termsdgbe all of the purposes, functions,
characteristics, or features of a produdbéoconsidered merely descriptive; it is
enough if the term describes one significlumction, attribute, or propertyn re
Chamber of Commercé75 F.3d at 1300, 102 USPQ2d at 12h9e Oppedahl &
Larson LLP 373 F.3d 1171, 1173, 71 USPQ2d @3¥371 (Fed. Cir. 2004) (“A
mark may be merely desptive even if it does not describe the ‘full scope and
extent’ of the applicant’'goods or services,” citinp re Dial-A-Mattress
Operating Corp,. 240 F.3d 1341, 1346, 57 USPQ2d 180912 (Fed. Cir. 2001));
Gyulay, 820 F.2d at 1218, 3 USPQ2d at 10i0re Positec Group Ltgd108

USPQ2d 1161, 1171 (TTAB 2013) (“[l]f the mkais descriptive of some identified

16



items — or even just one — the wholasd of goods still nyabe refused by the
examiner.”);In re Cox Enters. In¢82 USPQ2d 1040 (TTAB 2008ge also In re
Omaha Nat'l Corp819 F.2d 1117, 1119, 2 USPQ2859, 1861 (Fed. Cir. 1987)
(rejecting argument that descriptiveseshould be limited to a quality or
characteristic of the service itsalfid holding that it includes a designation

descriptive of the service provider).

A term also may be considered merelgdtive if the identified services fall
within a subset of services indicated by the te3ee In re Amer. Soc’y of Clinical
Pathologists, InG.442 F.2d 1404, 1406-07, 16%5BQ 800, 801 (C.C.P.A. 1971)
(holding that REGISTRY OF MEDICAPATHOLOGISTS was descriptive of
certain claimed services that were imglicsubsumed within service of providing
a registry of medical pathologists andaalditional claimed services that were
“supporting, ancillary or auxiliary to tharimary function” of applicant’s registry
services)See also In re Chamber of Commerce of the, 87& F.3d 1297, 1301-
02, 102 USPQ2d 1217, 1220 (Fed. @b12) (NATIONAL CHAMBER held
descriptive because “substantial evidesgpports the TTAB's determination that
the designated business and regulatory aagdysis services are within the scope
of traditional chambers of commerce aittes” of “promoting the interests of

businessmen and businesswomen”).

17



The great variation in facts from casectse prevents the formulation of specific
rules for specific fact situations. Eachse must be decided on its own meStse
In re Ampco Foods, Inc227 USPQ 331 (TTAB 1985k re Venturi, Inc.197

USPQ 714 (TTAB 1977).

SeeTMEP 881209.03-1209.03(ukrgarding factors that t&h arise in determining

whether a mark is meretjescriptive or generic.

See als@MEP 881213-1213.1toncerning disclaimesf merely descriptive

matter within a mark.

Arguments:

Based on a fair and equitable reding of the TMEP Section 1209 and
it's many cites, the mark is nd “merely descriptive” because:

An objective person being exposedite mark “MOBILE SEARCH” alone
cannot come up with any sensible idaaoéfion of the goods, as the goods have
nothing to do with a search or a browse fioitas used in the Internet industry for
data and web searches; and vicesagan objective person reading the
identification of the goods alone canmoime up with the mi&a. Thus the mark

cannot be “merely descriptive” and

18



the mark is suggestive becauseggestive marks athose that, when

applied to the goods or servicesssue, require imagination, thought, or
perception to reach a conclusion as torthtire of those goods or services. Thus, a
suggestive term differs from a descriptteem, which immediately tells something
about the goods or servic&ee In re George Weston L2228 USPQ 57 (TTAB
1985); the mark MOBILE SEARCH requireaagination, thought or perception to

reach a conclusion as to theura of the goods or services.

With this mark an objective pears requires imagination, thought or
perception as to the nature of the gqodsich are a compat software for a
specific application, identified a€omputer software application for use in
computing and communication devices thates a hybrid interface by a user
using a combination of both or eithiruch or voice commands for interacting

with the functions of the device.

With due respect, this mark MOBILEEARCH has no relationship to the
identification of the goods. The identificaii of the goods is again reproduced here
below:

Computer software application foise in computing and communication
devices that provides a hybrid interface by a user using a combination of both or

either touch or voice commands for intetiag with the functions of the device.

19



The definitions for SEARCH as hagen cited by the examiner have
everything to do with computer applicatis generally caller ternet Browser, as
these definitions are directed to the afchrowsing or searching, whereas in
contrast, the identification of goods has nothing to do with either searching or
browsing the Internet or Web but fousaer interface that uses a hybrid user
interface using both touch and voicdrterface with the device. The mark

therefore is suggestive and not merely descriptive.

Further, based on a fair and equiable reading ofthe TMEP Section
1209 and it's many cites therein, thenark is not “merely descriptive”
because:

An objective person being exposedite mark “MOBILE SEARCH” alone
cannot come up with any sensible idaoéfion of the goods, as the goods have
nothing to do with a search or a browse fiortas used in the Internet industry for
data and web searches; and vicesagan objective person reading the
identification of the goods alone canmoime up with the m&. Thus the mark
cannot be “merely descriptive” and

the mark is incongruent becausiee Board has described incongruity in a

mark as “one of the accepted guideposts in the evolved set of legal principals for

discriminating the suggestiveoin the descriptive mark.”

20



And has noted that the concept meescriptiveness “should not penalize
coinage of hitherto unused and somewhabngruous word combinations whose
import would not be grasped without someasure of imagination and “mental

pause”.

The mark “MOBILE SEARCH” arevord combinations whose import
cannot be grasped without some measurmmagination and mental pause. Each of
the words in the mark MOBILE and SEAR! individually is a common English
language word and thus an incongrusasmnhbination of them cannot be merely

descriptive.

The combination of the wds is incongruent because MOBILE is a quality
of being mobile or in motion or beirgapable of motion and SEARCH is a quality
of searching and also browsing for infation, the combination of these specific
words is incongruent. Further the identification of the goods is:

Computer software application foise in computing and communication
devices that provides a hybrid interface by a user using a combination of both or

either touch or voice commands for interag with the functions of the device.

21



The identification of the goods referssgomething entirely different that has
nothing to do with either mobility and eearching; and thus a combination of

these words MOBILE and SEARCH is incongruent.

Applicant respectfully submits that theark is not merely descriptive but
suggestive for the following reasons. Eithe words MOBILE and SEARCH are
incongruous terms as these two terngsreot commonly used in combination.
Second the mark does not convey anedgnt, quality, charaetistic, function,

feature, purpose, or use of applicant’s goods and/or services.

Based on the applicable law andukations above, Applicant argues the
applicant’s mark for the identified good/ser®s$ is suggestive and the mark is also

incongruent and thus also suggestive.

The identification of goods defines the goods in question as: Computer
software application for use in cguoing and communication devices that
provides a hybrid interface by a user usirgpenbination of both or either touch or

voice commands for interacting withe functions of the device.

With due respect, with these identification of the goods, the mark cannot be

construed as “merely descriptive ae thark does not convey an ingredient,

22



quality, characteristic, function, feature rpase, or use of an applicant’s goods

and/or services and therefore is not merely descriptive.

Therefore Applicant respectfullyibmits that based on the foregoing
analysis, the mark is not “merely desdnpt as the mark does not satisfy the legal

standard of “merely descriptive”.

Signed/Date: 03/23/2014
[[Tara Chand//

President

Internet Promise Group® LLC
2390 Crenshaw Blvd. Ste 239,
Torrance, CA 90501-3300,

310 787 1400
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