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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

U.S. APPLICATION SERIAL NO. 85702202 

 

MARK: BRAND MATTERS 

 

          

*85702202*  

CORRESPONDENT ADDRESS: 
       CHRISTOPHER KELLY 

       WILEY REIN LLP 

       1776 K ST NW 

       WASHINGTON, DC 20006-2304 

        

  
GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

VIEW YOUR APPLICATION FILE 

 

APPLICANT: Consumer Electronics Association

  

CORRESPONDENT’S REFERENCE/DOCKET NO:   

       740250018       

CORRESPONDENT E-MAIL ADDRESS:   

       ckelly@wileyrein.com 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 9/3/2015 

 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.63(b)(3); TMEP §§715.03(a)(ii)(B), 
715.04(a).  The following refusal made final in the Office action dated 10/02/2014 is maintained and 



continues to be final:  the Section 2(d) likelihood of confusion refusal.  See TMEP §§715.03(a)(ii)(B), 
715.04(a).   

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

In its Request for Remand, applicant has instructed the examining attorney to delete applicant’s services 
in International Class 041 in their entirety from the application and to proceed with the services in 
International Class 035 only, in an attempt to overcome the refusal.   

 

This is insufficient as the Section 2(d) likelihood of confusion was not limited to applicant’s services in 
International Class 041 only. Rather the refusal pertained to both of the Classes that were specified in 
the application at the time the Final refusal was issued. Specifically, the remaining  services in 
International Class 035, “organizing, promoting and conducting a tradeshow in the electronics industry 
featuring information and exhibits of particular interest to the marketing and advertising community; 
business networking opportunities to members of the marketing and advertising community and 
consumer electronics industry; providing consumer product and services information of interest to the 
marketing and advertising community in the field of consumer electronics technology” are highly related 
to registrant’s services and the marks are virtually identical. 

 

As discussed in the Final Office Action, applicant’s mark and registrant’s marks contain the identical and 
only terms “BRAND MATTERS”.  The only difference is that registrant’s mark depicts the terms as unitary 
“BRANDMATTERS”, and applicant depicts the mark as two separate terms “BRAND MATTERS”. However, 
this slight difference in spelling is insufficient to alter the highly similar commercial impression between 
these marks. In this case, the applicant’s mark and registrant’s mark are essentially identical and 
applicant’s mark does not create a distinct commercial impression because it contains the same 
common wording as the registered mark, and there is no other wording to distinguish it from the 
registered mark. 

 

Further, the services are highly related and overlapping. Applicant’s services comprise “organizing, 
promoting and conducting a tradeshow in the electronics industry featuring information and exhibits of 
particular interest to the marketing and advertising community; business networking opportunities to 
members of the marketing and advertising community and consumer electronics industry; providing 



consumer product and services information of interest to the marketing and advertising community in 
the field of consumer electronics technology”. The registrant provides  “WORKSHOPS, LECTURES, 
SEMINARS AND CONSULTING SERVICES IN THE FIELDS OF STRATEGIC PLANNING, MARKETING, 
CUSTOMER RESEARCH AND EQUITY MEASUREMENTS”. 

 

As discussed in the previous Office actions, the registrant’s identification of services is broadly drafted 
and its educational services providing workshops and seminars, and its broadly worded “consulting” in 
the fields of “strategic planning”, “marketing” and “customer research” are not limited to a particular 
field of marketing services or field of users. Thus, registrant’s services could include the applicant’s field 
of marketing with respect to consumer electronics and/or provision of tradeshows. Further, the 
attached additional excerpts from third party websites shows numerous instances of tradeshows, 
business networking and educational training in the field of marketing provided together. For example, 
marketing associations provide conferences or tradeshows which include educational classes/seminars 
on marketing and also feature business networking opportunities.  As well, tradeshows may also feature 
educational components about marketing. Thus, these types of services are encountered together 
under similar circumstances such that offering these services under confusingly similar marks would lead 
to the mistaken belief that they come from, or are in some way associated with, the same source.  In re 
Iolo Techs., LLC, 95 USPQ2d 1498, 1499 (TTAB 2010); see In re Martin’s Famous Pastry Shoppe, Inc., 748 
F.2d 1565, 1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984); TMEP §1207.01(a)(i). 

 

See for example: 

 

ASI Show:  

http://www.asishow.com/About/index.html 

 

ASI Education:  

http://www.asicentral.com/asp/open/education/certificationprogram.aspx?id=cp  

 

 

Advertising club of New York:  

http://www.theadvertisingclub.org/content/iab-ad-club-networking-social 

http://www.theadvertisingclub.org/events 



 

http://www.theadvertisingclub.org/professional-development 

 

 

American Marketing Association:  

https://www.ama.org/events-
training/Training/Pages/Events%20Training.aspx?k=%20ContentType:%22AMATrainingPage%22 

 

 

https://www.ama.org/search/pages/results.aspx?k=conferences 

 

 

DC Ad Club: 

http://www.dcadclub.com/about 

 

http://www.dcadclub.com/program-events 

 

 

MediaPost: 

http://www.mediapost.com/omma-sxsw/ 

 

http://www.mediapost.com/omma-sxsw/specialevents/ 

 

http://www.mediapost.com/mastersofmediaselling/ 

 

 



Puget Sound AMA: 

http://www.psama.org/events/in-the-know-networking/ 

 

http://www.psama.org/events/other-local-events/ 

 

CES: 

http://www.psama.org/about-us/ 

 

http://www.cesweb.org/Conference/What-to-Expect 

 

http://www.cesweb.org/Events-Programs/Advertising-Marketing 

 

Further, a plain reading of the services specified in the registration does not include any limitation or 
reference to registrant’s services being provided only to “businesses and not to advertising and 
marketing professionals”.  Neither does a plain reading of registrant’s services denote any limitation that 
registrant’s services are only directed to “brand owners” or show that the respective services are 
directed to different classes of purchases through different trade channels as applicant contends.  

 

Therefore, as the marks are virtually identical and as the services are closely related,  potential 
purchasers could thus reasonably assume, due to the overall similarities in sound, appearance, 
connotation, and commercial impression of  the respective marks, that applicant's services provided 
under the “BRAND  MATTERS” mark constitute a new or additional service line from the same source as 
the registrant’s services provided under the “BRANDMATTERS” mark with which they are acquainted or 
familiar, and that applicant’s mark is merely a variation of the registrant’s mark.  See, e.g., SMS, Inc. v. 
Byn-Mar Inc. 228 USPQ 219, 220 (TTAB 1985) (applicant’s marks ALSO ANDREA and ANDREA SPORT 
were “likely to evoke an association by consumers with opposer's preexisting mark [ANDREA SIMONE] 
for its established line of clothing.”). 

 

 

Therefore, the Final Section 2(d) likelihood of confusion refusal is continued and maintained. 



 

As applicant has already filed a timely notice of appeal with the Trademark Trial and Appeal Board, the 
Board will be notified to resume the appeal.  See TMEP §715.04(a).  

 

CLASS DELETED 

 

As requested in applicant’s Request for Remand, the application is amended to delete International 
Class 041 in its entirety from the application. The application will proceed with the services in 
International Class 035 only. TMEP §§1402.01, 1402.01(e). 

 

 

 

 

/Lee-Anne Berns/ 

Examining Attorney 

Law Office 105 

571-272-8982 

lee-anne.berns@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 

  



 


