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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
IN THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In re Application of:  INTERNATIONAL BUSINESS MACHINES CORPORATION 
 
App. Ser. No.: 85694006 
 
Mark: AFP FONT COLLECTION FOR S/390 
 
Filed: August 2, 2012 
    
Int. Class: 9 
 
 

BRIEF ON APPEAL  

This Appeal Brief is in response to the Examining Attorney’s Final Action issued 

on June 7, 2013.   

STATEMENT OF FACTS  

 On August 2, 2012, Appellant filed a use-based application for the mark AFP 

FONT COLLECTION FOR S/390 in Class 9. On November 16, 2012, the Examining 

Attorney issued an Office Action.  In the Office Action, the Examining Attorney refused 

the specimen submitted by Appellant with the application stating that the web page 

specimen submitted is not acceptable to show trademark use as a display associated with 

the goods because it fails to include the necessary ordering information or a weblink for 

ordering the goods and thus, appears to be mere advertising material.  The Examining 

Attorney also requested a disclaimer and a claim of ownership of registrations.   

 On May 16, 2013, Appellant filed a response to the office action.  In its response, 

Appellant submitted a substitute specimen, the requested disclaimer and claim of 

ownership.  The disclaimer and claim of ownership requirements were satisfied, however, 

the Examining Attorney issued a final refusal on June 7, 2013 rejecting the substitute 
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specimen stating that it is not acceptable as a display associated with the goods because it 

fails to include the means for ordering the goods and appears to be mere advertising 

material.  

 Appellant filed a Request for Reconsideration after Final Office Action on 

December 9, 2013. Appellant submitted as a substitute specimen, the web page 

previously submitted, now in its entirety, along with the subsequent web pages that 

follow.  Appellant also submitted information regarding Appellant’s type of business. 

 On December 26, 2013, the Examining Attorney denied Appellant’s Request for 

Reconsideration stating that the contact information provided in the specimen does not 

specify that the contact information is to be used for purchasing and/or ordering the 

goods. Appellant respectfully disagrees and therefore appeals to the Trademark Trial and 

Appeal Board.  

ARGUMENT  

 The Examining Attorney refused Appellant’s first specimen, stating that the web 

page specimen is not acceptable to show trademark use as a display associated with the 

goods because it fails to include the necessary ordering information or a weblink for 

ordering the goods. Accordingly, Appellant submitted a substitute specimen with its 

Response to Office Action submitted on May 16, 2013 (see Exhibit A attached) that 

clearly indicates that the product AFP FONT COLLECTION FOR S/390 can be ordered 

several ways: 1) by contacting IBM via e-mail for ordering information; 2) by finding an 

IBM Business Partner that you can order the product from; or 3) by calling IBM at 1-866-

883-8901. The Examining Attorney refused the substitute specimen, stating that “the 

menu provides options for contacting applicant, finding one of applicant’s business 



 3 

partners, and calling applicant. It is not clear from this contact information that 

applicant’s goods may be purchased by contacting applicant or applicant’s business 

partners. It is possible that this contact information provides consumers with a way to 

contact applicant with questions about applicant’s goods, without being able to actually 

order the goods. Accordingly, the specimen is unacceptable because it lacks a clear 

means of ordering the goods.”  

Appellant filed a Request for Reconsideration on December 9, 2013.  With its 

Request for Reconsideration, Appellant submitted information regarding Appellant’s 

business to the Examining Attorney (see Exhibit B attached). Appellant is in the business 

of providing extremely high level technology on an extremely large scale to businesses 

and municipalities. Appellant cannot provide an “order here” button for its extremely 

technical offerings as that is simply not the nature of Appellant’s goods and services. 

Appellant’s goods and services are offered to larger scale clients and require extremely 

technical consultation to determine the appropriate goods and services for that client. 

Appellant wants the consumer client to contact Appellant or an approved business partner 

to discuss their complex business needs. There is no “one size fits all” regarding 

Appellant’s goods and services and therefore, the specimens demonstrating the ability to 

purchase Appellant’s goods and services cannot be that simplistic in nature.  

 

Section 904.03 (i) of the Trademark Manual of Examining Procedure states:  

Whether a web-page display qualifies as an acceptable specimen is a question of fact, 
based on the evidence of record. In re Azteca Sys., Inc., 102 USPQ2d at 1957 (citing 
Lands’ End, 797 F. Supp. at 514, 24 USPQ2d at 1316); In re Hydron Techs. Inc., 51 
USPQ2d 1531, 1533 (TTAB 1999). The presentation on the web page of the picture or 
description of the goods, the manner of the mark’s use in association with those goods, 
and the nature of the ordering information affect the specimen’s acceptability. Thus, a 
specimen that describes or displays a picture of the goods, shows the mark, and provides 
ordering information may nonetheless be unacceptable because it fails to demonstrate an 
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association between the mark and the goods. Sometimes, a single fact or piece of 
evidence may be dispositive. Often, however, a combination of facts and evidence of 
record may be required to establish the acceptability of the specimen. If ordering 
information is not readily discernible from the submitted web page, the applicant 
may provide multiple, sequential web pages as part of the specimen to clarify the 
ordering process on the website. (Emphasis added in bold). 

 

When Appellant filed its Request for Reconsideration, it also submitted as a substitute 

specimen the webpage previously submitted, now visible in its entirety, as the page also 

included additional methods for ordering the product, namely, links to Infoprint 

Solutions, an IBM Business Partner, that were not visible in the first submission. 

Appellant also submitted the subsequent web pages that follow this page if a customer 

clicks on the various links provided. (See Exhibit C attached). 

 The substitute specimen submitted includes an area on the right side of the page 

entitled “We’re here to help.” Below that title is the statement, “Easy ways to get the 

answers you need” accompanied by a photo of woman’s face (obviously intended to 

depict a representative who can assist the consumer). Below that is a link entitled “E-mail 

IBM.” A consumer can click on this link to e-mail Appellant regarding any questions 

they may have regarding the product or how to order the product. (See Exhibit D 

attached). Below the e-mail link is a “Find a Business Partner” link. This link will take 

the consumer to a secondary page where the consumer can look up a particular product, 

line of products, or a specific business partner. (See Exhibit E attached). Purchasing 

goods and services through an IBM Business Partner is a very common method utilized 

by customers of Appellant. By clicking on the “Find a Business Partner” link, the 

consumer can use the IBM Business Partner Locator to find a service provider with a 

particular set of skills, a technology reseller or a consultant with industry expertise. A 



 5 

customer can search by “IBM Product, service or specialty,” “Industry,” “Solution Area,” 

“Business Partner type,” or Business Partner “Company Name.” Below the “Contact a 

Business Partner” link appears “Or call us at 1-866-883-8901 Priority Code 101AR13W.” 

If a consumer calls the number indicated, they will reach a customer service 

representative that can assist them with getting information about Appellant’s goods and 

services and how to order them.  The web page submitted also includes the text 

“Available are AFP Font Collection for AIX®, OS/400®, and Windows® (5648-B45), 

and AFP Font Collection for S/390® (5648-B33).” “Available” used in this context is 

clearly indicative of “available for ordering” and the “(5648-B33)” that appears following 

AFP Font Collection for S/390 is the part number, which is additional ordering 

information provided for use to the customer for ordering the product.     

 The customer will also see another menu box on the right side of the page towards 

the bottom, entitled “Infoprint Solutions.” Below the title is the information: “InfoPrint 

Solutions combines IBM's 50 years of enterprise printing experience with Ricoh’s office 

solutions leadership. Learn more about InfoPrint.” There are then three links to 

Infoprint/Ricoh’s Homepage, Information Center, and Support and Maintenance page. 

These are additional links that a customer can utilize to find out more information and 

purchase the product. Appellant has included several subsequent pages from the 

Information Center that show the AFP Font Collection software as well as the Software 

License Agreement that a customer can enter into with Infoprint/Ricoh in order to obtain 

the software. 

 Unlike consumer product companies, an IBM customer, generally speaking, 

cannot order a product or service directly through an “order here” button, but instead by 
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calling or e-mailing an IBM customer service representative or an IBM Business Partner. 

IBM’s products and services are highly complex and customizable to a particular 

business or client’s needs. In most instances, the customer is not purchasing a single 

product, but rather is more likely to be purchasing a full system of products and solutions 

in combination with services such as installation, maintenance, and troubleshooting of 

those systems. The systems are custom designed based on the business needs of the 

specific customer. The AFP FONT COLLECTION FOR S/390 software, as its name 

suggests, is for the S/390 system, one of IBM's mainframe server lines, its largest type of 

servers sold to its most sophisticated customers. The purchase of a license to AFP FONT 

COLLECTION FOR S/390 software is an extension of an existing sophisticated 

relationship with the customer and, again, completely not possible to represent with an 

“order here” button. 

 If customers are buying AFP FONT COLLECTION FOR S/390 directly from 

IBM, these customers already have in place an IBM Customer Agreement (ICA) for their 

prior mainframe purchase(s) of the S/390 mainframe. If the Board reviews the first 

specimen submitted by Appellant in connection with this application (See Exhibit F 

attached), the Board will see that the applicable agreement for licensing the AFP Font 

Collection for S/390 software is the "ICA". In the “Notes” section towards the bottom of 

the specimen, the ICA is referenced and by clicking on “online version of the ICA,” a 

customer will be brought to the actual IBM Customer Agreement (ICA) (See attached 

Exhibit G). The ICA covers both hardware and software and allows the S/390 customer 

who wishes to purchase AFP FONT COLLECTION FOR S/390 software to be add the 
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software to the IBM Customer Agreement originally put in place for the S/390 

mainframe hardware.  

 So, if a customer is purchasing the AFP FONT COLLECTION FOR S/390 from 

IBM, then the referenced IBM Customer Agreement (ICA) is already in place, which is 

the contracting vehicle with which to license the AFP FONT COLLECTION FOR S/390. 

The customer simply needs to contact IBM or an IBM Business Partner, in any of the 

ways referenced in the specimens, and give the product identification number to get the 

latest version of the AFP FONT COLLECTION FOR S/390 software to augment their 

S/390 system(s). The method of acquiring the AFP Font Collection can be different for 

different server lines (i.e., lines other than the S/390 mainframe). For example, the 

substitute specimen submitted with this response states at the bottom of the first page 

“Note: In the IBM System i environment, AFP Font Collection is shipped automatically 

with Print Services Facility for i5/OS.” In the case of the S/390 mainframe, it is clear 

from all of the specimens submitted by Appellant, that the S/390 customer needs to 

contact their representative to purchase the AFP Font Collection for their mainframe and 

they have several methods of contact available to them. 

 Appellant’s business model clearly requires customers with an existing contract 

for an S/390 mainframe to contact a sales representative from IBM or an IBM Business 

Partner to have their purchasing needs met. IBM subscribes to a business to business 

(B2B) model and such a business model, combined with IBM’s complex goods and 

services, does not allow for retrofitting the “e-mail us” and “call us” links, or links to 

IBM Business Partners web pages, to “order here” buttons - as a consumer product 

company could. Instead, the IBM “e-mail us,” “contact us,” “Find a Business Partner” 
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links, as well as direct links to business partner sites, allow a customer to reach a 

representative or business partner from whom the customer can order IBM products and 

services. These links are no less a demonstration of an adequate means of ordering and 

the Appellant should not have dictated to it the means by which it can choose to sell its 

products and services.  

 The Examining Attorney should not view Appellant in the same manner as a 

consumer products company selling a product or service in a one time transaction, where 

there is no existing and on-going relationship or contract with the customer. Appellant’s 

S/390 clients have a long term customer relationship with Appellant, as well as an 

ongoing contract in place that provides the means for the S/390 customer to augment its 

system over time by contacting the appropriate IBM representative or IBM Business 

Partner contact. Therefore, Appellant suggests that, the Examining Attorney, when 

reviewing all of the evidence, must consider the specimen in correlation to the facts, 

namely, the type of business of the appellant, whether that business is a consumer product 

company or a commercial B2B company, the sophistication level of the customer, 

whether the customer already has a pre-existing relationship with the appellant, and how 

technical and complex the product and service offerings of the appellant are.  

 When considering all of the facts, it is apparent that the web page display 

submitted, along with the multiple, sequential web pages submitted as part of the 

specimen, demonstrate that the web page display, when viewed in its entirety, offers the 

S/390 customer a means of ordering the AFP FONT COLLECTION FOR S/390 and is an  
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acceptable specimen of use. Accordingly, Appellant believes the specimens submitted 

with the Application are acceptable.  

       Respectfully submitted, 
 
       INTERNATIONAL BUSINESS 
       MACHINES CORPORATION 
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