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ARGUMENTS

I PHNJ’S MARK “MEMORY CARE LIVING” IS MERELY
SUGGESTIVE AND NOT DESCRIPTIVE OF ITS SERVICES.

PHNI is seeking registration of its mark in both International Class 35 — “management of
health care clinics for others” and International Class 44 — “geriatric health care management
services; health care; health care services, namely, disease management programs; managed
health care services; nursing care; nursing homes; nursing services”.

As previously outlined, under International Class 35, PHNJ’s services include the re-
deploying of distressed and/or underutilized real estate into operational boarding homes for
seniors and individuals with dementia. PHNJ is responsible for the business, asset, and
operational management of these properties, including regulatory compliance and marketing.
The explanatory notes® for International Class 35 provides that “Class 35 includes mainly
services rendered by persons or organizations principally with the object of:

(1) help in the working or management of a commercial undertaking, or ;

(2) help in the management of the business affairs or commercial functions of an

industrial or commercial enterprise, as well as services rendered by advertising

establishments primarily undertaking communications to the public, declarations

or announcements by all means of diffusion and concerning all kinds of goods or

services.” ’

It is based on this explanatory description that PHNJ applied for registration of its mark in
International Class 35. The classification of services under International Class 35 most closely
applies to the general business services PHNJ provides to its business clientele. Nothing about

PHNJ’s representation of its business-to-business services under International Class 35

“seemingly contradicts” the services PHNJ identified in its initial application for registration.

> The Explanatory Notes are established by the Committee of Experts of the Nice Union and set forth in the
International Classification of Goods and Services for the Purposes of the Registration of Marks (10th ed. 2011) and
can be found at http://www.uspto.gov/trademarks/notices/international.jsp.
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The same can be said about the services PHNJ provides to its business-to-consumer
élientele. The explanatory notes for services under International Class 44 states that this class
“includes mainly medical care, hygienic and beauty care given by persons or establishments to
human beings and animals; it also includes services relating to the fields of agriculture,
horticulture and forestry.” Just because PHNJ has detailed in its appeal that it does not provide
medical treatment, rehabilitation service or skilled nursing services to its residents does not mean
that PHNJ has contradicted the type of services it identified in its application. Notably, the
application did not ask for PHNIJ to provide an actual, detailed description of its services but
merely required PHNJ to identify the International Class(es) for which it was seeking to register
its mark. In fact, PHNJ doe‘s provide daily management and health care-related services to its
residents- it just does not operate licensed health care facility. There is no International Class
that offers this type of distinction. In any event, the International Classes are not sufficiently
definite to identify the exact services that PHNJ provides and to characterize PHNJ as being
contradictory for providing an actual description of its services is disingenuous and an attempt to
cast PHNIJ in a negative light.

The Examining Attorney states that “[t]he final refusal to register the proposed mark
under Section 2(e)(1) is based upon the services identified in the application.” However, because
the Examining Attorney did not cull the full scope of both PHNJ’s business-to-business services
and business-to-consumer services from PHNJ’s application, the suggestive nature of the mark
“MEMORY CARE LIVING” as it pertains to PHNJ’s services in both classes was not properly
considered.

Moreover, the specimens of use submitted by PHNJ, which include references to wording

on Memory Care Living’s website — and on which the Examining Attorney hones in on — show

[219-007/00171818-4] 3




use of the mark in conjunction with only one aspect of the services it provides and is inaccurately
limiting. PHNJ also submitted other specimens of use, which included photographs of the mark
on signs in front of various properties that PHNJ has re-deployed into boarding homes for
seniors and individuals with dementia. PHNJ also submitted the Certification of Michael Eisele,
Managing Partner for PHNJ, as a specimen for International Class 35. Mr. Eisele’s Certification
explained PHNJ’s business-to-business services by stating PHNJ did not own any of the real
property in which PHNJ operates its boarding homes but that it instead “contracts with sepafate
entities to manage boarding homes for residents with Alzheimer’s disease.” Based on these
specimens of use, PHNJ’s mark “MEMORY CARE LIVING”, does not convey an immediate
depiction of PHNJ’s services and is therefore a merely suggestive mark that should be permitted
registration with the Principal Register.

IL PHNJ’S REGISTRATION OF ITS MARK ON THE SUPPLEMENTAL
REGISTER IS NOT PROOF THAT ITS MARK IS MERELY DESCRIPTIVE

AS THAT REGISTRATION WAS AN EXERCISE OF CAUTION
PHNIJ obtained registration of its mark “MEMORY CARE LIVING” on the Supplemental
Register on or about May 28, 2013. PHNJ applied for registration on the Supplemental Register
after it received the first Office Action denying registration. PHNJ was being cautious when it
sought registration on the Supplemental Register since PHNJ’s attempt to register on the
Principal Register was initially denied. PHNJ has never conceded or made any admissions that

its mark lacks distinctiveness and is merely descriptive.
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CONCLUSION

For the foregoing reasons, Applicant-Appellant, PHNJ, LLC, respectfully requests that
the Trademark Trial and Appeal Board reverse the Examining Attorney’s refusal and permit
PHNJ to register its mark “MEMORY CARE LIVING” with the Principal Register under both

International Class 35 and International Class 44.

INGLESINO, WYCISKALA & TAYLOR, LLC
600 Parsippany Road, Suite 204
Parsippany, New Jersey 07054
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By: U/ M\\ -

Lisa D. Taylor

Date: March ( U ,2014
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