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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  85690391
 
MARK:
 

 
        

*85690391*
CORRESPONDENT ADDRESS:
       LORI S MEDDINGS
       MICHAEL BEST & FRIEDRICH LLP
       100 E WISCONSIN AVE STE 3300
       MILWAUKEE, WI 53202-4108
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Foamation Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       030450-9004
CORRESPONDENT E-MAIL ADDRESS: 
       mkeipdocket@michaelbest.com
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ISSUE/MAILING DATE: 2/11/2015
 
 
THIS IS A FINAL ACTION.
 
This Office action is in response to applicant’s communication filed on October 20, 2014.
 
The following refusals are withdrawn: 
 

Phantom Mark Refusal under Sections 1 and 45, 15 U.S.C. §§1051, 1127; TMEP §1214.01;
Multiple Marks Refusal under Sections 15 U.S.C. §§1051, 1127; 37 C.F.R. §2.52; TMEP §807.01
(however, please see advisory)
Ornamental Refusal under Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 1127
Request for Information

 
For the reasons set forth below, the refusal is now made FINAL under Trademark Act Sections 1, 2, and
45 for failure to function as a trademark as used on the specimen(s) of record.  Trademark Act Sections 1,
2, and 45, 15 U.S.C. §§1051-1052, 1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210,
213-14, 54 USPQ2d 1065, 1068-69 (2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395, 1398
(Fed. Cir. 2006); see TMEP §1202.02(b)(i).
 
In addition, the following requirement(s) are now made FINAL:  (1) Amended drawing accurately
depicting the mark; (2) Amended mark description accurately describing the mark; (3) An acceptable
specimen of use.  See 37 C.F.R. §2.63(b).
 
In response to the refusal on the basis that applicant’s mark constitutes non-distinctive product design,
applicant argues that the mark is not product design but rather, is a “unique combination of color and
textured pattern on the surface of its variously configured products.” Applicant declined to request
amendment to the Supplemental Register and no claim of acquired distinctiveness under Section 2(f) has
been made of record.  Additionally, applicant did not address the requirement for an amended drawing and
an amended mark description and did not address the issue of the non-matching specimen, a requirement
that was the subject of the Final refusal of July 7, 2013. 
 
Accordingly, applicant’s arguments have been considered and found unpersuasive for the reasons set
forth below.
 
Refusal – Non-Distinctive Product Design
 
The refusal is now made FINAL because the applied-for mark consists of a nondistinctive product design
or nondistinctive features of a product design that is not registrable on the Principal Register without
sufficient proof of acquired distinctiveness.  Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-
1052, 1127; Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 210, 213-14, 54 USPQ2d 1065,
1068-69 (2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395, 1398 (Fed. Cir. 2006); see TMEP
§1202.02(b)(i).
 
A product design can never be inherently distinctive as a matter of law; consumers are aware that such
designs are intended to render the goods more useful or appealing rather than identify their source.  See
Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. at 212-13, 54 USPQ2d at 1068-69; In re Slokevage, 441
F.3d at 962, 78 USPQ2d at 1399.  Thus, consumer predisposition to equate a product design with its



source does not exist.  Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. at 213, 54 USPQ2d at 1069.
 
Applicant attached numerous prior registrations to support the view that its mark is analogous to marks
that have been previously registered.  However, unlike the examples that applicant has provided,
applicant’s mark constitutes a material composition that is used to form the myriad products in the
identification of goods.  This is clear from the images in applicant’s response on p. 4.   Applicant’s
Response of 10/20/2014 at p.4.  These goods are clearly made from the foam shown as a swatch in the
drawing of record and do not appear to be similar to the repeated patterns displayed in the registered
marks applicant referenced.  The applicant’s examples are clearly inapposite in nature to applicant’s
mark, which is the concept of products made of foam that has been processed to resemble cheese.  None
of the examples proffered are marks consisting of the material that composes the goods formed to
resemble a recognizable substance like cheese.  It is also notable that most of these registrations contain
2(f) claims or are allowed onto the Supplemental register.   
 
Not only is applicant’s evidence unconvincing, but the contention that the mark is not a configuration of
the goods is also unpersuasive.  Applicant has characterized its mark as a “unique combination of color
and textured pattern on the surface of its variously configured products.” Applicant’s Response of
10/20/2014 at p.10.  Yet, the evidence of record along with applicant’s specimens and images of products
(p.4) provided with the response clearly show that the goods are formed or molded from foam whereby air
is inserted to create shapes of products that resemble cheese.  These are not merely textures applied to
goods and are not in any way analogous to the registrations relied upon.  The images of applicant’s
products clearly show that they have a 3 dimensional shape created from the contours created by the
random holes in the foam.  The unique shape of the resulting products forms the mark, not the material
used. Here, each product forms a uniquely different mark.  Thus, the drawing clearly indicates product
design, which is never inherently distinctive.  Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205,
210, 213-14, 54 USPQ2d 1065, 1068-69 (2000); In re Slokevage, 441 F.3d 957, 961, 78 USPQ2d 1395,
1398 (Fed. Cir. 2006); see TMEP §1202.02(b)(i). 
 
To further illustrate the lack of distinctiveness, attached are more examples showing the common
occurrence of cheese shaped products.  Specifically, there are the novelty cheese knives that feature
handles that look as though they are made of cheese, a cheese knife set in a holder in the shape of a cheese
wedge, silicone cell phone holders made to appear composed of cheese as well as a serving plate similarly
configured.  In addition, please note examples of cheese configurations in goods such as knife blades, an
animal hideaway and a wooden cutting board.  See attached Internet evidence. 
 
This evidence shows that the consumer routinely encounters cheese shaped products and that this
configuration is in no way novel or source identifying.   Accordingly, the refusal for failure to function
because the mark is non-distinctive product design is now made FINAL. 
 
Drawing Requirement Made Final
 
Applicant has presented a swatch drawing to represent numerous goods are different shapes for a material
composition of the goods.  In the prior Office action, applicant was required to submit a drawing
indicating the shape of the goods.  Applicant has declined to do so.  Therefore, the requirement for a
drawing showing the placement of the mark on the goods is now made FINAL. 
 
For marks consisting of a configuration of the goods or a specific design feature of the goods, the drawing
must depict a single three-dimensional view of the goods, showing in solid lines those features that
applicant claims as its mark.  See 37 C.F.R. §2.52(b)(2); TMEP §§807.10, 1202.02(c)(iv); In re Minn.



Mining & Mfg. Co., 335 F.2d 836, 839, 142 USPQ 366, 368-69 (C.C.P.A. 1964).  If the mark cannot be
adequately depicted in a single rendition, applicant must file a petition to the Director requesting that the
requirement to provide a single rendition of the mark be waived.  TMEP §807.10.
 
 
If the drawing of the mark includes additional matter not claimed as part of the mark (e.g., matter that
shows the position or placement of the mark), applicant must depict such matter using broken or dotted
lines, here the overall shape of the goods.  37 C.F.R. §2.52(b)(4); In re Famous Foods, Inc., 217 USPQ
177, 177 (TTAB 1983); TMEP §§807.08, 1202.02(c)(i); see In re Water Gremlin Co., 208 USPQ 89, 91
(C.C.P.A. 1980).
 
Advisory – Drawing Amendment and Potential Multiple Marks Refusal; Disparate Goods
In order to properly capture the nature of the configuration of the mark, the drawing must capture the
precise shape of the goods.  However, an applicant may apply for only one mark in a single application. 
37 C.F.R. §2.52; TMEP §807.01; see, e.g., In re Int’l Flavors & Fragrances Inc.,  183 F.3d 1361, 1366,
51 USPQ2d 1513, 1516 (Fed. Cir. 1999); In re Hayes, 62 USPQ2d 1443, 1445-46 (TTAB 2002). 
Therefore, applicant is advised that drawings of each item in the identification of goods will likely raise
the issue of multiple marks and the application will likely be refused because applicant will be seeking
registration of multiple marks.
 
In addition, applicant is advised that due to the disparate goods, the mark may be refused as failing to
function as a trademark to identify and distinguish all of applicant’s goods from those of others, and to
indicate the source of applicant’s goods.   Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052,
1127; see TMEP §1202.02(f)(i). 
 
Slight variations in appearance of a mark comprising a three-dimensional product design may be
acceptable if all products in a product line or series have a “consistent overall look” such that (1) the
product design conveys a single and continuing commercial impression, and (2) any changes to the
product design do not alter its distinctive characteristics. TMEP §1202.02(f)(i); cf. Rose Art Indus., Inc. v.
Swanson, 235 F.3d 165, 173, 57 USPQ2d 1125, 1131 (3d Cir. 2000) (quoting Rose Art Indus., Inc. v.
Raymond Geddes & Co., 31 F. Supp. 2d 367, 373, 49 USPQ2d 1180, 1184 (D.N.J. 1998), rev’d on other
grounds sub nom. Rose Art Indus., Inc. v. Swanson, 235 F.3d 165, 57 USPQ2d 1125 (3d Cir. 2000))
(requiring a party seeking protection under Trademark Act Section 43(a) for unregistered trade dress of a
series or line of products to establish a “consistent overall look” for the trade dress of those products).
 
Amended Mark Description Required – Made Final
 
In addition to these drawing requirements, applicant must also submit a clear and concise description of
the mark that does the following: 
 

(1) Indicates that the mark is a three-dimensional configuration of the goods or their packaging or
of a specific design feature of the goods or packaging;

 
(2) Specifies all the elements in the drawing that constitute the mark and are claimed as part of the
mark; and

 
(3) Specifies any elements which are not part of the mark and indicates that the matter shown in
broken or dotted lines is not part of the mark and serves only to show the position or placement of
the mark. 



 
See 37 C.F.R. §§2.37, 2.52(b)(2), (b)(4); In re Famous Foods, Inc., 217 USPQ 177, 178 (TTAB 1983);
TMEP §§807.08, 807.10, 1202.02(c)(ii).
 
Specimen Refusal – Made Final
 
The requirement for a matching specimen is now made FINAL.  See 37 C.F.R. §2.63(b).
 
The current specimens fail to show the applied-for mark in the drawing in use in commerce.  Trademark
Act Sections 1 and 45, 15 U.S.C. §§1051, 1127; 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904,
904.07(a), 1301.04(g)(i).  Specifically, the specimen presents the mark in specific shapes representing
specific products; however, the drawing displays the mark as displays the mark as a pattern of holes in
yellow foam. 
 
The drawing shows the mark sought to be registered, and must be a substantially exact representation of
the mark as used on or in connection with the goods and/or services, as shown by the specimen.  37 C.F.R.
§2.51(a); TMEP §807.12(a).  Because the mark in the drawing is not a substantially exact representation
of the mark on the specimen, applicant has failed to provide the required evidence of use of the applied-for
mark in commerce on or in connection with applicant’s goods and/or services.   See TMEP §807.12(a). 
 
An application based on Trademark Act Section 1(a) must include a specimen showing the applied-for
mark in use in commerce for each international class of goods and/or services identified in the application
or amendment to allege use.  15 U.S.C. §1051(a)(1); 37 C.F.R. §§2.34(a)(1)(iv), 2.56(a); TMEP §§904,
904.07(a). 
 
Examples of specimens for goods include tags, labels, instruction manuals, containers, photographs that
show the mark on the actual goods or packaging, and displays associated with the actual goods at their
point of sale.  See TMEP §§904.03 et seq.  Webpages may also be specimens for goods when they include
a picture or textual description of the goods associated with the mark and the means to order the goods. 
TMEP §904.03(i). 
 
Applicant may respond to this refusal by satisfying one of the following for each applicable international
class:
 

(1)  Submit a new drawing of the mark that agrees with the mark on the specimen and, if
appropriate, an amendment to the color claim and/or mark description that conforms to the new
drawing. 

 
(2)  Submit a different specimen (a verified “substitute” specimen ) that (a) was in actual use in
commerce at least as early as the filing date of the application or prior to the filing of an
amendment to allege use and (b) shows the mark or a substantially exact representation of the
mark in the drawing in actual use in commerce for the goods and/or services identified in the
application.
 

For an overview of both response options referenced above and instructions on how to satisfy either option
online using the Trademark Electronic Application System (TEAS) form, please go to
http://www.uspto.gov/trademarks/law/J3.jsp.
 
Advisory – File Will Be Returned to the TTAB

http://www.uspto.gov/trademarks/law/J3a.jsp
http://www.uspto.gov/trademarks/law/J3b.jsp
http://www.uspto.gov/trademarks/law/J3.jsp


 
Applicant is advised that the file will be returned to the TTAB upon issue of this Subsequent Final and the
appeal will resume.  TMBP §1209.01; TMEP §715.04(b).  Any further request for reconsideration of the
application must be made via a request for remand, for which good cause must be shown. See TBMP
§§1204, 1207.02; TMEP §715.04(b). 
 
 
 
 

/Renee Servance/
Renee Servance
Senior Trademark Attorney
Law Office 116
Phone:  571-272-6596 
renee.servance@uspto.gov
 
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp
































To: Foamation Inc. (mkeipdocket@michaelbest.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85690391 - 030450-9004

Sent: 2/11/2015 11:11:16 AM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 2/11/2015 FOR U.S. APPLICATION SERIAL NO. 85690391
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 2/11/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see

mailto:mkeipdocket@michaelbest.com
http://tsdr.uspto.gov/view.action?sn=85690391&type=OOA&date=20150211#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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