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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re: Serial Number 85/680,796
for the mark “BANKRATE”
Applicant: Bankrate, Inc. (a Delaware corporation)

On Appeal from the United States Patent and Trademark Office

APPLICANT’S MOTION TO SUSPEND APPEAL
AND REMAND FOR CONSIDERATION OF ADDITIONAL EVIDENCE

COMES NOW the Applicant, Bankrate, Inc., a Delaware corporation having its principal
place of business at 11760 US Highway 1, #200, North Palm Beach, Florida 33408, and hereby
petitions the Board, pursuant to Trademark Rule 2.142(d), 37 CFR § 2.142(d); TMBP § 1207.02,
to Suspend the Appeal and Remand for Consideration of Additional Evidence, and further states
as follows:

1. A FINAL REFUSAL was issued on February 18, 2014, alleging that Applicant’s claim of
acquired distinctiveness was insufficient.

2. In its response to the first “Non-Final” Office Action, on May 14, 2013, Applicant
submitted a 2(f) claim based on at least 5 years’ prior and continuous use of the mark in
Interstate commerce.

3. The subsequent June 4, 2013 Office Action rejected the 2(f) claim stating that five year’s
use was insufficient to show acquired distinctiveness.

4. The Applicant had been previously granted several prior registrations for the identical
mark based on a mere showing of five years’ use, and believed it would encounter consistent

treatment by the Trademark Office.



5. On December 4, 2013, the Applicant submitted additional statement evidence as to the
extent of the famousness of the “BANKRATE” trademark. Again, the Applicant had be
previously granted several registrations for the identical mark, some without even encountering a
2(e)(1) descriptiveness refusal, and believed the treatment of the present application would be
consistent with the treatment of its previous applications/registrations and that the statement
evidence would suffice.

6. On February 18, 2014, a Final Refusal issued, except now the Office Action changed its
prior position (that the mark was merely descriptive) and now asserted that the applied-for mark,
which is the subject of various prior registrations on the Principal Register, was “generic.”

7. The U.S. Trademark Office has initiated a “Consistency Initiative Pilot Program” which
has been made a permanent program in 2013. The Consistency Initiative Program seeks to
remedy instances of inconsistent practice within the Office and to promote overall high quality
examination.

8. The Applicant submits that “GOOD CAUSE” is hereby shown by virtue first, of the
erratic and inconsistent prosecution treatment that was encountered in the present application,
(Serial Number 85/680,796), insofar as the refusals were essentially a “moving target” (first
“merely descriptive” then “generic”, and secondly, insofar as the Applicant is the owner of
several prior registered marks on the Principal Register, in which either no descriptiveness
refusal was issued, or a descriptiveness refusal was overcome with a five-years’ use, 2(f) claim.
(See: Reg. No. 3,744,336 “BANKRATE” in Class 036 which, upon application, went
straight to publication without any Office Action at all; Reg. No. 4,212,678 “BANKRATE
INSURANCE VERIFIED” in Class 035 which registered without ever encountering a 2(e)(1)

“descriptiveness” refusal; Reg. No. 3,884,812 “BANKRATE SELECT” in Class 035, in which a



2(f) claim was found sufficient to overcome a 2(e)(1) refusal; Application Serial No. 85/510,070
“BANKRATE ADVANTAGE” in which a 2(f) claim was found sufficient to overcome a
disclaimer requirement for “BANK RATE”).

9. Accordingly, insofar as a 2(f) claim had been deemed sufficient by the Trademark Office
in numerous other of Applicant’s “BANKRATE” trademarks, the Applicant’s Motion to
Suspend the Appeal and Remand for consideration of additional evidence, should be granted.

10. The additional evidence sought to be introduced is attached hereto.

Respectfully submitted,

Ll Sogud

Carl I. Spaéﬁuolo

McHale and Slavin, P.A.
Attorney for the Appellant
2855 PGA Blvd.

Palm Beach Gardens, FL 33410
Telephone: (561) 625-6575
cspagnuolo@mchaleslavin.com
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Consistency Initiative

After a complete review of the Consistency Initiative Pilot Program, the Office has determined that it would be useful to both our
customers and the Office to make the Pilot a permanent program. As originally envisioned by the Office, the Consistency
Initiative serves as a valuable instrument for applicants to raise concerns about the occasional instances of inconsistent practice
within the Office and to promote overall high quality examination.

The guidelines for both Non-ID-Related Requests and |D-Related Requests have set appropriate bounds to address consistency
concerns, and they are adopted as the guidelines for the permanent initiative. The guidelines are set forth below for reference.

Non-ID-Related Requests

An applicant may bring to the attention of the Office situations where, in applicant’s opinion, the Office has acted inconsistently in
its treatment of applicant’s pending applications/recent registration(s). For Requests that address substantive or procedural issues
(excluding issues involving identifications of goods and services), applicants’ Requests may include registrations that have issued
within five years. Applicants may submit a Request when a substantive or procedural issue has been addressed in a significantly
different manner in different cases, subject to the following provisions: (1) the Request is based on co-pending applications or an
application and a registration owned by the same legal entity or a successor in interest (e.g., assignee); (2) the registration(s)
involved was issued less than five years prior to the date of the Request; (3) at least one of the applications in the Request is in a
pre-publication status at the time of the Request; and (4) the allegedly inconsistent treatment has already occurred.  Third parties
are prohibited from submitting Requests in this forum, and the Office will not consider or act on such Requests.

ID-Related Requests

Turning to Requests involving identifications of goods and services, applicants may submit a Request when an identification issue
(s) has been addressed in a significantly different manner in different cases (exciuding applications and registrations based on the
Madrid Protocol), subject to the following provisions: (1) the Request is based on co-pending applications or an application and a
registration owned by the same legal entity or a successor in interest (e.g., assignee); (2) the registration(s) involved was issued
less than two years prior to the date of the Request and since the latest edition of the Nice Agreement Concerning the
International Classification of Goods and Services; (3) at least one of the applications in the Request is in a pre-publication status
at the time of the Request with a final Office action containing identification and/or classification requirements; and (4) the
allegedly inconsistent treatment has already occurred. Third parties are also prohibited from submitting Requests in this forum,
and the Office will not consider or act on such Requests.

As stated in the previous notices, the Consistency Initiative is in no way meant to discourage applicants from first contacting the
assigned examining attorneys to address consistency issues. On the contrary, applicants are encouraged to do so because of the
examining attorneys’ familiarity with and knowledge of the issues raised in their Office actions. Applicants should not contact the
examining attorney of any application that has already registered unless the examining attorney is also assigned to one of the co-
pending applications at issue. Applicants who are unable to resolve any issue associated with consistency in co-pending
applications assigned to more than one examining attorney may always contact the managing atforneys of the law offices

Sl A usets o iadsnarks Qe TM Contact lnfo sps involved.

in alt Requests, applicants must briefly describe the allegedly inconsistent action, list the application(s) and/or registration(s)
involved, and clearly mark at the top of the page the nature of the Request (e.g., . Request for Consistency Review of a
Substantive/Procedural Issue, Request for Consistency Review of Identification). All Requests will be scanned into the USPTO’s
database and will be viewable by the public through Trademark Status and Document Retrieval (TSDR). Applicants may not
submit additional evidence. If evidence is submitted, it will not be considered during this process.

The Office will promptly review and consider each Request. The Office will not respond directly to the Request, but action will be
taken in the pending application(s) if the Office deems it appropriate. Requesters can expect that any action taken should occur
within four to six weeks of the date of the Request, and requesters may monitor changes in the identified applications through
TSDR. Requesters should note, however, that subsequent action taken by the Office may differ from that requested.
Alternatively, the Office may determine that different handling of the cases is appropriate, and no action will be taken. Generally,
no action can be taken to amend, or cancel and restore to application status any existing registrations as a result of a Request.

Applicants must send requests to TMCONSISTENCY@USPTO.GOV. The filing of a Request does not provide a basis to request
suspension of an application or appeal and will not stay the period for replying to an Office action, filing a notice of appeal or
submitting any other filing that is due before the Office.

This page is owned by Trademarks. Last Modified: 6/5/2013 3:37:18 PM

http://www.uspto.gov/trademarks/notices/consistency_permanent.jsp 10/10/2014



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re: Serial Number 85/680,796
for the mark “BANKRATE”
Applicant: Bankrate, Inc. (a Delaware corporation)

On Appeal from the United States Patent and Trademark Office

DECLARATION OF TED ROSSMAN
UNDER §37 C.F.R. §2.20, SUPPORTING CLAIM OF DISTINCTIVENESS

This declaration is prepared and provided under 37 C.F.R. Sec. 2.20, and is signed by TED
ROSSMAN, Public Relations Manager, Bankrate, Inc.

1. The undersigned individual is the Public Relations Manager for Bankrate, Inc., and hereby
states that it is within the scope of my employment with Bankrate, Inc. to become and remain aware
of, compile statistics relating to, and record, the profile of public awareness of the “BANKRATE”
trademark.

2. [ am aware that Bankrate, Inc. is owner of the “BANKRATE” trademark which is the subject
matter of federal application, Serial No. 85/680,796 and subsequent Appeal to the U.S. Trademark
Trial & Appeal Board, and that 1 am authorized to make this Declaration Under 37 C.F.R.§ 2.20
Supporting Bankrate Inc’s claim of distinctiveness.

3. Bankrate, Inc. is a leading authority in the publishing of financial statistics, data, and
information. The Bankrate.com website, which promotes and supports the BANKRATE trademark,
provides free financial, consumcr, banking, employment and insurance information on more than 300
financial products, including mortgages, credit cards, new and used automobile loans, money market
accounts, certificates of deposit, checking and ATM fees, home equity loans and oniine banking fees.
The BANKRATE website represents the Internet’s leading aggregator of financial rate information
universally known to be associated with an offering of an unparalleled depth and breadth of rate data
and financial content.

4. The BANKRATE mark represents financial coverage of nearly 600 local markets in all 50
U.S. states, generating over 172,000 distinct rate tables capturing over three million pieces of
information daily.
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5. The BANKRATE mark enjoyed over 90,000 attributable media mentions or interviews in

2011, including numerous television features on major networks. In 2012, BANKRATE was
mentioned in the media approximately 113,000 times. Bankrate, Inc. distributes its content, under
the BANKRATE trademark, on a daily basis to over 500 major online partners and print publications.

6. I am personally aware that, in 2013, the BANKRATE trademark was mentioned in the media
approximately 233,664 times. From January 1, 2014 to September 24, 2014, the BANKRATE
trademark was mentioned approximately 202,207 times. A vast majority of these media mentions are
in the context of citing the BANKRATE trademark as the authority supporting the statistic or
financial fact being discussed.

7. Attached to this Declaration is the September 25, 2014 Bankrate Public Relations and Social
Media Update which is prepared under my direction and supervision and reflects public mentions of
the BANKRATE trademark. This Media Update demonstrates that the BANKRATE trademark is
mentioned and regarded as an authority in financial and business affairs, by media outlets ranging
from CBS Evening News, to the Associated Press, to the Wall Street Journal, USA Today,
CNNMoney, Fox Business Network, MarketWatch, Bloomberg, ABC News Radio, TIME, Forbes,
U.S. News & World Report, Yahoo! Finance, and numerous others.

8. I am personally aware that, during the year ending December 31, 2013, Bankrate, Inc.
generated revenue of over $400 million, a significant portion of which was generated from services
under the BANKRATE trademark.

9. To my knowledge, the “BANKRATE” mark is well known, respected, trusted, and distinct in
the industry and serves as an immediate and obvious source identifier of Bankrate, Inc. and that the
mark “BANKRATE” has become distinctive of the services through the applicant’s substantially
exclusive and continuous use in commerce for at least the past 16 ycars immediately before the date
of this statement.

10. 1 am personally aware of and responsible for the collection of statistics regarding the media
mentions and cites to the BANKRATE trademark in the context of attributing BANKRATE as a
credible financial and business authority. We collect statistics of BANKRATE media mentions
through employment of a Public Relations program called Vocus, a broadcast monitoring service
called “TV EYES”, and manual monitoring and searching of the Internet.

11. Many television and radio placements and cites to the BANKRATE trademark arc found at
http://pr.bankrate.com and http://pr.bankrate.com/frmAdvanceScarchBasic.aspx?from=search
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12. I hereby acknowledge being warned that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under 18 U.S.C.§1001, and that such willful false
statements may jeopardize the validity of the application or any resulting registration, I dcclare that
the facts set forth in this application are true; that all statements made of my own knowledge are true;
and that all statements madc on information and belief are believed to be true.

Respectfully submitted,

Ted Rossman, Public Relations Manager
Bankrate, Inc.

McHale & Slavin, P.A.

2588 PGA Blvd.

Palm Beach Gardens, FL 33410

Ph: (561) 625-6575 Fax: (561) 625-6572



Bankrate, Inc. Public Relationsand Social M edia Update
September 11-24, 2014
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http://pr.bankrate.com/frmsearch.aspx?fname=WJW_09-15-2014_12.45.49.wmv
http://pr.bankrate.com/frmsearch.aspx?fname=KRIV_09-12-2014_08.42.57.wmv
http://pr.bankrate.com/frmsearch.aspx?fname=CNN_09-12-2014_09.25.07.wmv
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http://pr.bankrate.com/frmsearch.aspx?fname=FBN_09-16-2014_10.42.14.wmv
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http://www.cbsnews.com/news/millennials-prefer-savings-accounts-to-stock-market/
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