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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85667978

CORRESPONDENT ADDRESS:
STEVEN SEREBOFF

SOCAL IP LAW GROUP LLP
310 N WESTLAKE BLVD., SUITE 120 GENERAL TRADEMARK INFORMATION:

WESTLAKE VILLAGE, CA 91362 http://www.uspto.gov/trademarks/index.jsp

VIEW YOUR APPLICATION FILE

APPLICANT: Web.com, Group, Inc.

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

uspto@socalip.com

REQUEST FOR RECONSIDERATION DENIED

ISSUE/MAILING DATE: 12/8/2014




The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B),
(a)(2)(E), 715.04(a). The requirement(s) and/or refusal(s) made final in the Office action dated March
31, 2014 are maintained and continue to be final. See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action. In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues. Accordingly, the request is denied.

Note that while the amended recitation of services is acceptable, it does not obviate the refusals.

Further, applicant’s prior registration does not overcome the issues because the effect of
incontestability applies only where the identical part of the applied-for mark would not be considered
generic. TMEP Section 1216.02. Here, applicant’s mark is generic and so the effect of incontestability
does not apply in this case. A mark which is generic is not protected by an Affidavit of Incontestability.

See the attached additional evidence showing that the word “WEB” is used generically by those in the
trade for the described services. WEB is equally generic for the described services as the word applicant
uses in its identification, web site. Adding .com and color to this generic term does not alter its generic
nature. The non-source-identifying generic top-level domain (gTLD) “.com” merely indicates an Internet
address for use by commercial, for-profit organizations. See, e.g., In re 1800Mattress.com IP LLC, 586
F.3d 1359, 1364, 92 USPQ2d 1682, 1685 (Fed. Cir. 2009); In re Hotels.com, L.P., 573 F.3d 1300, 1301,
1304, 91 USPQ2d 1532, 1533, 1535 (Fed. Cir. 2009); In re Oppedahl & Larsen LLP, 373 F.3d 1171, 1175-
77,71 USPQ2d 1370, 1373-74 (Fed. Cir. 2004); see also TMEP §§1209.03(m), 1215.01. The color cannot
carry this generic mark.

The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).

If time remains in the six-month response period to the final Office action, applicant has the
remainder of the response period to comply with and/or overcome any outstanding final
requirement(s) and/or refusal(s) and/or to file an appeal with the Board. @~ TMEP



§715.03(a)(2)(B), (c). However, if applicant has already filed a timely notice of appeal with the
Board, the Board will be notified to resume the appeal. See TMEP §715.04(a).

/Rebecca Gilbert/
Rebecca Gilbert
Examining Attorney
Law Office 103
571-272-9431

rebecca.gilbert@uspto.gov
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Your website. It's the first interaction that many people have with your business. What kind of a first impression does it make?

5 of making sure that first impression is exceptional

We're in the: busi
Loaking to generate more keads? Sell products onbne? Tame a complax, content-haavy websile?
Our team of DC web design experts buikds websites that look good, appear at the top of search resulls and are fine-tuned 1o convert Wsitors info customers.

It doesn't maser if you are starting from scratch or buikling on an estabiished brand. fers bulid a bemor website for your business together.
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READY TO LEARN MORE?
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MOEILE RESPONSIVE
[Does your website work well on smartphanes and tabiets? Customers are increasingly viewing websites on déferent devices, 50 17s essential fat your webste works well on any device

* Duskfor Googie

BUILT FOR GOOGLE

What paint of having & i dy visits it7 Ged 1o the top of Google with our SEO sokions 1o your needs and desig your raic and

x Dy t3 Upctn

EASY TO UPDATE

Make your own content updates and more. We'l help you to select the best platform for your new website. We usually work with WordPress, Magento and Drupal platforms.
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YOUR DC WEB DESIGN PARTNER

We're thriled that you're considening us for your upcameng web design progect. It's important o us thal you feel kke part of the team from the beginning. Let's discuss your ideas, talk about some different goals P g your website to ke,

O business sits neatly between tand red larger o B ¢ of this, we dre abike b provide " B with using & big firm, But with th security of knowing that
SOMEans will Akways be o hand 10 ASS1S1 you IF yOu Ever fun ko problems with your wabsie

A one-stop-shop for all your web needs

i work on all SOMS of Propecs, Dig and small, and wie'd NKE 10 60 Know mon: About yours. Cur MESSIon 510 proice evenyhing hil our chents need 10 SucCesshully design, Bunch and run Meir onine markeling campaigns.




Unsupported browser
This sile was designed for moden be and tesied Explorer version 10 and later
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440+ Video Courses
From Expert Instructors




o All Aboul Styke Guides.

« Design School for Developers.

= Desigring and Buikding Webisites With Macaw
« Leamning Guides

Al Topics.

Desgn & Bustrebon.

Code

Web Design
Adobe Pholoshon
css

Responsive Web Design
s Deaign
Workiiow
Music & Audia
Frota & Video
30 & Moton Graphics
Business.

Suggest a course —
Course Bundies

Upcoming Courses:

Upcoming Courses

woro
Understanding ¥ideo cn the Web
Tom Geean
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Responsive Web Design Revisited
Kezz Beacey

g Your Services and Winning Werk
Padl Beag

Broese &l upcoming

Web Design

©8% Animation in the
Real Werld

20 days age 3 b

woRDPRE 33
A Baginner's Guice to
Using WordPrass

T days oged | s
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Admin interface Design
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Bullding Easy
Responsive Layouts
With Jest
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SEMANTIC U1

Become a G35
Superhars With Stylus

REAFON 1VE WEB B8 1100
Media Queries inside
out
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WORKFLOW

Cesign

1 500 2002 Bser.

PATTEEN LABRARIE S
Building Your

Pattern Library for the
Web

5 ey 21T

BooTsTRAP 3
Basigning In the
Browser With
Boctsirap

1 ko 29942 1 By
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ADODE MUSE

Getting Started with
SVG for Web Design

et

7o Teaching sk 1o méions woridwide
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123WebDesign:

Web Design Made Easy

——

e
3 b D - Profassionsl mabats desin senvces.

Standard g Premium @ E-Business
Package Package

-3 Complete Web Design Solution :
Package
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+ Expert web design hosted by the best web hosting provider
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+ Efficient Investment. Maximum Return.
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» Commitment with a purpose. Your Success.
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Home  Web Hosting  WordPress Services  Joomia Services  Cur Technology  OurSuppom  AboutlUs  AMillates

Web Hosting Crafted With Care

Inspired by our unigue handmade philosophy!

i See Plans © Sign Up

What makes our web hosting superior?
Watch the videos below to see our unique approach in action!

£




Qur Security Qur Speed Qur Support
Why aree our speed, security and ¢ do Bhings most other wouldn'l even consider possible] We
dinveloped cur own soltians o hefp protiet your webrsile from hacks. Wi your webssite un over &

hundred times faster. And we have amazing, fast, expenenced and helphu indiaduals working in cur suppoet team

Expertise in hosting web applications!
The maost popular apps run better on our servers than anywhere else!

Joormila Hosting o WaordPress Hosling m Magenio Hosting
Chick 1o learn moee| '-\\ !;' Chick 10 kearn more! Chick 1o beam mare!

We craft spec for Joomia, 55, Magento p other popular web applications. To IMprove your expenence wish
these tooks, we have created our own opimized server setup, unique secunty and speed systems, detailed futonals, free tempilates eic.

Different hOSfIﬂg platforrns to suit every need!
Each type of hosting service we provide is further optimized with unique performance tweaks!
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Web Hosting Cloud Hosting

The uilimuade SPuared Solutions! Hgh perormance ¢ioud platioem|
PRICES FROM PRICES FROM
$3.95/mo. $68.95/mo.

m mMore

=

Dedicated Hosting

Premium fully-managed machines!

PRICES FROM

$217.50/mo.

Qur customers love us!
Wa ara ratad 4 Q7 / £ NN ihaead an 424 Sitarannd Raviswe)
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Paul Delbar

Latest From Blog
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