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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant: Sony Mobile Communications Inc. (current owner by recorded assighim
Serial No: 85/657,527

Filed: June 21, 2012

Mark: XPERIA

Attorney's Reference: 74725-334364
Commissioner for Trademarks

P.O. Box 1451

Alexandria, Virginia 22313-1451

REQUEST FOR REMAND

Applicant hereby requests that the Trademark Trial and Appeal Board (thedBcaispend
the present appeal and remand this application to the Examining Attorney foerfxamination
based on the attached newly submitted evidence. Applicant also requests thatrthieikg Attorney
withdraw the Section 2(d) refusal of registration based on this new evidence.

BACKGROUND

This application is currently under an appeal of the “final” refusal under Se2{idnof the
Trademark Act based upon an alleged likelihood of confusion between ApplicaRER¥A mark
(“Applicant’'s Mark”) and the marks in the following registrations:

1. Registration No. 4,030,262, for the mark EXPERIA, owned by Mr. Gareth Alexisdat
Jones.

2. Registration No. 4,236,360, for the mark XPERIA, owned by Online Data Systems, Inc.
DBA Xperia.

(Collectively the “Cited Registrations?).
For the reasons set forth below, it is requested that this application be rechémdhe

Examining Attorney for further consideration of the Section 2(d) refusal with réspeabe Cited

! The “final” refusal was also previously based on Registration N864,875. However, that registration was cancelled

under Section 71 on August 21, 2015, and has been removed asoarbgistration of Applicant’s Mark.
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Registrations in view of the additional evidence discussed below. It is also steguthat the
Examining Attorney withdraw the Section 2(d) refusal and approve the present applidat
publication in the Official Gazette.

FACTS

The general facts relevant to this Request for Remand are as follows:

On April 2, 2014, Applicant filed the present appeal with the Board. Applicant
simultaneously filed a Request for Suspension of this appeal based on the possibility that
Registration No. 3,564,875 would be cancelled for failure to file an afftdzihvcontinued use. On
May 6, 2014, the Board granted Applicant’'s Request and suspended the appeal.

On September 19, 2015, the Board issued an Order (1) dismissing of the appeal as moot
with respect to Registration No. 3,564,875, because it was cancelled; (2) magtdie refusal
with respect to Registration Nos. 4,030,262 and 4,236,360; and (3) resuming the appeal and setting
the November 19, 2015 deadline for the filing of Applicant’s Appeal Brief.

ARGUMENTS

TBMP § 1207.02 states that an applicant may introduce additional evidence after ah appea
has been filed by filing a written request with the Board to suspend the bgppdaemand the
application for further examination, provided the request includes a showing of good oatlse f
request. Such a request may take the form of a satisfactory explanation ag tteevdvidence was
not filed prior to appeal.d.

l. REGISTRATION NO. 4,236,360

For the reasons set forth below, Applicant requests that the Board suspend the agpeal a
remand the application for further examination with respect to Regstrato. 4,236,360.
Applicant’s predecessor-in-interest, Sony Mobile Communications AB, anch@©blata Systems,

Inc. (“ODS”), the owner of this cited registration, have entered into tteched U.S. Consent to
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Register and Coexistence Agreement (the “Agreement”), as part of whichh@a®8&onsented to
Applicant’s use of Applicant’'s Mark in the present application. Applicant noteshigafgreement
became effective July 30, 2014, after the present appeal had been filed. As agApglitiant was
not in a position to file the Agreement prior to filing the appeal on April 2, 2014.

TBMP § 1207.02 states that “...the Board will grant a request to suspend and remand for
consideration of a consent agreement if the request, accompanied by the consaneagrss filed
at any time prior to the rendering of the Board'’s final decision on the appeal.thEdobregoing
reasons, Applicant’'s Request should be granteeke Id

In addition, for the reasons set forth below, Applicant requests that the Examirtimnéy
withdraw the Section 2(d) refusal with respect to this registration. dtviell-settled rule of federal
trademark law that consent agreements should be given great weight, and theanhmaing
Attorney's judgment should not be substituted for that of the parties unless the otbes thearly
dictate a finding of likelihood of confusiorsee Amalgamated Bank of New York v. Amalgamated
Trust & Savings Banlg42 F.2d 1270, 6 USPQ2d 1305 (Fed. Cir. 1988)ngrain International
(American) Corp. v. Delice de France In811 F.2d 1479, 1 USPQ2d 1775 (Fed. Cir. 1987); land
re N.A.D. Inc, 754 F.2d 996, 224 USPQ 969 (Fed. Cir. 1985).

The present Agreement sets forth the reasons that the parties believe thibhaddkef
confusion does not exist between Applicant's Mark and the cited mark, namelgckheflany
known instances of actual consumer confusion and the differences between the pestiestive
goods and/or services. The Agreement also states that the parties will watthetogeresolve any
unexpected instances of consumer confusion, should they arise. Thus, the Agreement is not mere
naked consent and, as such, should be accepted by the Examining Attorney as conclusinee evide

that a likelihood of confusion does not exist between Applicant's Mark and the maitkdh c
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Registration No. 4,236,360. For the foregoing reasons, the Examining Attorney shouldawithdr
the Section 2(d) refusal with respect to this registration.

Based on all the foregoing, Applicant respectfully requests that the Board remand
Applicant’s application to the Examining Attorney, and that the ExaminingrAgy withdraw the
likelihood of confusion refusal with respect to cited Registration No. 4,236,360.

Il. REGISTRATION NO. 4,030,262

For the reasons set forth below, Applicant requests that the Board suspend the agpeal a
remand the application for further examination with respect to Regstrato. 4,030,262.

Applicant hereby submits an unsigned Microsoft Word version of the previously submitted signe

May 11, 2014 Letter Agreement between Applicant’s predecessor-in-interest amdribeof this
cited registration, Mr. Gareth Alexis Watson Jones (“Gareth Jones”)201EL Letter Agreement”
or the “Agreement”). For ease of reference, a copy of the signed Agrgese-submitted

herewith. The Examining Attorney previously deemed the signed version illegiblerars] did

not consider the content of the letter when denying Applicant’s March 20, 2014 Request for
Reconsideration. The unsigned Word version of the 2011 Letter Agreement, which Applicant

recently discovered, is of probative value, and not cumulative in nature, becauBeratle the

Examining Attorney to understand the content of the previously submitted signed version of the
Agreement.

The following factors show good cause to suspend the appeal and remand the application to
the Examining Attorney for consideration of this additional evidence: (1) Applicamiaidubmit
the Word version of the 2011 Letter Agreement before filing this appeal because&mpias
only recently able to locate the Word version; (2) neither Applicant nor the Examittogney

have prepared and filed Appeal Briefs prior to this Request; and (3) as iediabbve, this
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additional evidence is not cumulative in nature. For the foregoing reasons, ApjdiBamafuest
should be grantedSeeTBMP § 1207.02.

In addition, for the reasons set forth below, Applicant requests that the Examirtiorgéy
withdraw the Section 2(d) refusal with respect to this registration. tBd@nes has amended the
identification of goods in the cited EXPERIA registration in a manner to médar ¢to consumers
that his goods and those of Applicant do not come from a common party. To that end, the

identification of goods in this cited registration expressly indicatesth®goods are not, and are

not related to, mobile phones or accessories and applications for cellular or plotwies. These
provisions, and the other content of the 2011 Letter Agreement, show that neither Gaetndr
Applicant believes a likelihood of confusion exists between Applicant's XPERIAraad the
cited EXPERIA mark. For the foregoing reasons, the Examining Attorney should withiiea
Section 2(d) refusal with respect to this registration

Based on all the foregoing, as well as the arguments and evidence alreadpaf,
Applicant respectfully requests that the Board remand Applicant’s applicatithre tExamining
Attorney, and that the Examining Attorney withdraw the likelihood of confusion refughl w
respect to cited Registration No. 4,030,262.

CONCLUSION

For the foregoing reasons, Applicant respectfully requests that this apptidagiremanded
to the Examiner for consideration of the attached additional evidence, and fuetomsideration of

the Section (2) likelihood of confusion refusal in view of the same. It is also requsiethe
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Examining Attorney withdraw the Section 2(d) refusal and approve the present applidat
publication in the Official Gazette.

Respectfully submitted,

Andrew D. Price

Scott M. Oslick

Venable LLP

P.O. Box 34385

Washington, D.C. 20045-9998
Telephone: (202) 344-8156
Fax: (202) 344-8300
Attorneys for Applicant

Dated: By:

10243481-vl



U.S. Consent to Register and Coexistence Agreement

This agreement is entered into by and between Sony Mobile Communications AB, a
corporation organized under the laws of Sweden with an address of Nya Vattentornet, SE-221 88
Lund, Sweden (hereinafter referred to as “Sony Mobile”) and Online Data Systems, Ine., a
corporation organized under the laws of Pennsylvania with an address of 22 S. Second Street,
Emmaus, Pennsylvania 18098 USA. (hereinafter referred to as “ODS”), which together are the
parties (“Parties™) to this agreement, This agreement will be effective on the date of the last
signature hereto,

WHEREAS, Sony Mobile is the owner of U.S. Application Serial Nos. 85657527,
86211712, 86211733, 85954912, 86222878, 86135676, 85951400, 85654714, 85582481, and
85328680 for marks that consist of or contain XPERIA (“Sony Mobile’s Marks™) covering a
variety of goods and/or services as deseribed in Appendix A (collectively “Sony Mobile’s
Applications™);

WHEREAS, ODS is the owner of U.S. Registration No. 4,236,360 for the mark
XPBRIA (together with Sony Mobile’s Marks collectively referred to as the “Parties’ Marks™),
covering the goods and services as described in Appendix B (“ODS’ Registration™);

WHEREAS, ODS’ Registration has been cited as a bar to at least one of Sony Mebile’s
Applications by the U.S. Patent and Trademark Office, and may be cited against others;

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency
of which is hereby acknowledged, the Parties agree as follows for the United States:

1. The Parties are not aware of any actual confusion in the marketplace between the Parties’
Marks.

2. ODS uses its mark XPERIA on or in connection with goods and services in the field of
enterprise resource planning (ERP) to enable businesses to more effectively plan and
manage their operations, supply chain, and customer relationship management (CRM)
business practices, and Sony Mobile does not and will not use Sony Mobile’s Marks in
the field of ERP.

3. Inview of the differences between the goods/services connected with the Parties’ Marks,
the Parties agree there is no likelihood of confusion between the Parties’ Marks,

4. The Parties agree to notify one another if they learn of any actual confusion between the
Parties’ Marks, and cooperate to eliminate or minimize any such confusion that might
arise.

5. ODS consents to (i) Sony Mobile’s use and registration of Sony Mobile’s Marks for the
goods and/or services identified in Sony Mobile’s Applications,' and (ii) Sony Mobile's

! Recognizing that Sony Mobile’s Applications are still pending and that the identification of goods and/or services
therein may change before registration, the Parties intend this provision to cover both the current identification of
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use and registration of any mark that consists of or contains XPERIA for any mobile
computer or communications apparatus or devices, computer software (both
downloadable and non-downloadable) for mobile computer or communications apparatus
or devices, accessories for mobile computer or communications apparatus or devices, any
telecommunications services, entertainment services, entertainment content (both
downloadable and non-downloadable content provided online), and any goods or services
related to the foregoing. Notwithstanding the foregoing, Sony Mobile agrees that none of
its existing or future applications will expressly identify goods or services in the field of
ERP, or that any of its existing registrations will be amended in such a manner.

Sony»Mob le Communjeations AB
Date; Z0H-0F5 O /Q\W

\/\I)‘b é\)O l:/é/\\) oy

Name

oG AL COONSEA PR

Title

Online Data Systems, Inc.

Date: & / :ZL!B f By ?5/]&;«/4/’ ?MJ&WL

CEJE D@,U eTT
Name
"Chesifew T
Title

goods and/or services in Sony Mobile’s Applications and the identification of goods and/or services ultimately
included in the resulting registrations.
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Appendix A: Sony Mobile’s Applications

" AppiNo,

85657527

Class 9
Mobile phones; smart phones; digital or electronic tablets for
the recording, transmission, processing and reproduction of
sound, images or data; personal digital assistants (PDAs);
portable and handheld digital electronic devices for the
recording, transmission, processing and reproduction of
sound, images or data; portable and handheld digital electronic
devices for the recording, transmission, processing and
reproduction of sound, images or data, namely, accessories for
the foregoing devices excluding mobile phones, namely,
devices for hands-free nse; accessories for the foregoing
devices excluding mobile phones, namely, headsets,
earphones, ear buds, chargers, batteries, cases, covers, holders,
NFC tags, screen protectors, SIM card adaptors, speakers,
docking stands, cradles, desk stands, and cables; computer
application software for the foregoing devices excluding
mobile phones, namely, computer operating systems,
computer operating software, computer diagnostic software
for troubleshooting in the nature of diagnosing hardware and
software problems, and computer software for recording,
transmission, processing and reproduction of sound, images or
data; embedded computer application software used as an
electronic feature found on the foregoing devices excluding
mobile phones, namely, computer operating systems,
computer operating software, computer diagnostic software
for troubleshooting in the nature of diagnosing hardware and
software problems, and computer software for recording,
transmission, processing and reproduction of sound, images or
data; accessories for mobile phones, namely, devices for
hands-free phone use, headsets, earphones, ear buds, chargers,
batteries, cases, covers, holders, NFC tags, screen protectors,
SIM card adaptors, speakers, docking stands, cradles, desk
stands, and cables; computer application software for mobile
phones, namely, computer operating systems, computer
operating software, computer diagnostic software for
troubleshooting in the nature of diagnosing hardware and
software problems, and computer software for recording,
transmission, processing and reproduction of sound, images or
data; embedded computer application software used as an
electronic feature found on mobile phones, namely, computer
operating systems, computer operating software, computer
diagnostic software for troubleshooting in the nature of
diagnosing hardware and software problems, and computer
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software for recording, transmission, processing and
reproduction of sound, images or data

86211712

XPERIA

Class 9

Apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; mobile computing
and communication devices, namely, mobile phones,
smartphones, personal digital assistants (PDAs), tablet
phones, tablet computers, mobile computers, mobile apparatus
for recording, transmission, processing and/or reproduction of
data, sound and/or images, and wearable apparatus to monitor
and provide feedback on physical, social and/or entertainment
activities and/or interact with the foregoing devices;
accessories for apparatus for recording, transmission,
processing and/or reproduction of data, sound and/or images;
accessories for the foregoing mobile computing and
communication devices; accessories for the foregoing mobile
computing and communication devices, in the nature of
devices for hands-free phone use, headsets, earphones, ear
buds, chargers, batteries, cases, covers, holders, NFC tags,
screen protectors, SIM card adaptors, speakers, docking
stands, cradles, desk stands, and cables; computer software for
apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; computer software
for the foregoing mobile computing and communication
devices; computer software for the foregoing mobile
computing and communication devices, in the nature of
computer operating systems, computer operating software,
computer diagnostic software for troubleshooting in the nature
of diagnosing hardware and software problems, and computer
software for recording, transmission, processing and/or
reproduction of sound, images and/or data; embedded
computer software used as a feature found on apparatus for
recording, transmission, processing and/or reproduction of
data, sound and/or images; embedded computer software used
as a feature found on the foregoing mobile computing and
communication devices; embedded computer software used as
a feature found on the foregoing maobile computing and
communication devices, in the nature of computer operating
systerns, computer operating software, computer diagnostic
software for troubleshooting in the nature of diagnosing
hardware and software problems, and computer software for
recording, transmission, processing and/or reproduction of
sound, images and/or data; downloadable software for
apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; downloadable
software for the foregoing mobile computing and
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communication devices; downloadable software for the
foregoing mobile computing and communication devices, in
the nature of computer operating systems, computer operating
software, computer diagnostic software for troubleshooting in
the nature of diagnosing hardware and software problems, and
computer software for recording, transmission, processing
and/or reproduction of sound, images and/or data; parts and
fittings for apparatus for recording, transmission, processing
and/or reproduction of data, sound and/or images; and parts
and fittings for the foregoing mobile computing and
communication devices

86211733

KXKPERIA

Class 9

Apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; mobile computing
and communication devices, namely, mobile phones,
smartphones, personal digital assistants (PDAs), tablet
phones, tablet computers, mobile computers, mobile apparatus
for recording, transmission, processing and/or reproduction of
data, sound and/or images, and wearable apparatus to monitor
and provide feedback on physical, social and/or entertainment
activities and/or interact with the foregoing devices;
accessories for apparatus for recording, transmission,
processing and/or reproduction of data, sound and/or images;
accessories for the foregoing mobile computing and
communication devices; accessories for the foregoing mobile
computing and communication devices, in the nature of
devices for hands-free phone use, headsets, earphones, ear
buds, chargers, batteries, cases, covers, holders, NFC tags,
screen protectors, SIM card adaptors, speakers, docking
stands, cradles, desk stands, and cables; computer software for
apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; computer software
for the foregoing mobile computing and communication
devices; computer software for the foregoing mobile
computing and communication devices, in the nature of
computer operating systems, computer operating software,
computer diagnostic software for troubleshooting in the nature
of diagnosing hardware and software problems, and computer
software for recording, transmission, processing and/or
reproduction of sound, images and/or data; embedded
computer software used as a feature found on apparatus for
recording, transmission, processing and/or reproduction of
data, sound and/or images; embedded computer software used
as a feature found on the foregoing mobile computing and
communication devices; embedded computer software used as
a feature found on the foregoing mobile computing and
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communication devices, in the natie of computer operating
systems, computer operating software, computer diagnostic
software for troubleshooting in the nature of diagnosing
hardware and software problems, and computer software for
recording, transmission, processing and/or reproduction of
sound, images and/or data; downloadable software for
apparatus for recording, transmission, processing and/or
reproduction of data, sound and/or images; downloadable
software for the foregoing mobile computing and
communication devices; downloadable software for the
foregoing mobile computing and communication devices, in
the nature of computer operating systems, computer operating
software, computer diagnostic software for troubleshooting in
the nature of diagnosing hardware and software problems, and
computer software for recording, transmission, processing
and/or reproduction of sound, images and/or data; parts and
fittings for apparatus for recording, transmission, processing
and/or reproduction of data, sound and/or images; and parts
and fittings for the foregoing mobile computing and
communication devices

85954912

XPERIA
LOUNGE

Class 9

Computer application software, including downloadable
software for mobile phones, digital or electronic tablets for the
recording, transmission, processing and reproduction of
sound, images or data, personal digital assistants (PDAs),
portable and handheld digital electronic devices for the
recording, transmission, processing and reproduction of
sound, images or data, and accessories for the foregoing,
namely, software to deliver digital entertainment content,
films, film and movie trailers, music, games, news, sports,
promotional offers, contests, and vouchers; downloadable
entertainment content, namely, music, music videos, films and
movies in the fields of children’s, family, drama, action,
comedy, adventure, science-fiction, fantasy, thriller, and
horror entertainment, for mobile phones, digital or electronic
tablets for the recording, transmission, processing and
reproduction of sound, images or data, personal digital
assistants (PDAs), portable and handheld digital electronic
devices for the recording, transmission, processing and
reproduction of sound, images or data, and accessories for the
foregoing

Class 38

Streaming of audio, visual and audiovisual material, including
from concerts, via the Intemet, to mobile phones, digital or
electronic tablets for the recording, transmission, processing
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and reproduction of sound, images or data, personal di gital
assistants (PDAs), portable and handheld digital electronic
devices for the recording, transmission, processing and
reproduction of sound, images or data, and accessories for the
foregoing; internet portal services for the delivery of audio,
visual and audiovisual material, including from comeetts, to
mobile phones, digital or electronic tablets for the recording,
transmission, processing and reproduction of sound, images or
data, personal digital assistants (PDAs), portable and handheld
digital electronic devices for the recording, transmission,
processing and reproduction of sound, images or data, and
accessories for the foregoing

Class 41

Providing online entertainment, namely, providing non-
downloadable audio, visual and audiovisual material, namely,
games, news, sports, contests, music, music videos, films and
movies in the fields of children's, family, drama, action,
comedy, adventure, science-fiction, fantasy, thriller, and
horror entertainment, to mobile phones, digital or electronic
tablets for the recording, transmission, processing and
reproduction of sound, images or data, personal digital
assistants (PDAs), portable and handheld digital electronic
devices for the recording, transmission, processing and
reproduction of sound, images or data, and accessories for the
foregoing

86222878

XPERIA T2
ULTRA

Class 9

Mobile phones; smartphones; accessories for the foregoing in
the nature of devices for hands-free phone use, headsets,
earphones, ear buds, chargers, batteries, cases, covers, holders,
NFC tags, screen protectors, SIM card adaptors, speakers,
docking stands, cradles, desk stands, and cables

86135676

XPERIA
TABLET Z

Class 9

Digital or electronic tablets for the recording, transmission,
processing and reproduction of sound, images or data; and
accessories therefor

85951400

XPERIA
DIAGNOSTICS

Class 9

Downloadable software in the nature of a mobile application
for mobile phones, smart phones, and tablet computers
featuring mobile phone functionality, namely, software for
diagnosing hardware, software, and firmware problems, and
for educating users of the foregoing devices how the devices
work and the status of the devices

Class 42
Technological consulting services in the field of mobile
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phones, smart phones, and tablet computers featuring mobile
phone functionality, and software therefor; technological
services in the field of mobile phones, smart phones, and
tablet computers featuring mobile phone functionality, and
software therefor, namely, troubleshooting in the nature of
diagnosing hardware, software, and firmware problems and
repair of computer software and firmware; and providing
temporary use of non-downloadable computer software for
mobile phones, smart phones, and tablet computers featuring
mobile phone functionality, namely, software for diagnosing
hardware, software, and firmware problems, and for educating
users of the foregoing devices how the devices work and the
status of the devices

85654714

XPERIA ILO

Class 9

Mobile phones; accessories for mobile phones, in the nature of
headsets, devices for hands-free phone use, chargers, batteries,
cases, covers, holders, docking stands, and cables ’

85582481

XPERIA DUO

Class 9

Mobile phones; accessories for mobile phones, in the nature of
headsets, devices for hands-free phone use, chargers, batteries,
cases, covers, holders, docking stands, and cables

85328680

XPERIA PLAY

Class 9
Mobile phones and accessories for mobile phones
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Appendix B: ODS’ Resistration

REgaNo. ST Mark |

it - Goods/Services |

4236360

XPERIA

Clags 9
Computer software for accounting, including general ledger,
accounts payable, accounts receivable, payroll and credit
management, production and inventory management and
control, warehouse and distribution management, procurement
including requisition purchase orders and tracking of order
fulfillment and customer service * all of the foregoing being
enterprise management software in the import, manufacturer
and distributor industries other than the telecommunications
industry, *?

Class 42 ‘

Computer software development in the field of accounting,
including general ledger, accounts payable, accounts receivable,
payroll and credit management, production and inventory -
management and control, warehouse and distribution
management, procurement including requisition purchase orders
and tracking of order fulfillment and customer service

*The wording between the asterisks was added via a Section 7 amendment to the registration on June 18, 2013,
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-\f ENABLE 575 7th Street, NW Telephone 202-344-4000 www.venable.com
LLP Washington, DC 20004-16m Facsimile 202-344-8300

Andrew D. Price

T 202.344.8156
F 202.344.8300
adprice@venable.com

May 11, 2011

VIA E-MAIL (only)

Laurel V. Dineff, Esq.

Dineff Trademark Law Limited
160 North Wacker Drive
Chicago, lllinois 60606

Re:  Avoidance of U.S. Trademark Dispute
Subject Mark: EXPERIA
Subject Application: U.S. Serial No. 77/677,357
Your Client: Mr. Gareth Alexis Watson Jones
Our Client: Sony Ericsson Mobile Communications AB
Our Ref.: 74725-250383

Dear Ms. Dineff:

This letter agreement — if countersigned by both parties below — avoids theoremd f
client Sony Ericsson Mobile Communications AB ("Sony Ericsson") to oppose U.S. Teaklem
Application Serial No. 77/677,357 ("Application”) for the mark EXPERIA (“Mark&)vned by
your client Mr. Gareth Alexis Watson Jones (“Mr. Jones”). It also avoids the fogefbny
Ericsson to challenge Mr. Jones’ use of the Mark in the United States.

The Trademark Trial and Appeal Board granted Sony Ericsson’s first requedetadex
time to oppose the Application until June 4, 2011.

As you know, Mr. Jones provides goods to help others with sensory integration problems.
(Seehttp://www.experia-innovations.co.)k/By contrast, Sony Ericsson provides mobile
phones, along with accessories and applications for mobile phones. (See
WWW.Sonyericsson.com

As you may know, the parties resolved a UK dispute involving the Mark in 2008. In
doing so, Mr. Jones agreed to limit his use and registration of the Mark consistarthwi
limitation “; none of the aforesaid being or relating to mobile phones or accessand
applications for cellular or mobile phones.”



-\f ENABLE 575 7th Street, NW Telephone 202-344-4000 www.venable.com
LLP Washington, DC 20004-16m Facsimile 202-344-8300

Laurel V. Dineff, Esq.
May 11, 2011
Page 2

Please compare the end of International Class 9 in CTM Reg. No. 7208036 with the same
part of the Application. The CTM identification includes the above limitation. The Appba
does not.

Under the circumstances, if Mr. Jones agrees to the terms below and comitie¢lsem,
Sony Ericsson agrees not to oppose the Application or challenge Mr. Jones’ use of the Mark in
the United States. Specifically, Mr. Jones agrees he will:

(1) immediately amend the identification of goods in the Application, so adddlee
following language at the end of the identification in International Class 9: “; wdtige
aforesaid being or relating to mobile phones or accessories and applicaticedtar
or mobile phones” (“Limitation”);

(2) include the Limitation at the end of the identification of goods in InternatiGiess
9, in any U.S. applications/registrations which Mr. Jones owns now and in the future fo
marks that contain or consist of the Mark;

(3) not use marks that contain or consist of the Mark in the United States for goods that
are, or are related to, mobile phones or accessories and applications for celmlabile
phones;

(4) not use or attempt to register the mark XPERIA in the United States; and

(5) not challenge Sony Ericsson’s use in U.S. commerce of, and its U.S.
applications/registrations for, the mark XPERIA for “mobile phones and accessork
applications for cellular or mobile phones” (which may be alternatively siate'dellular
or mobile phones; cellular or mobile phones featuring the capacity to perform instant
messaging, to access and communicate with e-mail, to access and coamwiib the
Internet, to access and communicate data, and to function as a personabdgjgtant
(PDA); accessories for cellular or mobile phones in the nature of headsetscearpie
batteries, and cases”).

Please fax or e-mail me a countersigned version of this letter. We do not need an
original.
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Feel free to call me should you have any questions.

On Behalf of HTC Corporation

Reviewed and Agreed by:

Name:

Title:

Date: , 2011

DC2D0OCS1/1174289

Sincerely,

Andrew D. Price

On Behalf of Sony Ericsson Mobile
Communications AB
Reviewed and Agreed by:

Name: Justin E. Pierce
Title: Head of Trademarks
and Brand Protection
Date; , 2011
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VIiA E-MAIL {ondy)

Lavesl ¥, Dineff, Esqg.

Dineff Trademark Law Limited
160 Neth Wacker Drive
Chicago, llinols 60606

Re: Avoidance of U8, Trademark Dispule
Subicct Mark: EXPERIA

Rubject Apphoation: LIS Sertal No. 77:677,

ERTORERE TR 5ot

AL ISR B SN PR PN

S RIS EGR R Tl

Soudpew I Price

o]
vy

Your Client Mr, Gareth Alexis Watson dones
Our Client:. Sony Bricsdon Mobile Communicutions AB

A

Our Retf: 74725.250383

[ear Mx. Dinet!:

This letter agreement ~ [ countersigned by bach paities bebow —avoubath
chienm Sowy Enesson Mebile Conpnumeations AB {"Sony bBoess
Applicamion Serial No, 77677337 ("Applicarion™) for the wiartk EXPIRIA (N

4 P T % $ 2% nod e g Five shpngag b
tecod hoses (e domes T D s annids W

o

vaur clicnt Mr, Gareth Alexis ¥

Pricsson tv challenge Mr, Jones™ use of the Mark in the Lipited Stes

ot

o' e uppese Lo

The Trademark Trial and Appeal Board granted Sony Ericdsan s tiest requose 1o exend

time 1 oppese the Application until Juac 4, 20 1.

As you know, Mr. Jones provides goads to help others wizh sensory integnden pronigs

{Sece hft PR DENEE 1IN0

phones, along with accessonies and applications lor mobile phines. |

W SO YCLICRBOIL GO )

doing so, Mr. Jones sgreed to limit his use and registration of the Mark con
limitation “; pone of the uforesmd being or relaring to mudnle phumes or avvesso

applivations tur celluiar or mobile phones.™

phions xo ukd. By contrast, San

¥

A you may koow, the parties resolved a UK dispute involviog the Mark i 2008 o

i proviles o

fsie

o ¢









