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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Applicant: Sony Mobile Communications Inc. (current owner by recorded assignment)
Serial No: 85/657,527
Filed: June 21, 2012
Mark: XPERIA
________________________________________________________________________________

Attorney's Reference: 74725-334364

Commissioner for Trademarks
P.O. Box 1451
Alexandria, Virginia 22313-1451

REQUEST FOR REMAND

Applicant hereby requests that the Trademark Trial and Appeal Board (the “Board”) suspend

the present appeal and remand this application to the Examining Attorney for further examination

based on the attached newly submitted evidence. Applicant also requests that the Examining Attorney

withdraw the Section 2(d) refusal of registration based on this new evidence.

BACKGROUND

This application is currently under an appeal of the “final” refusal under Section2(d) of the

Trademark Act based upon an alleged likelihood of confusion between Applicant’s XPERIA mark

(“Applicant’s Mark”) and the marks in the following registrations:

1. Registration No. 4,030,262, for the mark EXPERIA, owned by Mr. Gareth Alexis Watson
Jones.

2. Registration No. 4,236,360, for the mark XPERIA, owned by Online Data Systems, Inc.
DBA Xperia.

(Collectively the “Cited Registrations”).1

For the reasons set forth below, it is requested that this application be remanded to the

Examining Attorney for further consideration of the Section 2(d) refusal with respect to the Cited

1 The “final” refusal was also previously based on Registration No. 3,564,875. However, that registration was cancelled
under Section 71 on August 21, 2015, and has been removed as a barto registration of Applicant’s Mark.
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Registrations in view of the additional evidence discussed below. It is also requested that the

Examining Attorney withdraw the Section 2(d) refusal and approve the present application for

publication in the Official Gazette.

FACTS

The general facts relevant to this Request for Remand are as follows:

On April 2, 2014, Applicant filed the present appeal with the Board. Applicant

simultaneously filed a Request for Suspension of this appeal based on the possibility that

Registration No. 3,564,875 would be cancelled for failure to file an affidavit of continued use. On

May 6, 2014, the Board granted Applicant’s Request and suspended the appeal.

On September 19, 2015, the Board issued an Order (1) dismissing of the appeal as moot

with respect to Registration No. 3,564,875, because it was cancelled; (2) maintaining the refusal

with respect to Registration Nos. 4,030,262 and 4,236,360; and (3) resuming the appeal and setting

the November 19, 2015 deadline for the filing of Applicant’s Appeal Brief.

ARGUMENTS

TBMP § 1207.02 states that an applicant may introduce additional evidence after an appeal

has been filed by filing a written request with the Board to suspend the appeal and remand the

application for further examination, provided the request includes a showing of good cause for the

request. Such a request may take the form of a satisfactory explanation as to why the evidence was

not filed prior to appeal.Id.

I. REGISTRATION NO. 4,236,360

For the reasons set forth below, Applicant requests that the Board suspend the appeal and

remand the application for further examination with respect to Registration No. 4,236,360.

Applicant’s predecessor-in-interest, Sony Mobile Communications AB, and Online Data Systems,

Inc. (“ODS”), the owner of this cited registration, have entered into the attached U.S. Consent to
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Register and Coexistence Agreement (the “Agreement”), as part of which ODShas consented to

Applicant’s use of Applicant’s Mark in the present application. Applicant notes thatthe Agreement

became effective July 30, 2014, after the present appeal had been filed. As a result, Applicant was

not in a position to file the Agreement prior to filing the appeal on April 2, 2014.

TBMP § 1207.02 states that “…the Board will grant a request to suspend and remand for

consideration of a consent agreement if the request, accompanied by the consent agreement, is filed

at any time prior to the rendering of the Board’s final decision on the appeal.” Forthe foregoing

reasons, Applicant’s Request should be granted.See Id.

In addition, for the reasons set forth below, Applicant requests that the Examining Attorney

withdraw the Section 2(d) refusal with respect to this registration. It isa well-settled rule of federal

trademark law that consent agreements should be given great weight, and that theExamining

Attorney's judgment should not be substituted for that of the parties unless the other factors clearly

dictate a finding of likelihood of confusion.See Amalgamated Bank of New York v. Amalgamated

Trust & Savings Bank,842 F.2d 1270, 6 USPQ2d 1305 (Fed. Cir. 1988);Bongrain International

(American) Corp. v. Delice de France Inc., 811 F.2d 1479, 1 USPQ2d 1775 (Fed. Cir. 1987); andIn

re N.A.D. Inc., 754 F.2d 996, 224 USPQ 969 (Fed. Cir. 1985).

The present Agreement sets forth the reasons that the parties believe that a likelihood of

confusion does not exist between Applicant's Mark and the cited mark, namely, the lack of any

known instances of actual consumer confusion and the differences between the parties’respective

goods and/or services. The Agreement also states that the parties will work together to resolve any

unexpected instances of consumer confusion, should they arise. Thus, the Agreement is not mere

naked consent and, as such, should be accepted by the Examining Attorney as conclusive evidence

that a likelihood of confusion does not exist between Applicant's Mark and the mark in cited
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Registration No. 4,236,360. For the foregoing reasons, the Examining Attorney should withdraw

the Section 2(d) refusal with respect to this registration.

Based on all the foregoing, Applicant respectfully requests that the Board remand

Applicant’s application to the Examining Attorney, and that the Examining Attorney withdraw the

likelihood of confusion refusal with respect to cited Registration No. 4,236,360.

II. REGISTRATION NO. 4,030,262

For the reasons set forth below, Applicant requests that the Board suspend the appeal and

remand the application for further examination with respect to Registration No. 4,030,262.

Applicant hereby submits an unsigned Microsoft Word version of the previously submitted signed

May 11, 2014 Letter Agreement between Applicant’s predecessor-in-interest and theowner of this

cited registration, Mr. Gareth Alexis Watson Jones (“Gareth Jones”) (the“2011 Letter Agreement”

or the “Agreement”). For ease of reference, a copy of the signed Agreement is re-submitted

herewith. The Examining Attorney previously deemed the signed version illegible and,thus, did

not consider the content of the letter when denying Applicant’s March 20, 2014 Request for

Reconsideration. The unsigned Word version of the 2011 Letter Agreement, which Applicant

recently discovered, is of probative value, and not cumulative in nature, because it will enable the

Examining Attorney to understand the content of the previously submitted signed version of the

Agreement.

The following factors show good cause to suspend the appeal and remand the application to

the Examining Attorney for consideration of this additional evidence: (1) Applicant didnot submit

the Word version of the 2011 Letter Agreement before filing this appeal because Applicant was

only recently able to locate the Word version; (2) neither Applicant nor the ExaminingAttorney

have prepared and filed Appeal Briefs prior to this Request; and (3) as indicated above, this
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additional evidence is not cumulative in nature. For the foregoing reasons, Applicant’s Request

should be granted.SeeTBMP § 1207.02.

In addition, for the reasons set forth below, Applicant requests that the Examining Attorney

withdraw the Section 2(d) refusal with respect to this registration. Gareth Jones has amended the

identification of goods in the cited EXPERIA registration in a manner to make clear to consumers

that his goods and those of Applicant do not come from a common party. To that end, the

identification of goods in this cited registration expressly indicates thatthe goods are not, and are

not related to, mobile phones or accessories and applications for cellular or mobilephones. These

provisions, and the other content of the 2011 Letter Agreement, show that neither Gareth Jones nor

Applicant believes a likelihood of confusion exists between Applicant’s XPERIA mark and the

cited EXPERIA mark. For the foregoing reasons, the Examining Attorney should withdraw the

Section 2(d) refusal with respect to this registration

Based on all the foregoing, as well as the arguments and evidence already ofrecord,

Applicant respectfully requests that the Board remand Applicant’s application to the Examining

Attorney, and that the Examining Attorney withdraw the likelihood of confusion refusal with

respect to cited Registration No. 4,030,262.

CONCLUSION

For the foregoing reasons, Applicant respectfully requests that this application be remanded

to the Examiner for consideration of the attached additional evidence, and further reconsideration of

the Section (2) likelihood of confusion refusal in view of the same. It is also requested that the
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Examining Attorney withdraw the Section 2(d) refusal and approve the present application for

publication in the Official Gazette.

Respectfully submitted,

Dated: _____________ By: _____________________________________

Andrew D. Price
Scott M. Oslick
Venable LLP
P.O. Box 34385
Washington, D.C. 20045-9998
Telephone: (202) 344-8156
Fax: (202) 344-8300
Attorneys for Applicant





















Andrew D. Price

T 202.344.8156
F 202.344.8300
adprice@venable.com

May 11, 2011

VIA E-MAIL (only)

Laurel V. Dineff, Esq.
Dineff Trademark Law Limited
160 North Wacker Drive
Chicago, Illinois 60606

Re: Avoidance of U.S. Trademark Dispute
Subject Mark:EXPERIA
Subject Application: U.S. Serial No. 77/677,357
Your Client: Mr. Gareth Alexis Watson Jones
Our Client: Sony Ericsson Mobile Communications AB
Our Ref.: 74725-250383

Dear Ms. Dineff:

This letter agreement – if countersigned by both parties below – avoids the need for our
client Sony Ericsson Mobile Communications AB ("Sony Ericsson") to oppose U.S. Trademark
Application Serial No. 77/677,357 ("Application") for the mark EXPERIA (“Mark”),owned by
your client Mr. Gareth Alexis Watson Jones (“Mr. Jones”). It also avoids the needfor Sony
Ericsson to challenge Mr. Jones’ use of the Mark in the United States.

The Trademark Trial and Appeal Board granted Sony Ericsson’s first request to extend
time to oppose the Application until June 4, 2011.

As you know, Mr. Jones provides goods to help others with sensory integration problems.
(Seehttp://www.experia-innovations.co.uk/). By contrast, Sony Ericsson provides mobile
phones, along with accessories and applications for mobile phones. (See
www.sonyericsson.com.)

As you may know, the parties resolved a UK dispute involving the Mark in 2008. In
doing so, Mr. Jones agreed to limit his use and registration of the Mark consistent with the
limitation “; none of the aforesaid being or relating to mobile phones or accessories and
applications for cellular or mobile phones.”
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Please compare the end of International Class 9 in CTM Reg. No. 7208036 with the same
part of the Application. The CTM identification includes the above limitation. The Application
does not.

Under the circumstances, if Mr. Jones agrees to the terms below and complies with them,
Sony Ericsson agrees not to oppose the Application or challenge Mr. Jones’ use of the Mark in
the United States. Specifically, Mr. Jones agrees he will:

(1) immediately amend the identification of goods in the Application, so as to add the
following language at the end of the identification in International Class 9: “; noneof the
aforesaid being or relating to mobile phones or accessories and applications forcellular
or mobile phones” (“Limitation”);

(2) include the Limitation at the end of the identification of goods in International Class
9, in any U.S. applications/registrations which Mr. Jones owns now and in the future for
marks that contain or consist of the Mark;

(3) not use marks that contain or consist of the Mark in the United States for goods that
are, or are related to, mobile phones or accessories and applications for cellular or mobile
phones;

(4) not use or attempt to register the mark XPERIA in the United States; and

(5) not challenge Sony Ericsson’s use in U.S. commerce of, and its U.S.
applications/registrations for, the mark XPERIA for “mobile phones and accessories and
applications for cellular or mobile phones” (which may be alternatively statedas “cellular
or mobile phones; cellular or mobile phones featuring the capacity to perform instant
messaging, to access and communicate with e-mail, to access and communicate with the
Internet, to access and communicate data, and to function as a personal digital assistant
(PDA); accessories for cellular or mobile phones in the nature of headsets, earpieces,
batteries, and cases”).

Please fax or e-mail me a countersigned version of this letter. We do not need an
original.
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Feel free to call me should you have any questions.

Sincerely,

Andrew D. Price

On Behalf of HTC Corporation On Behalf of Sony Ericsson Mobile
Communications AB

Reviewed and Agreed by: Reviewed and Agreed by:

Name: Name: Justin E. Pierce
Title: Title: Head of Trademarks

and Brand Protection
Date: , 2011 Date: , 2011

DC2DOCS1/1174289








