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The Examiner has refused registration of the subject mark on the grounds that the mark is merely a
surname.  Applicant respectfully asserts that the subject mark should not be refused registration based
on the grounds that the mark is primarily merely a surname.
A mark may be refused registration for surname significance only if the mark is “ primarily merely a
surname.” Lanham Act Sec. 2(e)(4) [emphasis added] The TTAB has interpreted this requirement to
involve a showing that the surname is “fundamentally only a surname.” In re J.J. Yeley, 85 USPQ2d
1150 (TTAB 2007)
The factors used to determine whether a mark is primarily merely a surname are:

(1) The rareness of the surname;
(2) Whether anyone connected with the applicant uses the mark as a surname;
(3) Whether the term has any recognized meaning other than as a surname;
(4) Whether the mark has the structure and pronunciation of a surname; and
(5) Whether the mark is sufficiently stylized to remove its primary significance from that of
a surname.

See In re Benthin Management GmbH, 37 USPQ2d 1332 (TTAB 1995).
Applicant disagrees with the Examiner’s interpretation of “primarily merely”.
As for the first factor, there is no dispute that the word SHEMBERG is a surname and appears in phone
listings and related articles.  If, as the Examiner asserts, the surname is “broadly exposed to the general
public, then such surname is not rare and would be perceived by the public as primarily merely a
surname.”  Applicant does not disagree with this.  However, there is no evidence showing that
SHEMBERG is “broadly exposed” to the relevant consumers.  The evidence submitted by the
Examiner is certainly insufficient to show the name is broadly exposed.  See, In re Garan, (TTAB July
1, 1987) (Board reversed Examiner’s surname refusal asserting, among other factors, that directory and
NEXIS evidence only slightly supports the Office’s position that GARAN is “primarily merely a
surname”).  The Examiner has presented actual evidence that only seven (7) individuals share the last
name SHEMBERG. Such a low number does not indicate that SHEMBERG’s primary significance as a
whole to the purchasing public is that of a surname. Also, data available at the webpage for the U.S.
Department of Commerce – US Census Bureau - www.census.gov/genealogy/www/freqnames2k.html
shows that SHEMBERG is not among the 1,000 most common last names in the United States in
Census 2000 (see Exhibit A), nor is it a surname that occurs 100 times or more in a U.S. Census 2011
(see http://www.census.gov/genealogy/www/data/2000surnames/ for your reference.  The Board in In re



Sava Research Corporation, TTAB (July 29, 1994) stated that the 100+ listings of SAVA through the
U.S. would indicate that this is not an extremely rare surname, however, when considering the millions
of listings as a whole, 100+ listings is indeed evidence of the rarity of the name.  There are less than 100
listings of SHEMBERG as a surname, according to the U.S. Census Bureau, this is a rare surname. The
population of the United States is now more than 310 million (See Exhibit B).  A surname that is listed
less than 100 times in a U.S. census is an insignificant number when compared to 310 million.
TTAB Judge Seeherman notes in her concurring opinion in In re Joint-Stock Company“Baik,” 84
USPQ2d 1921 that:

The purpose behind prohibiting the registration of marks that are primarily merely
surnames is not to protect the public from exposure to surnames, as though there were
something offensive in viewing a surname. Rather, the purpose behind Section 2(e)(4) is
to keep surnames available for people who wish to use their own surnames in their
businesses, in the same manner that merely descriptive terms are prohibited from
registration because competitors should be able to use a descriptive term to describe their
own goods or services.

Judge Seeherman explained that if a surname is rare, it is also unlikely that someone other than the
applicant will want to use the same surname for the same or related goods or services as the applicant.
She concludes:

Therefore, if the Office is not able to muster sufficient evidence to show that the mark is
the surname of a reasonable number of people, … I believe that it is not proper to refuse
registration. In re Joint-Stock Company “Baik,” 84 USPQ2d 1921 (TTAB 2007)

As for the second factor, the mark SHEMBERG was created from an acronym of the initial letters of the
first names of the children of Mr. and Mrs. Ernesto Dakay, Sr., the founders of Shemberg Marketing
Corporation in 1966, a corporation that started using this name since May 1966 and later transferred it to
Pacific Poly Gums Holding Corporation, its holding company. The names of the Dakay’s children that
compose the acronym are listed below:
S – Shirley
H – Henry
E – Ernesto, Jr.
M – Mario
B – Benson
E – Eliza
R – Ramon
G – Grace
In addition, SHEMBERG is not the last name of any person associated with the Applicant; it is not the
last name of a founder, member, or officer.  This factor weighs in Applicant’s favor.  See, In re Sava
Research Corporation, TTAB (July 29, 1994).
As for the third factor, although SHEMBERG is not a dictionary term, this does not mean that
SHEMBERG is primarily merely, or as the TTAB puts it, fundamentally only a surname. In re P.J.
Fitzpatrick, Inc., 95 USPQ2d 1412 (TTAB 2010).
As for the fourth factor, the Examiner states that Shemberg has a structure and pronunciation similar to
that of other surnames.  However, Applicant notes with interest third party applications and registrations
for the following marks which also have the structure and pronunciation of a surname (TARR copies
attached Exhibit C): WHITE (Reg. No. 3797617); DRAKE (Reg. No. 4002998); HENRY (Reg. No.
3994864); MONCADA (Reg. No. 3275836); ROSEN (Reg. No. 3113749); ROSEN (Reg. No. 3223809);
and ROSEN (Reg. No. 2202467).
Surely evidence of these third party marks is significant and reduces the likelihood that SHEMBERG is
primarily merely a surname.   Applicant asserts that based on this evidence, its mark should also be
allowed to register.
The fifth factor does not apply here because the mark is not stylized.



Applicant stated above that it disagrees with the Examiner’s interpretation of “primarily merely.” As
stated in In re Harris-Intertype  Corp., 186 USPQ 238, 239 (CCPA 1975, quoting, Ex parte Rivera
Watch Corp., 106 USPQ 145 (Comm’r 1955), in surname cases, the Board must determine the impact
the term has or would have on the purchasing public because “it is that impact or impression which
should be evaluated in determining whether or not the primary significance of a word when applied to a
product is a surname significance.  If it is, and it is only that, then it is primarily merely a surname.” 
(Emphasis in original).  This is the definition to be applied to “primarily merely.”  When it is,
Applicant’s mark cannot be deemed to be primarily, merely a surname.
In sum, the fact that (1) SHEMBERG is a rare surname, and (2) other third party marks having the look
and feel of a surname have achieved registration, leads to the conclusion that the term is not primarily
merely a surname. The refusal to register under Section 2(e)(4) should be withdrawn. The applicant
notes that the TTAB has held that in surname refusal cases “if there is any doubt, we must resolve the
doubt in favor of applicant.” In re Benthin Management GmbH, 37 USPQ2d 1332 (TTAB 1995). 
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85638676 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Examiner has refused registration of the subject mark on the grounds that the mark is merely a
surname.  Applicant respectfully asserts that the subject mark should not be refused registration based on
the grounds that the mark is primarily merely a surname.
A mark may be refused registration for surname significance only if the mark is “ primarily merely a
surname.” Lanham Act Sec. 2(e)(4) [emphasis added] The TTAB has interpreted this requirement to
involve a showing that the surname is “fundamentally only a surname.” In re J.J. Yeley, 85 USPQ2d 1150
(TTAB 2007)
The factors used to determine whether a mark is primarily merely a surname are:

(1) The rareness of the surname;
(2) Whether anyone connected with the applicant uses the mark as a surname;
(3) Whether the term has any recognized meaning other than as a surname;
(4) Whether the mark has the structure and pronunciation of a surname; and
(5) Whether the mark is sufficiently stylized to remove its primary significance from that of a
surname.

See In re Benthin Management GmbH, 37 USPQ2d 1332 (TTAB 1995).
Applicant disagrees with the Examiner’s interpretation of “primarily merely”.
As for the first factor, there is no dispute that the word SHEMBERG is a surname and appears in phone
listings and related articles.  If, as the Examiner asserts, the surname is “broadly exposed to the general



public, then such surname is not rare and would be perceived by the public as primarily merely a
surname.”  Applicant does not disagree with this.  However, there is no evidence showing that
SHEMBERG is “broadly exposed” to the relevant consumers.  The evidence submitted by the Examiner
is certainly insufficient to show the name is broadly exposed.  See, In re Garan, (TTAB July 1, 1987)
(Board reversed Examiner’s surname refusal asserting, among other factors, that directory and NEXIS
evidence only slightly supports the Office’s position that GARAN is “primarily merely a surname”). 
The Examiner has presented actual evidence that only seven (7) individuals share the last name
SHEMBERG. Such a low number does not indicate that SHEMBERG’s primary significance as a whole
to the purchasing public is that of a surname. Also, data available at the webpage for the U.S. Department
of Commerce – US Census Bureau - www.census.gov/genealogy/www/freqnames2k.html shows that
SHEMBERG is not among the 1,000 most common last names in the United States in Census 2000 (see
Exhibit A), nor is it a surname that occurs 100 times or more in a U.S. Census 2011 (see
http://www.census.gov/genealogy/www/data/2000surnames/ for your reference.  The Board in In re Sava
Research Corporation, TTAB (July 29, 1994) stated that the 100+ listings of SAVA through the U.S.
would indicate that this is not an extremely rare surname, however, when considering the millions of
listings as a whole, 100+ listings is indeed evidence of the rarity of the name.  There are less than 100
listings of SHEMBERG as a surname, according to the U.S. Census Bureau, this is a rare surname. The
population of the United States is now more than 310 million (See Exhibit B).  A surname that is listed
less than 100 times in a U.S. census is an insignificant number when compared to 310 million.
TTAB Judge Seeherman notes in her concurring opinion in In re Joint-Stock Company“Baik,” 84
USPQ2d 1921 that:

The purpose behind prohibiting the registration of marks that are primarily merely
surnames is not to protect the public from exposure to surnames, as though there were
something offensive in viewing a surname. Rather, the purpose behind Section 2(e)(4) is to
keep surnames available for people who wish to use their own surnames in their
businesses, in the same manner that merely descriptive terms are prohibited from
registration because competitors should be able to use a descriptive term to describe their
own goods or services.

Judge Seeherman explained that if a surname is rare, it is also unlikely that someone other than the
applicant will want to use the same surname for the same or related goods or services as the applicant. She
concludes:

Therefore, if the Office is not able to muster sufficient evidence to show that the mark is
the surname of a reasonable number of people, … I believe that it is not proper to refuse
registration. In re Joint-Stock Company “Baik,” 84 USPQ2d 1921 (TTAB 2007)

As for the second factor, the mark SHEMBERG was created from an acronym of the initial letters of the
first names of the children of Mr. and Mrs. Ernesto Dakay, Sr., the founders of Shemberg Marketing
Corporation in 1966, a corporation that started using this name since May 1966 and later transferred it to
Pacific Poly Gums Holding Corporation, its holding company. The names of the Dakay’s children that
compose the acronym are listed below:
S – Shirley
H – Henry
E – Ernesto, Jr.
M – Mario
B – Benson
E – Eliza
R – Ramon
G – Grace
In addition, SHEMBERG is not the last name of any person associated with the Applicant; it is not the last
name of a founder, member, or officer.  This factor weighs in Applicant’s favor.  See, In re Sava Research
Corporation, TTAB (July 29, 1994).



As for the third factor, although SHEMBERG is not a dictionary term, this does not mean that
SHEMBERG is primarily merely, or as the TTAB puts it, fundamentally only a surname. In re P.J.
Fitzpatrick, Inc., 95 USPQ2d 1412 (TTAB 2010).
As for the fourth factor, the Examiner states that Shemberg has a structure and pronunciation similar to
that of other surnames.  However, Applicant notes with interest third party applications and registrations
for the following marks which also have the structure and pronunciation of a surname (TARR copies
attached Exhibit C): WHITE (Reg. No. 3797617); DRAKE (Reg. No. 4002998); HENRY (Reg. No.
3994864); MONCADA (Reg. No. 3275836); ROSEN (Reg. No. 3113749); ROSEN (Reg. No. 3223809);
and ROSEN (Reg. No. 2202467).
Surely evidence of these third party marks is significant and reduces the likelihood that SHEMBERG is
primarily merely a surname.   Applicant asserts that based on this evidence, its mark should also be
allowed to register.
The fifth factor does not apply here because the mark is not stylized.
Applicant stated above that it disagrees with the Examiner’s interpretation of “primarily merely.” As
stated in In re Harris-Intertype  Corp., 186 USPQ 238, 239 (CCPA 1975, quoting, Ex parte Rivera Watch
Corp., 106 USPQ 145 (Comm’r 1955), in surname cases, the Board must determine the impact the term
has or would have on the purchasing public because “it is that impact or impression which should be
evaluated in determining whether or not the primary significance of a word when applied to a product is a
surname significance.  If it is, and it is only that, then it is primarily merely a surname.”  (Emphasis in
original).  This is the definition to be applied to “primarily merely.”  When it is, Applicant’s mark cannot
be deemed to be primarily, merely a surname.
In sum, the fact that (1) SHEMBERG is a rare surname, and (2) other third party marks having the look
and feel of a surname have achieved registration, leads to the conclusion that the term is not primarily
merely a surname. The refusal to register under Section 2(e)(4) should be withdrawn. The applicant notes
that the TTAB has held that in surname refusal cases “if there is any doubt, we must resolve the doubt in
favor of applicant.” In re Benthin Management GmbH, 37 USPQ2d 1332 (TTAB 1995). 
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Signatory's Position: Attorney of Record

Signatory's Phone Number: 2125030559

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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