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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 85635705 

 

    MARK: CSC CLINICAL SCIENCE CONSULTANTS 

 

 

          

*85635705*  

    CORRESPONDENT ADDRESS: 
          SCOTT J. MAJOR 

          MILLEN WHITE ZELANO & BRANIGAN, PC 

          2200 CLARENDON BLVD FL 14 

          ARLINGTON, VA 22201-3379 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: Boehringer Ingelheim Pharmaceuticals, In ETC. 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          BIC       

    CORRESPONDENT E-MAIL ADDRESS:   

          docketing@mwzb.com 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 11/20/2013 

 



 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The requirement(s) and/or refusal(s) made final in the Office action dated April 18, 
2013 are maintained and continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

Applicant’s voluntary disclaimer of all wording in the mark is accepted, however it does not overcome 
the likelihood of confusion refusal.  Marks must be considered in their entireties; therefore, a disclaimer 
does not remove the disclaimed portion from the mark for the purposes of comparing marks in a 
likelihood of confusion determination.  Midwestern Pet Foods, Inc. v. Societe des Produits Nestle S.A., 
685 F.3d 1046, 1053, 103 USPQ2d 1435, 1440 (Fed. Cir. 2012); In re Iolo Techs., LLC, 95 USPQ2d 1498, 
1499 (TTAB 2010).  The public is generally not aware of disclaimers in trademark applications and 
registrations that reside only in the USPTO’s records.  See In re Nat’l Data Corp., 753 F.2d 1056, 1059, 
224 USPQ 749, 751 (Fed. Cir. 1985).  Accordingly, the FINAL refusal based upon a likelihood of confusion 
with Registration No. 4140675 is maintained. 

 

In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 

If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 
 



/wgb/ 

William Breckenfeld 

Trademark Attorney 

Law Office 116 

571-272-9133 Phone 

william.breckenfeld@uspto.gov (informal queries) 

 

 

 


