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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 85569683 

 

    MARK: U.S. WEALTH 

 

 

          

*85569683*  

    CORRESPONDENT ADDRESS: 
          BOBBY A GHAJAR 

          PILLSBURY WINTHROP SHAW PITTMAN LLP 

          PO BOX 10500 

          MCLEAN, VA 22102 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: The Trustee(s) of the U.S. Wealth Trust 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          094277       

    CORRESPONDENT E-MAIL ADDRESS:   

          docket_ip@pillsburylaw.com 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 8/13/2013 

 



The Office has reassigned this application to the undersigned trademark examining attorney. 

 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The refusal made final in the Office action dated 01/28/2013 is maintained and 
continue to be final.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). 

 

In the present case, applicant’s request has not resolved the outstanding issue, nor does it raise a new 
issue or provide any new or compelling evidence with regard to the outstanding issue in the final Office 
action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new light on 
the issues.   

 

In this case, the dominant feature of the registered marks is identical, namely, U.S. WEALTH, as the 
additional wording in the registered mark is an entity designator, and the design elements are not as 
significant.  Thus, are likely to recall both marks by the wording U.S. WEALTH, despite the wording being 
descriptive.  Moreover, the services are identical.   

 

The applicant has cited various third party registrations that share common descriptive wording that are 
being used with financial services in support of registration.  However, prior decisions and actions of 
other trademark examining attorneys in registering other marks have little evidentiary value and are not 
binding upon the Office or the Trademark Trial and Appeal Board.  TMEP §1207.01(d)(vi); see In re 
Midwest Gaming & Entm’t LLC, 106 USPQ2d 1163, 1165 n.3 (TTAB 2013) (citing In re Nett Designs, Inc., 
236 F.3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001)).  Each case is decided on its own facts, and 
each mark stands on its own merits.  See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 1406, 177 
USPQ 268, 269 (C.C.P.A. 1973); In re Binion, 93 USPQ2d 1531, 1536 (TTAB 2009) . 

 

Accordingly, the request is denied. 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).   

 



If time remains in the six-month response period to the final Office action, applicant has the 
remainder of the response period to comply with and/or overcome any outstanding final 
requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a)(2)(B), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to the final 
Office action has expired.  See TMEP §715.04(a). 
 

 

/Eli J. Hellman/ 

Trademark Examining Attorney 

United States Patent & Trademark Office 

Law Office 112 

(571) 272-8276 

eli.hellman@uspto.gov 

 

 

 


