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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 

 

    U.S. APPLICATION SERIAL NO. 85561168 

 

    MARK: DEEP WEB INTELLIGENCE 

 

 

          

*85561168*  

    CORRESPONDENT ADDRESS: 
          TYE BIASCO 

          PATTERSON THUENTE CHRISTENSEN ET AL 

          4800 80TH SOUTH 8TH ST 4800 IDS CTR 

          MINNEAPOLIS, MN 55402 

           

  
 

 

GENERAL TRADEMARK INFORMATION: 

http://www.uspto.gov/trademarks/index.jsp   

 

 

 

    APPLICANT: BrightPlanet Corporation II, Inc. 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    

          4335.14US01       

    CORRESPONDENT E-MAIL ADDRESS:   

          trademark@ptslaw.com 

 

 

 

REQUEST FOR RECONSIDERATION DENIED 

 

ISSUE/MAILING DATE: 10/29/2013 

 



 
This Office action is in response to applicant’s Request for Reconsideration filed on August 26, 2013.  
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is 
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), 
(a)(2)(E), 715.04(a).  The Section 2(d) likelihood of confusion refusal made final in the Office action dated 
February 26, 2013, is maintained and continues to be FINAL.  See TMEP §§715.03(a)(2)(B), (a)(2)(E), 
715.04(a). 

 

In the present case, applicant’s request has not resolved all the outstanding issue, nor does it raise a 
new issue or provide any new or compelling evidence with regard to the outstanding issue in the final 
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new 
light on the issues.  Accordingly, the request is denied. 

 

The applicant argues that the goods and services of the two parties “may be complementary or related,” 
but they are exclusive parts of the Internet.  Specifically, the applicant states that its goods and services 
are limited to the “deep web,” and the registrant’s goods are limited to “relational databases.” 

 

Again, it should be noted that the goods and/or services of the parties need not be identical or even 
competitive to find a likelihood of confusion.  See On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 
1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becton, 214 F.3d 1322, 1329, 54 USPQ2d 
1894, 1898 (Fed. Cir. 2000) (“[E]ven if the goods in question are different from, and thus not related to, 
one another in kind, the same goods can be related in the mind of the consuming public as to the origin 
of the goods.”); TMEP §1207.01(a)(i).   

 

The respective goods and/or services need only be “related in some manner and/or if the circumstances 
surrounding their marketing [be] such that they could give rise to the mistaken belief that [the goods 
and/or services] emanate from the same source.”  Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 
1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 
1715, 1724 (TTAB 2007)); Gen. Mills Inc. v. Fage Dairy Processing Indus. SA, 100 USPQ2d 1584, 1597 
(TTAB 2011); TMEP §1207.01(a)(i). In this case, the fact that the goods and services of the two parties 
are “complementary or related” goods and services is enough to find a likelihood of confusion. 

 

Further, despite the applicant’s assertions to the contrary, it seems clear that much of the content that 
is contained on the portion of the Internet known as the “deep web” is actually contained in “relational 
databases.”  As evidence of this, the examining attorney refers to the attached Internet evidence 



consisting of web site excerpts and articles that confirms this assertion.  Accordingly, it is clear that 
relational databases appear on both the “surface web” and the “deep web.”  See the four (4) 
representative web excerpt attached. 

 

 

Evidence obtained from the Internet may be used to support a determination under Trademark Act 
Section 2(d) that goods and/or services are related.  See, e.g., In re G.B.I. Tile & Stone, Inc., 92 USPQ2d 
1366, 1371 (TTAB 2009); In re Paper Doll Promotions, Inc., 84 USPQ2d 1660, 1668 (TTAB 2007). 

 

 

In addition, the applicant argues that the two marks are not distinctive because there are purportedly 
hundreds of marks containing the term “WEB” in International Class 9.  However, with the exception of 
two registrations, the applicant has submitted a list of registrations obtained from the USPTO database.  
However, the mere submission of a list of registrations does not make such registrations part of the 
record.  In re Promo Ink, 78 USPQ2d 1301, 1304 (TTAB 2006); TBMP §1208.02; TMEP §710.03.   To make 
third party registrations part of the record, an applicant must submit copies of the registrations, or the 
complete electronic equivalent from the USPTO’s automated systems, prior to appeal.  In re Jump 
Designs LLC, 80 USPQ2d 1370, 1372-73 (TTAB 2006); In re Ruffin Gaming, 66 USPQ2d, 1924, 1925 n.3 
(TTAB 2002); TBMP §1208.02; TMEP §710.03. 

 

 

In this case, the two properly submitted registrations (i.e., THE SOCIAL WEB BROWSER - Reg. No. 
3642023 and WEB BROWSER & design – Reg. No. 4303507) are of no evidentiary value because the 
goods and services of the two parties are entirely different on the face of the registrations (i.e., 
“computer software and on-line blogs” vs. “television receivers”).  Also, the examining attorney does not 
dispute that the term “WEB” is highly descriptive.  However, in the case the two marks share the 
wording “WEB INTELLIGENCE,” and the term “intelligence is not descriptive for the listed goods and 
services. Therefore, the overall commercial impression of the two marks is highly similar. 

 

 

 

 



Finally, the applicant argues that the buyers of the goods and services are sophisticated.  However, the 
fact that purchasers are sophisticated or knowledgeable in a particular field does not necessarily mean 
that they are sophisticated or knowledgeable in the field of trademarks or immune from source 
confusion.  TMEP §1207.01(d)(vii); see, e.g., Imagineering Inc. v. Van Klassens Inc., 53 F.3d 1260, 1265, 
34 USPQ2d 1526, 1530 (Fed. Cir. 1995); Top Tobacco LP v. N. Atl. Operating Co., 101 USPQ2d 1163, 1170 
(TTAB 2011). 

 

Accordingly, for the reason noted above, and discussed in the previous Office actions, the Section 2(d) 
likelihood of confusion refusal based on Reg. No. 2285994 made final in the Office action dated February 
26, 2013, is maintained and continues to be FINAL. 

 

 

The filing of a request for reconsideration does not extend the time for filing a proper response to a final 
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date 
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §715.03, (a)(2)(B), (a)(2)(E), (c).  
However, because the applicant has already filed a timely notice of appeal with the Board on August, 26, 
2013, the Board will be notified to resume the appeal.  See TMEP §715.04(a). 

 

 

If the applicant has any questions or needs assistance with the present application, please telephone the 
assigned examining attorney. 

 

 

 



/Jeffery C. Coward/ 

Trademark Examining Attorney 

Law Office 106 

Phone: 571-272-9148 

Fax: 571-273-9106 

e-mail: jeffery.coward@uspto.gov 

 

 

  



 

  



 

  



 

  



 

  



 


