
PTO Form 1930 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 05/31/2014)

Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85527029

LAW OFFICE
ASSIGNED

LAW OFFICE 116

MARK SECTION (no change)

ARGUMENT(S)

REQUEST FOR RECONSIDERATION
 
 
I.  INTRODUCTION

 
World Trade Centers Association, Inc. (“WTCA” or “Applicant”), is in receipt of a Final Office
Action dated September 6, 2012, in connection with Appl. No. 85/527,029 for WTC (the “Mark”) in
Class 9.  The Examining Attorney has maintained his refusal to register based on the alleged failure of
the Mark to function as a trademark.  For the reasons set forth below and based on additional evidence
and case law submitted herein, Applicant respectfully requests that the Examining Attorney withdraw
the final refusal of registration because the Mark is capable of functioning as a trademark to identify and
distinguish Applicant’s goods listed in the subject application.
 
II.  LAW AND ARGUMENT

A.  The Examining Attorney’s Failure-To-Function Refusal Against Applicant’s Intent-To Use
Application Is Contrary To TMEP Instructions And Relies On Irrelevant Case Law

An important factor in determining whether matter sought to be registered functions as a trademark is
the impression the matter makes on the relevant public.  In re Aerospace Optics, Inc., 78 U.S.P.Q. 2d
1861 (T.T.A.B. 2006).  To be a trademark, a term must be used in a manner calculated to project to
purchasers or potential purchasers a single source or origin for the goods. The determination of whether
a term functions as a source indicator is made by examining the specimens of use along with any other
relevant materials submitted by the applicant which show how the mark is actually used in the
marketplace.  See also In re Bose Corp., 546 F.2d 893, 897, 192 U.S.P.Q. 213, 216 (C.C.P.A. 1978)
(noting that “the manner in which an applicant has employed the asserted mark, as evidenced by the
specimens of record, must be carefully considered in determining whether the asserted mark has been
used as a trademark with respect to the goods named in the application” and that “an application for
registration must be judged in light of the specimens of record”) (emphasis added); In re Safariland
Hunting Corp., 24 U.S.P.Q. 2d 1380, 1381 (T.T.A.B. 1992) (stating that “[s]ince the specimens of



record show how the applied-for mark is actually used in commerce, we must primarily look to the
specimens to see if the designation would be perceived as a source indicator”) (emphasis added).  
Because this functionality determination hinges upon how the relevant term is actually being used in the
marketplace, refusals based on failure to function as a trademark generally should not issue in the intent-
to-use or Section 1(b) context.  See TMEP §1202. (“The issue of whether a designation functions as a
mark usually is tied to the use of the mark, as evidenced by the specimen.  Therefore, unless the drawing
and description of the mark are dispositive of the failure to function without the need to consider a
specimen, generally, no refusal on this basis will be issued in an intent-to-use application under §1(b) of
the Trademark Act, 15 U.S.C. §1051(b), until the applicant has submitted a specimen(s) with an
allegation of use . . . .”).   (Emphasis added). 
 
In this case, the Examining Attorney issued a final refusal against Applicant’s intent-to-use application
on the basis that the Mark fails to function as a trademark.  This determination clearly runs contrary to
the general rule that functionality refusals not be issued against intent-to-use applications, and it is
improper in this case because the drawing and description of the Mark are not “dispositive of the failure
to function without the need to consider a specimen.”   See TMEP §1202.  The Examining Attorney did
not specifically find that it was unnecessary to consider a specimen in this case, and he did not
determine – nor could he determine – that the Mark constitutes one of the types of marks that typically
cannot function as a trademark, such as marks used solely as a trade name, functional trade dress,
ornamentation and/or informational matter.  Indeed, the Examining Attorney did not give any reason
whatsoever, in either office action, based on any sound principles defined by either case law or the
TMEP that could justify his functionality refusal in the instant case.  For this reason alone, the
Examining Attorney’s decision should be reversed.
 
Instead of relying upon sound, applicable principles of trademark law, the Examining Attorney’s
determination herein relied, in part, upon irrelevant case law, namely In re Remington Products, 3
U.S.P.Q. 2d 1714, 1715 (T.T.A.B. 1987) (finding PROUDLY MADE IN USA was a slogan rather than
a source indicator); In re Volvo Cars of N. Am., Inc., 46 U.S.P.Q. 2d 1455 (T.T.A.B. 1998) (holding
DRIVE SAFELY phrase would be perceived as an informational phrase or slogan rather than a
trademark); and In re Manco, Inc., 24 U.S.P.Q. 2d 1938 (T.T.A.B. 1992) (determining that consumers
would perceive THINK GREEN as an informational slogan rather than a trademark).  These cases are
inapt for two reasons as explained in the paragraphs below. 
 
First, in each of the above cases, the applicants submitted specimens of use demonstrating how the mark
actually was being used in commerce, and the examining Attorney and the T.T.A.B. were able to, and
did, review and evaluate the specimens of use in making a final determination that the marks in question
did not function as trademarks.  In the instant case, by stark contrast, there are no specimens of record to
review.  Therefore, the Examining Attorney did not make, and could not have made, his determination
that the Mark fails to function as a trademark because of the way it appears on any specimen of use. 
 
Second, in each of the above cases, the marks at issue were denied registration on the basis that they
were of an informational nature, as reflected on the relevant specimens of use.  The Mark in the instant
case clearly is not “of an informational nature,” and the Examining Attorney did not find that it was.  
As stated above, the Examining Attorney has not given any sound reason supporting the refusal in this
case, and the record is devoid of any evidence indicating that the purchasing public does not perceive
the Mark as a source indicator of Applicant’s goods.   Because the Examining Attorney’s refusal
improperly ignores TMEP instructions and relies upon case law that is not relevant to the instant case,
the refusal to register should be reversed.
 



B.  The Examining Attorney’s Functionality Determination Is Not Based Upon Concrete, Reliable
Evidence Of Public Perception
 
The Examining Attorney’s refusal in this case is based on the premise that the Mark does not function
as a trademark because it calls to mind only the terrorist events of September 11, 2001.  As explained
more fully below, the Examining Attorney’s reasoning is improper because it does not rely upon any
concrete evidence establishing the public’s perception of the Mark.
 
In support of his conclusion that the Mark calls to mind only the terrorist events of September 11, 2001,
the Examining Attorney relies upon various online dictionary definitions of “World Trade Center” and
“WTC,” as well as screenshots from selected websites that use the term with reference to those events.  
The Examining Attorney’s reasoning and conclusion are problematic for two reasons: (1) the evidence
upon which the Examining Attorney relies is of little probative value concerning the ultimate issue in
this case – i.e., how the public actually perceives the Mark; and (2) notwithstanding its limited probative
value, many of the dictionary definitions upon which the Examining Attorney relies have been corrected
to identify the Mark as a trademark.
 
1.  Dictionary And Web References Are Of Limited Probative Value
 
In both office actions, the Examining Attorney’s reliance on dictionary definitions to support his
conclusion is problematic because dictionary entries are not definitive of the public’s perception of a
term.  Indeed, dictionary definitions often are subjective and tend to reflect the editors’ understanding
of a term rather than that of the actual purchasers of the goods and services.  See Berner Int'l Corp. v.
Mars Sales Corp., 987 F.2d 975, 983 (3d Cir. 1993).  As set forth in Berner:
 

dictionaries also may not reflect word meaning among those persons who purchase the
particular products involved . . . . Dictionary entries also reflect lexicographical
judgment and editing which may distort a word's meaning or importance.  A Court
accepting a dictionary entry at face value is in effect adopting the lexicographical
judgment as its own, even though such a judgment might be based on printed matter
which, if offered in evidence, would not be controlling.

 
See id. (internal citations and punctuation omitted).
 
In the second office action, the Examining Attorney’s reliance on other scattered web references is
similarly misguided and inconclusive of consumer perception.  As the court in In re Merrill Lynch,
Pierce, Fenner, and Smith, 828 F.2d 1567, 1571 (Fed. Cir. 1987) stated in overturning the refusal to
register CASH MANAGEMENT ACCOUNT, “[t]he mixture of usages unearthed by the NEXIS
computerized retrieval service does not show, by clear evidence, that the financial community views and
uses the term CASH MANAGEMENT ACCOUNT as a generic, common descriptive term for the
brokerage services to which Merrill Lynch first applied the term.”   Similarly, in In re American Fertility
Society, 188 F.3d 1341, 51 U.S.P.Q. 2d 1832 (Fed. Cir. 1999), the Federal Circuit reversed the Board’s
refusal because the PTO failed to provide any evidence of the public’s understanding of the phrase
SOCIETY FOR REPRODUCTIVE MEDICINE.  In that case, the Federal Circuit stated that “the board
cannot simply cite definitions and generic uses of the constituent terms of a mark . . . in lieu of
conducting an inquiry into the meaning of the disputed phrase as a whole to hold a mark . . . generic.”  
Id. at 1836.  In the instant case, the Examining Attorney relies heavily upon a few screenshots from
some websites he has selected to support his assertion that the public perceives the Mark as referring
only to the events of September 11, 2001.  However, such a mere smattering of evidence is not enough



to establish how the public actually perceives the Mark.  In re Merrill Lynch and In re American
Fertility Society both make clear that more is necessary to determine whether a mark can function as a
trademark when consumer perception is part of the determination.  Significantly, the Examining
Attorney has made no direct inquiry regarding, and he has failed to provide any concrete evidence of,
consumer perception regarding the Mark’s ability to function as a trademark for Applicant’s goods.  
Thus, his decision should be reversed.
 
2.  Many Of The Online Dictionary References Have Changed To Reflect The Mark’s Trademark
Status
 
Moreover, beyond its limited probative value, much of the evidence upon which the Examining
Attorney relies to support his refusal to register, including the dictionary definitions relied upon in both
office actions, no longer exists.  Applicant has contacted the editors of the various online dictionaries,
and in each case, the editor of the publication containing the relevant dictionary definition has been
extremely cooperative and responsive in connection with Applicant’s notification that the term at issue
is a trademark.  Specifically, in each case, the editors have recognized that their subjective
determination did not amount to an accurate reflection of the purchasing public’s understanding of
WORLD TRADE CENTER or WTC, and in light of that recognition, they have corrected the
definitions to accurately define WORLD TRADE CENTER and WTC.  See Exhibit 1 containing
corrected dictionary definitions published by HarperCollins Publishers in Collins English Dictionary-

Complete & Unabridged 10th Edition 2009 and by Houghton Mifflin Company in The American
Heritage New Dictionary of Cultural Literacy, Third Edition.[1]  These corrected definitions indicate
that the Mark is a trademark used to identify Applicant, its services, and any number of iconic buildings
worldwide that house organizations and businesses dedicated to promoting and supporting world trade
and international commerce, rather than merely the complex of buildings destroyed in the September 11,
2001 attacks.
 
Like HarperCollins Publishers and Houghton Mifflin Company, other editors have also acknowledged
the inaccuracies of their definitions of WORLD TRADE CENTER and WTC and have agreed to
remove their inaccurate definitions.  See Exhibit 2 attaching emails from the editors of Oxford
University Press, Princeton University’s WordNet Project and The Gale Group of Cengage Learning
agreeing to take appropriate steps to remove their inaccurate definitions.[2]
 
Applicant’s actions in this case – and the editors’ responses thereto – are strong indicators that the
Mark functions as a trademark.  See Plyboo America Inc. v. Smith & Fong Co., 51 U.S.P.Q. 2d 1633,
1642, 1999 WL 667420 (T.T.A.B. 1999) (finding that a trademark owner’s letter to the editor of a
newspaper that used its mark in a generic sense – and the newspaper’s subsequent printing of a
correction notice acknowledging the mark’s trademark status – was relevant evidence of functionality).
  In Plyboo America the issue was the trademark status of the term PLYBOO for plywood made of
bamboo.  The San Francisco Examiner used the term as a generic name for that kind of plywood. 
Applicant sent a letter to the editor and the San Francisco Examiner printed a correction stating that
PLYBOO is a trademark of applicant.  Applicant’s activities, and the editors’ positive reaction to and
accommodation of Applicant’s requests, mirror the scenario in Plyboo America and support
Applicant’s position that the Mark functions as a trademark.
 
C.  The Final Refusal Should Be Reversed Based On Applicant’s Evidence That The Mark
Functions As A Trademark
 
Applicant has presented solid evidence to rebut the Examining Attorney’s position that the Mark does



not function as a trademark.  Applicant addresses this evidence more fully below.
 
1.  Third Party Declarations Establish That Consumers Perceive The Mark To Function As A
Trademark
 
First, Applicant has submitted evidence in the form of numerous declarations executed by third parties
attesting to the fact that the Mark is a source identifier of Applicant and its services and that they
recognize the Mark to function as a trademark.  See Richie Decl., Exh. 10 (attached to first office action
response dated August 9, 2012).  The Examining Attorney takes the position that these declarations are
self-serving in nature and thus their evidentiary value is diminished.  However, his position is without
merit.  See, e.g., Application of Schenectady Varnish Co., 280 F.2d 169, 171 (C.C.P.A. 1960)
(determining, with respect to form letters from companies with business relationships with appellant,
“there is no reason for us to believe that the officers of those companies failed to tell the truth in order
to help appellant prove its case.”); McCabe-Powers Auto Body Co. v. American Truck Equipment Co.,
150 F.Supp. 194, 198 (D. Or. 1957) (noting testimony of independent dealers could not be treated
lightly in determination of secondary meaning).
 
Attached at Exhibit 3 are additional declarations of third parties attesting to the fact that they perceive
the Mark to function as a source identifier.
 
Indeed, these declarations are very telling of consumer perception of the Mark.  The third parties
providing these declarations, including executives from Applicant’s members as well as non-members,
are not one and the same with Applicant.  Rather, these individuals are among the relevant public whose
perception regarding the Mark is critical to the instant case.  In the face of this direct evidence of
consumer perception, it is not possible to make the blanket statement that the Mark does not function as
a trademark since it calls to mind only the terrorist events of September 11, 2001.  Thus, the final refusal
to register cannot stand.
 
2.  Unauthorized Third Parties Cease Use Of The Mark Upon Applicant’s Request, Establishing
That The Mark Functions As A Trademark
 
Second, Applicant has submitted evidence showing that unauthorized third parties have ceased use of
the Mark upon Applicant’s request, thereby demonstrating the third parties’ recognition of the Mark as
a trademark of Applicant.  See Opposition Proceeding Nos. 91201403 and 91205109; Extension of
Time filed against Appl. No. 78/125,583 and Judgment and Permanent Injunction on Consent, at Richie
Decl., Exhs. 11 and 12 (attached to first office action response dated August 9, 2012).  Three of the four
proceedings were commenced after September 11, 2001.  The fact that unauthorized third parties have
ceased use and registration of their infringing marks upon notification of their infringing activities by
Applicant is direct evidence of consumer perception that the Mark functions as a trademark.
 
3.  Applicant’s Longstanding Registrations For WORLD TRADE CENTER And WTC And The
Renewals Thereof Establish That The Mark Functions As A Trademark
 
Third, Applicant’s registrations for WORLD TRADE CENTER and WTC in connection with services
repeatedly have been renewed.[3]  The fact that these registrations have been renewed on more than one
occasion since September 11, 2001 without any question from the Trademark Office as to consumer
perception is evidence that the Mark functions as a strong trademark in the minds of consumers, not just
in connection with the services covered by Applicant’s registrations, but generally and in connection
with the goods covered by the subject application.  If the Mark continues to be renewed for “association



services, namely fostering and promoting world trade and international business relationships”, the only
logical conclusions are that the Trademark Office acknowledges that the Mark is a source identifier and
that consumers necessarily perceive the Mark to be a source identifier.  There is nothing in the record to
establish that consumers distinguish between goods and services, or that they would make such
distinctions between Applicant’s services and the goods at issue here.
 
The Examining Attorney acknowledges that the Mark is registered for services but inexplicably
concludes that consumers could not possibly perceive the Mark to function as a trademark for goods. 
The Examining Attorney’s comment that the Mark is registered for association services “which are not
related to the goods at issue here” is a red herring and simply makes no sense in the realities of the
marketplace.  If the Mark cannot function as a trademark for goods for the reasons set forth by the
Examining Attorney in his final office action, then it should not be capable of functioning as a
trademark for the registered services, whether the goods and services are related or not.  Furthermore,
and as noted above, there is nothing in the record to demonstrate that consumers have made or would
make such distinctions here. 
 
However, to the extent the relatedness of the relevant goods and services is a critical factor in
determining whether the Mark can function as a trademark for goods, Applicant submits that the goods
listed in the subject application are in fact related to its services.  It is very common for service
associations such as Applicant to adopt a single mark for both goods and services.  In turn, the service
associations’ provision of both goods and services under a single mark causes consumers quite
naturally to associate both the goods and services as emanating from a single source.  To illustrate this
point, Applicant attaches at Exhibit 4 a list of trademark registrations and accepted applications owned
by seven different service associations, namely Girl Scouts of the United States of America (the “Girl
Scouts”), United States Tennis Association Incorporated (the “USTA”), Boy Scouts of America,
National Council of Young Men’s Christian Associations of the United States (the “YMCA”), United
Way Worldwide (the “United Way”), Rotary International, and Toastmasters International
(“Toastmasters”).   As set forth on this list, these service associations own applications and registrations
for a broad range of both goods and services.  For example, Toastmasters simultaneously owns a service
mark registration for the TOASTMASTERS INTERNATIONAL and Design mark in Class 41 for
“training in leadership, public speaking, communication, and critiquing thereof,” and trademark
registrations for the same mark in Classes 14 and 16 for, inter alia, jewelry and books, respectively. 
Similarly, the YMCA simultaneously owns a service mark registration for the YMCA and Design mark
in Class 43 for day care and temporary lodging services, and trademark registrations for the same mark
in Classes 25 and 6 for, inter alia, bathing suits and trophies, respectively.  Copies of registration
certificates for a representative sample of these marks for different types of goods are attached at
Exhibit 5. 
 
Websites maintained by these service associations also demonstrate simultaneous use of the same mark
on both goods and services.  For example, the Girl Scouts’ website and online shop show that the Girl
Scouts service association uses the GIRL SCOUTS and Design mark both in connection with goods,
such as tote bags, jackets, and t-shirts, and in connection with services, such as professional
development services and public policy and advocacy services. Similarly, the United Way’s website
and online store show that the United Way uses the UNITED WAY and Design mark both in
connection with goods, such as t-shirts and tote bags, and in connection with services, such as
eleemosynary services.  USTA’s website shows that USTA uses the USTA and Design mark in
connection both with goods, such as t-shirts and hats, and with services, such as “promoting and
developing [tennis]’s growth on all levels in the United States, from local communities to the crown
jewel of the professional game, the US Open.”   Copies of the relevant web pages from the USTA, Girl



Scouts, and United Way websites are attached hereto at Exhibit 6.
 
The fact that these service associations own multiple trademark registrations and applications for the
same mark for both goods and services – and that they use the same mark in commerce in connection
with both goods and services – demonstrates that associations like Applicant commonly provide both
goods and services under the same mark, and that consumers expect that goods and services such as
Applicant’s services and proposed goods emanate from a single source.   “Third-party registrations
which cover a number of differing goods and/or services, and which are based on use in commerce . . .
have some probative value to the extent that they may serve to suggest that such goods or services are of
a type which may emanate from a single source.”  In re Jack B. Binion, 93 U.S.P.Q. 2d 1531 (T.T.A.B.
2009) (quoting In re Mucky Duck Mustard Co., 6 U.S.P.Q. 2d 1467, 1470 n.6 (T.T.A.B. 1988), aff'd,
864 F.2d 149 (Fed. Cir. 1988) and citing In re Albert Trostel & Sons Co., 29 U.S.P.Q. 2d 1783, 1785-86
(T.T.A.B. 1993)).
 
Additionally, Applicant notes that it is quite common for entities that own iconic buildings to use and
register trademarks in connection with both goods and services related to their buildings, and for
consumers, in turn, to expect and perceive that both the goods and the services come from the same
source.  Attached at Exhibit 7 is a list of registrations for marks used in connection with three iconic
buildings.  These include trademarks owned or filed by the Rockefeller Group, Inc. (for Rockefeller
Center), TS 405 Lexington Owner, L.L.C. (for Chrysler Building), and Radio City Trademarks, LLC
(for Radio City Hall).  Copies of registration certificates for a representative sample of these marks are
attached at Exhibit 8.
 
In sum, the above examples from the Federal Register of the USPTO clearly show that the Trademark
Office – and, by extension, consumers – routinely recognize that organizations that render services also
sell goods, and that goods and services bearing the same mark come from the same source. 
Accordingly, this representative sampling demonstrates that, in the view of the public, such goods and
services are inherently interconnected and related to each other.  There is no evidence whatsoever in the
record to indicate that the instant case is any different.
 
D.  The Examining Attorney’s Remaining Arguments Regarding Functionality Are Meritless
 
1.  The Examining Attorney Cannot Successfully Distinguish LucasFilm
 
In the first office action, the Examining Attorney attempts to distinguish LucasFilm Ltd. v. High
Frontier, 622 F.Supp. 931, 227 U.S.P.Q. 967 (D.D.C. 1985); however, for the reasons explained more
thoroughly below, his arguments miss the mark. 
 
First, the Examining Attorney attempts to distinguish the LucasFilm case on the basis that the proposed
goods are unrelated to the association services in connection with which Applicant holds longstanding
registrations for the Mark.  As set forth above, this explanation is a red herring and without merit.
 
Second, the Examining Attorney attempts to distinguish LucasFilm on the basis that the case
purportedly does not stand for the proposition that noncommercial use of a mark has no effect on the
mark’s ability to function as a trademark.   The Examining Attorney then notes several instances in
which trademarks were lost to the public domain due to widespread generic use.  However, the instant
case is not similar to the DRY ICE or ESCALATOR examples the Examining Attorney provides
because it is not about a mark that has become generic.  Rather, the instant case is about consumer
perception concerning the ability of Applicant’s Mark to function as a trademark for the goods covered



by its application.  Therefore, LucasFilm is relevant because the Court therein made it clear that third
party news and commentary or noncommercial, non-trade references will not undermine a trademark
owner’s ability to use its mark as a source identifier for its goods and services.   Indeed, the language of
LucasFilm is in direct opposition to the erroneous interpretation given by the Examining Attorney for
why the Mark cannot function as a trademark.
 
As the LucasFilm court states:
 

But the use of star wars in political propaganda, newspapers or noncommercial, non-
trade references will not undermine plaintiff's exclusive property right to use it in
connection with goods and services. The words “star” and “wars” were in the common
domain before plaintiff established its service mark and plaintiff's efforts gave STAR
WARS a special, secondary meaning. Now the phrase star wars has acquired a double
meaning, but it has not become a generic term that is a term associated with an entire
class of goods or services. Continued non-trade, noncommercial use cannot take the
mark away from plaintiff Lucasfilms. [Emphasis added.]  Whether this use makes the
trademark become ultimately more or less valuable is a matter of conjecture, but the
trademark is still plaintiff's. The new meaning of the phrase in the political or scientific
context does not affect the distinct, and still strong secondary meaning of STAR WARS
in trade and entertainment.

Id. at 935.  This passage makes crystal clear that LucasFilm does in fact support the proposition that
certain types of non-commercial uses of a mark – including the very types of uses of the Mark the
Examining Attorney identifies in his final office action – do not affect the ability of Applicant’s Mark
to function as a trademark to identify its goods and services.  Again, the instant case is not about generic
use, and the Examining Attorney’s attempts to analogize the instant case in that manner are off-point
and should be ignored.
 
Finally, the Examining Attorney argues that LucasFilm is significantly different from the instant case
because the Mark was “not adopted by anyone in particular to refer to a particular idea . . . as was the
case with the SDI initiative.” Applicant fails to see the significance of this point for two reasons:   First,
although the Examining Attorney suggests otherwise, the term STAR WARS was not adopted by
anyone in particular, but was used by “newspapers, politicians, scientists and spokesmen of allied and
enemy nations . . .[and] [t]hrough persistent and prolific use in newspapers and magazines and over
television and radio the phrase star wars has become a popular synonym for the SDI proposal.”  
LucasFilm, 622 F.Supp. at 932-33.  Second, the Mark in the instant case was not “preemptively taken
over by a terrorist attack.”   The Mark has been, is, and continues to be, both before and after the events
of September 11, 2001, a registered trademark with a clear source identifying function for Applicant’s
services.  As set forth in LucasFilm, the fact that the term also has been used in certain non-trade, non-
commercial ways in connection with the terrorist events of September 11, 2001 cannot and does not
dissolve the longstanding source identifying function of Applicant’s Mark.
 
In relation to this point, it bears repeating that Applicant’s Mark is not about a single building complex
located in New York City – i.e., the buildings that were subject to the September 11, 2001 attack.   As
Applicant explained in its first office action response, the Mark is not used exclusively in connection
with this building complex.  Applicant represents approximately 330 members in 98 countries,
including 53 members in the U.S. that are authorized to use the Mark as a trademark.  See Richie Decl.,
¶3, Exh. 2 (attached to the first office action response dated August 9, 2012).  These members pay a
substantial initial “membership” fee, as well as annual fees in the nature of dues, to join the WTCA



organization and maintain their membership in order to enjoy the privileges and prestige of being a
WTCA member, which includes a license to use the WORLD TRADE CENTER and WTC trademarks. 
See Richie Decl., ¶11.  Member-licensees using the Mark in connection with offering goods, activities,
and services devoted to the promotion and expansion of world trade and in connection with their
respective buildings are located in numerous cites nationwide, including without limitation, Albany,
Anchorage, Atlanta, Baltimore, Boston, Buffalo, Charleston, Cleveland, Dallas, Denver, Detroit, Fort
Lauderdale, Honolulu, Houston, Jackson, Kansas City, Las Vegas, Los Angeles, Memphis, Miami,
Milwaukee, New Orleans, New York, Orlando, Palm Beach, Philadelphia, Pittsburgh, Portland,
Providence, Sacramento, St. Louis, San Antonio, San Diego, Savannah, Seattle, Tampa, and
Washington, DC.  See full listing of locations at Richie Decl., Exh. 3.  A number of these members
joined WTCA after September 11, 2001, and all of these members have paid and continue to pay
membership fees and annual dues since that time, thereby demonstrating that the members understand
the Mark to have great value and to function as an identifier of source after September 11, 2001. 
Moreover, the Mark is still being licensed for use in New York and a new building complex currently
under construction will once again bear the Mark.
 
2.  The Examining Attorney’s Analogy To Pearl Harbor Undermines His Conclusion     
 
The Examining Attorney’s attempted comparison in the instant case to the attack on Pearl Harbor is
another red herring and ultimately undermines his conclusion that Applicant’s Mark is not capable of
functioning as a trademark.  The Examining Attorney is correct that Pearl Harbor, a single location in
Hawaii, was subject to an enemy attack on December 7, 1941 that resulted in an unfortunate loss of life,
much like the terrorist attacks of September 11, 2001.  However, unlike this case and the Mark at issue
herein, “Pearl Harbor” did not function as a trademark prior to the attack and was not used in
connection with any particular goods or services.  Furthermore, and also unlike the instant case, there
were not hundreds of Pearl Harbor locations throughout the world offering services and goods under the
Pearl Harbor brand.  Perhaps most importantly, however, the Examining Attorney’s attempted
comparison to Pearl Harbor overlooks the fact that, despite the apparent association of Pearl Harbor
with the World War II attack, United States trademark registrations were subsequently issued for marks
containing the term PEARL HARBOR.  These registrations clearly demonstrate that Pearl Harbor can
function as a trademark despite the tragic events that occurred at that location during World War II. 
See, e.g., PEARL HARBOR for cigarettes (Reg. No. 2,974,078, which expired on February 24, 2012),
PEARL HARBOR for fireworks (Reg. No. 1,713,457), and PEARL HARBOR II for T-shirts (Reg. No.
1670332, which expired on October 5, 2001).  Copies of these relevant registration certificates are
attached hereto at Exhibit 9.
 
E.  Applicant’s Mark Is Inherently Distinctive, Or In The Alternative, The Mark Has Become
Distinctive Of The Goods In Applicant’s Intent-To-Use Application
 
In the second office action, the Examining Attorney raised the issue of acquired distinctiveness and
determined that “Applicant’s claim [thereof] is insufficient because applicant has not shown sufficient
relatedness of the registered services and the goods in the present application.”   See second office
action.  However, as the Examining Attorney notes, “a claim of acquired distinctiveness cannot
overcome a failure to function as a trademark refusal.”   See second office action, citing TrafFix
Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33, 58 U.S.P.Q. 2d 1001, 1007 (2001).  Because
acquired distinctiveness cannot overcome a failure to function refusal, the Examining Attorney’s
discussion of acquired distinctiveness at the end of the second office action assumes that Applicant’s
Mark is capable of functioning as a trademark – i.e., capable of having a source-identifying function
beyond merely calling to mind the events of September 11, 2001.  However, the Examining Attorney’s



discussion also assumes that Applicant’s Mark is not distinctive of the goods identified in the
application.  Applicant respectfully submits that this assumption is unfounded because the Mark is very
distinctive when used in connection with the subject goods.  Therefore, proof of acquired distinctiveness
is unnecessary.  But, to the extent the Examining Attorney would maintain that proof of acquired
distinctiveness is required, Applicant submits that the Mark has become distinctive of the goods
identified in its intent-to-use application.
 
1.  The Mark is Inherently Distinctive
 
Applicant need not show that its Mark has acquired distinctiveness because the Mark is already
distinctive.  The Mark at issue is WTC and the goods at issue are “Binoculars, cameras, blank USB
flash drives, chains for eye glasses, electronic personal organizer, eyeglass cases, eyeglasses, hard hats,
light pens, magnets, mouse pads, cell phone cases, sunglasses, viewing devices, namely, digital
photograph viewers, 3D digital photograph viewers, LCD displays, enclosures for LCD displays and
enclosures for video players” in Class 9.   The Examining Attorney does not explain, and there is
nothing in the record to substantiate, how the Mark is not distinctive of the goods at issue.  Because
Applicant’s Mark is inherently strong and distinctive in connection with the applied-for goods,
Applicant need not prove acquired distinctiveness. 
 
2.  Applicant Has Established Acquired Distinctiveness, To The Extent Proof Thereof Is Required
 
Although Applicant believes, for the reasons set forth above, proof of acquired distinctiveness is
unnecessary, Applicant submits in the alternative that it nevertheless has established acquired
distinctiveness in this case.  An applicant filing an intent-to-use application normally need not claim
distinctiveness in the initial stages of the application process; however, in some cases, an applicant may
do so.  As set forth in In re Jack B. Binion, 93 U.S.P.Q. 2d 1531 (T.T.A.B. 2009) (citing In re Dial-A-
Mattress Operating Corp., 240 F.3d 1341, 57 U.S.P.Q. 2d 1807, 1812 (Fed. Cir. 2001)):
 

an intent-to-use applicant that has used the same mark on related goods or services may
file a claim of acquired distinctiveness under Section 2(f) before filing an amendment to
allege use or statement of use, if the applicant can establish that, as a result of the
applicant's use of the mark on other goods or services, the mark has become distinctive
of the goods or services in the intent-to-use application, and that this previously created
distinctiveness will transfer to the goods and services in the intent-to-use application
when use in commerce begins.

 
To establish that an intent-to-use application has acquired distinctiveness, an applicant must prove two
elements.  First, the applicant must show that the same mark has acquired distinctiveness in connection
with specified other goods and/or services.  In re Jack B. Binion, 93 U.S.P.Q. 2d 1531.  Proof of this
element may be established, inter alia, through ownership of a prior registration for the same mark for
related goods and/or services.  See id.  Second, the applicant must show there exists a “sufficient
relationship between the goods and/or services in connection with which the mark has acquired
distinctiveness and the goods and/or services recited in the intent-to-use application to warrant the
conclusion that the previously created distinctiveness will transfer to the goods and/or services in the
application upon use.”   See id.  To prove the second element, the applicant must establish the
relatedness of the goods and/or services in the intent-to-use application with the goods and/or services
covered by the distinctive mark, “and that there is a strong likelihood that the mark’s established
trademark function will transfer to the related goods and/or services when use in commerce occurs.”  
See id. (citing In re Rogers, 53 U.S.P.Q. 2d 1741, 1744 (T.T.A.B. 1999) and TMEP §1212.09(a) (6th ed.



rev. October 2009)). 
 
Here, there can be no dispute that Applicant has established the first element.  Applicant owns a
longstanding registration (Reg. No. 1,749,086) for WTC – the identical mark at issue in this case.  
Applicant’s Mark has been in use since 1968 in connection with “association services, namely,
fostering and promoting world trade and international business relationships”, and its registration
therefor has been renewed on more than one occasion.  See 37 C.F.R. § 2.41 (providing that ownership
of a registration of the same mark on the Principal Register may be accepted as prima facie evidence of
acquired distinctiveness); In re Nielsen Business Media, Inc., 93 U.S.P.Q. 2d 1545 (T.T.A.B. 2010)
(noting same).  Applicant also has established the second element necessary to prove acquired
distinctiveness because the services for which Applicant holds the aforementioned longstanding
registration are so closely related to the goods covered by the subject application “that the Mark’s
established trademark function will transfer” to the related goods in the intent-to-use application when
use of the Mark in commerce in connection with the goods occurs.  See In re Jack B. Binion, 93
U.S.P.Q. 2d 1531.  The relatedness of the goods cited in the subject application and the services covered
by Applicant’s longstanding registration for the Mark is discussed in detail at Section II.C.3., supra.  
For these reasons and those explained above, Applicant has established acquired distinctiveness in this
case.
 
III.  CONCLUSION
 
Based on the foregoing facts, evidence, case law and the TMEP, it is clear that the Examining Attorney
has not submitted any direct evidence whatsoever to establish that consumers do not perceive the Mark
as an identifier of source such that the Mark cannot function as a trademark.  Accordingly, the refusal to
register must be withdrawn so that Applicant’s Mark can pass to publication.
 
 
 
 
 
 
 
 
 
 

[1] In addition, the vendors who incorporated the incorrect definitions on their websites were instructed to replace the incorrect
definitions with the corrected definitions.  For example, the dictionary definition for “World Trade Center” on the website at
“thefreedictionary.com” now displays the corrected definition authored by Harper Collins Publishers.

[2] Additionally, the editor of the website “internetslang.com” removed the inaccurate definition of “WTC” from the website.

[3] Reg. No. 1,749,086 for the mark WTC has been renewed twice – on March 25, 2003 and again on February 1, 2013.  Reg.
No. 1,469,489 for the mark WORLD TRADE CENTER was renewed on February 19, 2008.
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Application serial no. 85527029 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION
 
 
I.  INTRODUCTION

 
World Trade Centers Association, Inc. (“WTCA” or “Applicant”), is in receipt of a Final Office Action
dated September 6, 2012, in connection with Appl. No. 85/527,029 for WTC (the “Mark”) in Class 9.  
The Examining Attorney has maintained his refusal to register based on the alleged failure of the Mark to
function as a trademark.  For the reasons set forth below and based on additional evidence and case law
submitted herein, Applicant respectfully requests that the Examining Attorney withdraw the final refusal
of registration because the Mark is capable of functioning as a trademark to identify and distinguish
Applicant’s goods listed in the subject application.
 
II.  LAW AND ARGUMENT

A.  The Examining Attorney’s Failure-To-Function Refusal Against Applicant’s Intent-To Use
Application Is Contrary To TMEP Instructions And Relies On Irrelevant Case Law

An important factor in determining whether matter sought to be registered functions as a trademark is the
impression the matter makes on the relevant public.  In re Aerospace Optics, Inc., 78 U.S.P.Q. 2d 1861
(T.T.A.B. 2006).  To be a trademark, a term must be used in a manner calculated to project to purchasers
or potential purchasers a single source or origin for the goods. The determination of whether a term
functions as a source indicator is made by examining the specimens of use along with any other relevant
materials submitted by the applicant which show how the mark is actually used in the marketplace.  See
also In re Bose Corp., 546 F.2d 893, 897, 192 U.S.P.Q. 213, 216 (C.C.P.A. 1978) (noting that “the
manner in which an applicant has employed the asserted mark, as evidenced by the specimens of record,
must be carefully considered in determining whether the asserted mark has been used as a trademark with
respect to the goods named in the application” and that “an application for registration must be judged in
light of the specimens of record”) (emphasis added); In re Safariland Hunting Corp., 24 U.S.P.Q. 2d 1380,
1381 (T.T.A.B. 1992) (stating that “[s]ince the specimens of record show how the applied-for mark is
actually used in commerce, we must primarily look to the specimens to see if the designation would be
perceived as a source indicator”) (emphasis added).   Because this functionality determination hinges upon
how the relevant term is actually being used in the marketplace, refusals based on failure to function as a
trademark generally should not issue in the intent-to-use or Section 1(b) context.  See TMEP §1202. (“The
issue of whether a designation functions as a mark usually is tied to the use of the mark, as evidenced by
the specimen.  Therefore, unless the drawing and description of the mark are dispositive of the failure to
function without the need to consider a specimen, generally, no refusal on this basis will be issued in an
intent-to-use application under §1(b) of the Trademark Act, 15 U.S.C. §1051(b), until the applicant has
submitted a specimen(s) with an allegation of use . . . .”).   (Emphasis added). 
 
In this case, the Examining Attorney issued a final refusal against Applicant’s intent-to-use application on
the basis that the Mark fails to function as a trademark.  This determination clearly runs contrary to the
general rule that functionality refusals not be issued against intent-to-use applications, and it is improper in



this case because the drawing and description of the Mark are not “dispositive of the failure to function
without the need to consider a specimen.”   See TMEP §1202.  The Examining Attorney did not
specifically find that it was unnecessary to consider a specimen in this case, and he did not determine –
nor could he determine – that the Mark constitutes one of the types of marks that typically cannot function
as a trademark, such as marks used solely as a trade name, functional trade dress, ornamentation and/or
informational matter.  Indeed, the Examining Attorney did not give any reason whatsoever, in either office
action, based on any sound principles defined by either case law or the TMEP that could justify his
functionality refusal in the instant case.  For this reason alone, the Examining Attorney’s decision should
be reversed.
 
Instead of relying upon sound, applicable principles of trademark law, the Examining Attorney’s
determination herein relied, in part, upon irrelevant case law, namely In re Remington Products, 3
U.S.P.Q. 2d 1714, 1715 (T.T.A.B. 1987) (finding PROUDLY MADE IN USA was a slogan rather than a
source indicator); In re Volvo Cars of N. Am., Inc., 46 U.S.P.Q. 2d 1455 (T.T.A.B. 1998) (holding DRIVE
SAFELY phrase would be perceived as an informational phrase or slogan rather than a trademark); and In
re Manco, Inc., 24 U.S.P.Q. 2d 1938 (T.T.A.B. 1992) (determining that consumers would perceive
THINK GREEN as an informational slogan rather than a trademark).  These cases are inapt for two
reasons as explained in the paragraphs below. 
 
First, in each of the above cases, the applicants submitted specimens of use demonstrating how the mark
actually was being used in commerce, and the examining Attorney and the T.T.A.B. were able to, and did,
review and evaluate the specimens of use in making a final determination that the marks in question did
not function as trademarks.  In the instant case, by stark contrast, there are no specimens of record to
review.  Therefore, the Examining Attorney did not make, and could not have made, his determination
that the Mark fails to function as a trademark because of the way it appears on any specimen of use. 
 
Second, in each of the above cases, the marks at issue were denied registration on the basis that they were
of an informational nature, as reflected on the relevant specimens of use.  The Mark in the instant case
clearly is not “of an informational nature,” and the Examining Attorney did not find that it was.   As stated
above, the Examining Attorney has not given any sound reason supporting the refusal in this case, and the
record is devoid of any evidence indicating that the purchasing public does not perceive the Mark as a
source indicator of Applicant’s goods.   Because the Examining Attorney’s refusal improperly ignores
TMEP instructions and relies upon case law that is not relevant to the instant case, the refusal to register
should be reversed.
 
B.  The Examining Attorney’s Functionality Determination Is Not Based Upon Concrete, Reliable
Evidence Of Public Perception
 
The Examining Attorney’s refusal in this case is based on the premise that the Mark does not function as
a trademark because it calls to mind only the terrorist events of September 11, 2001.  As explained more
fully below, the Examining Attorney’s reasoning is improper because it does not rely upon any concrete
evidence establishing the public’s perception of the Mark.
 
In support of his conclusion that the Mark calls to mind only the terrorist events of September 11, 2001,
the Examining Attorney relies upon various online dictionary definitions of “World Trade Center” and
“WTC,” as well as screenshots from selected websites that use the term with reference to those events.  
The Examining Attorney’s reasoning and conclusion are problematic for two reasons: (1) the evidence
upon which the Examining Attorney relies is of little probative value concerning the ultimate issue in this
case – i.e., how the public actually perceives the Mark; and (2) notwithstanding its limited probative



value, many of the dictionary definitions upon which the Examining Attorney relies have been corrected
to identify the Mark as a trademark.
 
1.  Dictionary And Web References Are Of Limited Probative Value
 
In both office actions, the Examining Attorney’s reliance on dictionary definitions to support his
conclusion is problematic because dictionary entries are not definitive of the public’s perception of a
term.  Indeed, dictionary definitions often are subjective and tend to reflect the editors’ understanding of a
term rather than that of the actual purchasers of the goods and services.  See Berner Int'l Corp. v. Mars
Sales Corp., 987 F.2d 975, 983 (3d Cir. 1993).  As set forth in Berner:
 

dictionaries also may not reflect word meaning among those persons who purchase the
particular products involved . . . . Dictionary entries also reflect lexicographical judgment
and editing which may distort a word's meaning or importance.  A Court accepting a
dictionary entry at face value is in effect adopting the lexicographical judgment as its own,
even though such a judgment might be based on printed matter which, if offered in
evidence, would not be controlling.

 
See id. (internal citations and punctuation omitted).
 
In the second office action, the Examining Attorney’s reliance on other scattered web references is
similarly misguided and inconclusive of consumer perception.  As the court in In re Merrill Lynch, Pierce,
Fenner, and Smith, 828 F.2d 1567, 1571 (Fed. Cir. 1987) stated in overturning the refusal to register
CASH MANAGEMENT ACCOUNT, “[t]he mixture of usages unearthed by the NEXIS computerized
retrieval service does not show, by clear evidence, that the financial community views and uses the term
CASH MANAGEMENT ACCOUNT as a generic, common descriptive term for the brokerage services to
which Merrill Lynch first applied the term.”   Similarly, in In re American Fertility Society, 188 F.3d
1341, 51 U.S.P.Q. 2d 1832 (Fed. Cir. 1999), the Federal Circuit reversed the Board’s refusal because the
PTO failed to provide any evidence of the public’s understanding of the phrase SOCIETY FOR
REPRODUCTIVE MEDICINE.  In that case, the Federal Circuit stated that “the board cannot simply cite
definitions and generic uses of the constituent terms of a mark . . . in lieu of conducting an inquiry into the
meaning of the disputed phrase as a whole to hold a mark . . . generic.”   Id. at 1836.  In the instant case,
the Examining Attorney relies heavily upon a few screenshots from some websites he has selected to
support his assertion that the public perceives the Mark as referring only to the events of September 11,
2001.  However, such a mere smattering of evidence is not enough to establish how the public actually
perceives the Mark.  In re Merrill Lynch and In re American Fertility Society both make clear that more is
necessary to determine whether a mark can function as a trademark when consumer perception is part of
the determination.  Significantly, the Examining Attorney has made no direct inquiry regarding, and he
has failed to provide any concrete evidence of, consumer perception regarding the Mark’s ability to
function as a trademark for Applicant’s goods.   Thus, his decision should be reversed.
 
2.  Many Of The Online Dictionary References Have Changed To Reflect The Mark’s Trademark
Status
 
Moreover, beyond its limited probative value, much of the evidence upon which the Examining Attorney
relies to support his refusal to register, including the dictionary definitions relied upon in both office
actions, no longer exists.  Applicant has contacted the editors of the various online dictionaries, and in
each case, the editor of the publication containing the relevant dictionary definition has been extremely
cooperative and responsive in connection with Applicant’s notification that the term at issue is a



trademark.  Specifically, in each case, the editors have recognized that their subjective determination did
not amount to an accurate reflection of the purchasing public’s understanding of WORLD TRADE
CENTER or WTC, and in light of that recognition, they have corrected the definitions to accurately define
WORLD TRADE CENTER and WTC.  See Exhibit 1 containing corrected dictionary definitions

published by HarperCollins Publishers in Collins English Dictionary-Complete & Unabridged 10th Edition
2009 and by Houghton Mifflin Company in The American Heritage New Dictionary of Cultural Literacy,
Third Edition.[1]  These corrected definitions indicate that the Mark is a trademark used to identify
Applicant, its services, and any number of iconic buildings worldwide that house organizations and
businesses dedicated to promoting and supporting world trade and international commerce, rather than
merely the complex of buildings destroyed in the September 11, 2001 attacks.
 
Like HarperCollins Publishers and Houghton Mifflin Company, other editors have also acknowledged the
inaccuracies of their definitions of WORLD TRADE CENTER and WTC and have agreed to remove their
inaccurate definitions.  See Exhibit 2 attaching emails from the editors of Oxford University Press,
Princeton University’s WordNet Project and The Gale Group of Cengage Learning agreeing to take
appropriate steps to remove their inaccurate definitions.[2]
 
Applicant’s actions in this case – and the editors’ responses thereto – are strong indicators that the Mark
functions as a trademark.  See Plyboo America Inc. v. Smith & Fong Co., 51 U.S.P.Q. 2d 1633, 1642,
1999 WL 667420 (T.T.A.B. 1999) (finding that a trademark owner’s letter to the editor of a newspaper
that used its mark in a generic sense – and the newspaper’s subsequent printing of a correction notice
acknowledging the mark’s trademark status – was relevant evidence of functionality).   In Plyboo America
the issue was the trademark status of the term PLYBOO for plywood made of bamboo.  The San
Francisco Examiner used the term as a generic name for that kind of plywood.  Applicant sent a letter to
the editor and the San Francisco Examiner printed a correction stating that PLYBOO is a trademark of
applicant.  Applicant’s activities, and the editors’ positive reaction to and accommodation of Applicant’s
requests, mirror the scenario in Plyboo America and support Applicant’s position that the Mark functions
as a trademark.
 
C.  The Final Refusal Should Be Reversed Based On Applicant’s Evidence That The Mark
Functions As A Trademark
 
Applicant has presented solid evidence to rebut the Examining Attorney’s position that the Mark does not
function as a trademark.  Applicant addresses this evidence more fully below.
 
1.  Third Party Declarations Establish That Consumers Perceive The Mark To Function As A
Trademark
 
First, Applicant has submitted evidence in the form of numerous declarations executed by third parties
attesting to the fact that the Mark is a source identifier of Applicant and its services and that they
recognize the Mark to function as a trademark.  See Richie Decl., Exh. 10 (attached to first office action
response dated August 9, 2012).  The Examining Attorney takes the position that these declarations are
self-serving in nature and thus their evidentiary value is diminished.  However, his position is without
merit.  See, e.g., Application of Schenectady Varnish Co., 280 F.2d 169, 171 (C.C.P.A. 1960)
(determining, with respect to form letters from companies with business relationships with appellant,
“there is no reason for us to believe that the officers of those companies failed to tell the truth in order to
help appellant prove its case.”); McCabe-Powers Auto Body Co. v. American Truck Equipment Co., 150
F.Supp. 194, 198 (D. Or. 1957) (noting testimony of independent dealers could not be treated lightly in
determination of secondary meaning).



 
Attached at Exhibit 3 are additional declarations of third parties attesting to the fact that they perceive the
Mark to function as a source identifier.
 
Indeed, these declarations are very telling of consumer perception of the Mark.  The third parties
providing these declarations, including executives from Applicant’s members as well as non-members,
are not one and the same with Applicant.  Rather, these individuals are among the relevant public whose
perception regarding the Mark is critical to the instant case.  In the face of this direct evidence of
consumer perception, it is not possible to make the blanket statement that the Mark does not function as a
trademark since it calls to mind only the terrorist events of September 11, 2001.  Thus, the final refusal to
register cannot stand.
 
2.  Unauthorized Third Parties Cease Use Of The Mark Upon Applicant’s Request, Establishing
That The Mark Functions As A Trademark
 
Second, Applicant has submitted evidence showing that unauthorized third parties have ceased use of the
Mark upon Applicant’s request, thereby demonstrating the third parties’ recognition of the Mark as a
trademark of Applicant.  See Opposition Proceeding Nos. 91201403 and 91205109; Extension of Time
filed against Appl. No. 78/125,583 and Judgment and Permanent Injunction on Consent, at Richie Decl.,
Exhs. 11 and 12 (attached to first office action response dated August 9, 2012).  Three of the four
proceedings were commenced after September 11, 2001.  The fact that unauthorized third parties have
ceased use and registration of their infringing marks upon notification of their infringing activities by
Applicant is direct evidence of consumer perception that the Mark functions as a trademark.
 
3.  Applicant’s Longstanding Registrations For WORLD TRADE CENTER And WTC And The
Renewals Thereof Establish That The Mark Functions As A Trademark
 
Third, Applicant’s registrations for WORLD TRADE CENTER and WTC in connection with services
repeatedly have been renewed.[3]  The fact that these registrations have been renewed on more than one
occasion since September 11, 2001 without any question from the Trademark Office as to consumer
perception is evidence that the Mark functions as a strong trademark in the minds of consumers, not just in
connection with the services covered by Applicant’s registrations, but generally and in connection with
the goods covered by the subject application.  If the Mark continues to be renewed for “association
services, namely fostering and promoting world trade and international business relationships”, the only
logical conclusions are that the Trademark Office acknowledges that the Mark is a source identifier and
that consumers necessarily perceive the Mark to be a source identifier.  There is nothing in the record to
establish that consumers distinguish between goods and services, or that they would make such
distinctions between Applicant’s services and the goods at issue here.
 
The Examining Attorney acknowledges that the Mark is registered for services but inexplicably concludes
that consumers could not possibly perceive the Mark to function as a trademark for goods.  The
Examining Attorney’s comment that the Mark is registered for association services “which are not related
to the goods at issue here” is a red herring and simply makes no sense in the realities of the marketplace.  
If the Mark cannot function as a trademark for goods for the reasons set forth by the Examining Attorney
in his final office action, then it should not be capable of functioning as a trademark for the registered
services, whether the goods and services are related or not.  Furthermore, and as noted above, there is
nothing in the record to demonstrate that consumers have made or would make such distinctions here. 
 
However, to the extent the relatedness of the relevant goods and services is a critical factor in determining
whether the Mark can function as a trademark for goods, Applicant submits that the goods listed in the



subject application are in fact related to its services.  It is very common for service associations such as
Applicant to adopt a single mark for both goods and services.  In turn, the service associations’ provision
of both goods and services under a single mark causes consumers quite naturally to associate both the
goods and services as emanating from a single source.  To illustrate this point, Applicant attaches at
Exhibit 4 a list of trademark registrations and accepted applications owned by seven different service
associations, namely Girl Scouts of the United States of America (the “Girl Scouts”), United States
Tennis Association Incorporated (the “USTA”), Boy Scouts of America, National Council of Young
Men’s Christian Associations of the United States (the “YMCA”), United Way Worldwide (the “United
Way”), Rotary International, and Toastmasters International (“Toastmasters”).   As set forth on this list,
these service associations own applications and registrations for a broad range of both goods and services. 
For example, Toastmasters simultaneously owns a service mark registration for the TOASTMASTERS
INTERNATIONAL and Design mark in Class 41 for “training in leadership, public speaking,
communication, and critiquing thereof,” and trademark registrations for the same mark in Classes 14 and
16 for, inter alia, jewelry and books, respectively.  Similarly, the YMCA simultaneously owns a service
mark registration for the YMCA and Design mark in Class 43 for day care and temporary lodging
services, and trademark registrations for the same mark in Classes 25 and 6 for, inter alia, bathing suits
and trophies, respectively.  Copies of registration certificates for a representative sample of these marks
for different types of goods are attached at Exhibit 5. 
 
Websites maintained by these service associations also demonstrate simultaneous use of the same mark on
both goods and services.  For example, the Girl Scouts’ website and online shop show that the Girl Scouts
service association uses the GIRL SCOUTS and Design mark both in connection with goods, such as tote
bags, jackets, and t-shirts, and in connection with services, such as professional development services and
public policy and advocacy services. Similarly, the United Way’s website and online store show that the
United Way uses the UNITED WAY and Design mark both in connection with goods, such as t-shirts and
tote bags, and in connection with services, such as eleemosynary services.  USTA’s website shows that
USTA uses the USTA and Design mark in connection both with goods, such as t-shirts and hats, and with
services, such as “promoting and developing [tennis]’s growth on all levels in the United States, from
local communities to the crown jewel of the professional game, the US Open.”   Copies of the relevant
web pages from the USTA, Girl Scouts, and United Way websites are attached hereto at Exhibit 6.
 
The fact that these service associations own multiple trademark registrations and applications for the same
mark for both goods and services – and that they use the same mark in commerce in connection with both
goods and services – demonstrates that associations like Applicant commonly provide both goods and
services under the same mark, and that consumers expect that goods and services such as Applicant’s
services and proposed goods emanate from a single source.  “Third-party registrations which cover a
number of differing goods and/or services, and which are based on use in commerce . . . have some
probative value to the extent that they may serve to suggest that such goods or services are of a type which
may emanate from a single source.”  In re Jack B. Binion, 93 U.S.P.Q. 2d 1531 (T.T.A.B. 2009) (quoting
In re Mucky Duck Mustard Co., 6 U.S.P.Q. 2d 1467, 1470 n.6 (T.T.A.B. 1988), aff'd, 864 F.2d 149 (Fed.
Cir. 1988) and citing In re Albert Trostel & Sons Co., 29 U.S.P.Q. 2d 1783, 1785-86 (T.T.A.B. 1993)).
 
Additionally, Applicant notes that it is quite common for entities that own iconic buildings to use and
register trademarks in connection with both goods and services related to their buildings, and for
consumers, in turn, to expect and perceive that both the goods and the services come from the same
source.  Attached at Exhibit 7 is a list of registrations for marks used in connection with three iconic
buildings.  These include trademarks owned or filed by the Rockefeller Group, Inc. (for Rockefeller
Center), TS 405 Lexington Owner, L.L.C. (for Chrysler Building), and Radio City Trademarks, LLC (for
Radio City Hall).  Copies of registration certificates for a representative sample of these marks are



attached at Exhibit 8.
 
In sum, the above examples from the Federal Register of the USPTO clearly show that the Trademark
Office – and, by extension, consumers – routinely recognize that organizations that render services also
sell goods, and that goods and services bearing the same mark come from the same source.  Accordingly,
this representative sampling demonstrates that, in the view of the public, such goods and services are
inherently interconnected and related to each other.  There is no evidence whatsoever in the record to
indicate that the instant case is any different.
 
D.  The Examining Attorney’s Remaining Arguments Regarding Functionality Are Meritless
 
1.  The Examining Attorney Cannot Successfully Distinguish LucasFilm
 
In the first office action, the Examining Attorney attempts to distinguish LucasFilm Ltd. v. High Frontier,
622 F.Supp. 931, 227 U.S.P.Q. 967 (D.D.C. 1985); however, for the reasons explained more thoroughly
below, his arguments miss the mark. 
 
First, the Examining Attorney attempts to distinguish the LucasFilm case on the basis that the proposed
goods are unrelated to the association services in connection with which Applicant holds longstanding
registrations for the Mark.  As set forth above, this explanation is a red herring and without merit.
 
Second, the Examining Attorney attempts to distinguish LucasFilm on the basis that the case purportedly
does not stand for the proposition that noncommercial use of a mark has no effect on the mark’s ability to
function as a trademark.  The Examining Attorney then notes several instances in which trademarks were
lost to the public domain due to widespread generic use.  However, the instant case is not similar to the
DRY ICE or ESCALATOR examples the Examining Attorney provides because it is not about a mark that
has become generic.  Rather, the instant case is about consumer perception concerning the ability of
Applicant’s Mark to function as a trademark for the goods covered by its application.   Therefore,
LucasFilm is relevant because the Court therein made it clear that third party news and commentary or
noncommercial, non-trade references will not undermine a trademark owner’s ability to use its mark as a
source identifier for its goods and services.  Indeed, the language of LucasFilm is in direct opposition to
the erroneous interpretation given by the Examining Attorney for why the Mark cannot function as a
trademark.
 
As the LucasFilm court states:
 

But the use of star wars in political propaganda, newspapers or noncommercial, non-trade
references will not undermine plaintiff's exclusive property right to use it in connection
with goods and services. The words “star” and “wars” were in the common domain
before plaintiff established its service mark and plaintiff's efforts gave STAR WARS a
special, secondary meaning. Now the phrase star wars has acquired a double meaning, but
it has not become a generic term that is a term associated with an entire class of goods or
services. Continued non-trade, noncommercial use cannot take the mark away from
plaintiff Lucasfilms. [Emphasis added.]  Whether this use makes the trademark become
ultimately more or less valuable is a matter of conjecture, but the trademark is still
plaintiff's. The new meaning of the phrase in the political or scientific context does not
affect the distinct, and still strong secondary meaning of STAR WARS in trade and
entertainment.



Id. at 935.  This passage makes crystal clear that LucasFilm does in fact support the proposition that
certain types of non-commercial uses of a mark – including the very types of uses of the Mark the
Examining Attorney identifies in his final office action – do not affect the ability of Applicant’s Mark to
function as a trademark to identify its goods and services.  Again, the instant case is not about generic use,
and the Examining Attorney’s attempts to analogize the instant case in that manner are off-point and
should be ignored.
 
Finally, the Examining Attorney argues that LucasFilm is significantly different from the instant case
because the Mark was “not adopted by anyone in particular to refer to a particular idea . . . as was the case
with the SDI initiative.” Applicant fails to see the significance of this point for two reasons:   First,
although the Examining Attorney suggests otherwise, the term STAR WARS was not adopted by anyone
in particular, but was used by “newspapers, politicians, scientists and spokesmen of allied and enemy
nations . . .[and] [t]hrough persistent and prolific use in newspapers and magazines and over television and
radio the phrase star wars has become a popular synonym for the SDI proposal.”   LucasFilm, 622 F.Supp.
at 932-33.  Second, the Mark in the instant case was not “preemptively taken over by a terrorist attack.”  
The Mark has been, is, and continues to be, both before and after the events of September 11, 2001, a
registered trademark with a clear source identifying function for Applicant’s services.   As set forth in
LucasFilm, the fact that the term also has been used in certain non-trade, non-commercial ways in
connection with the terrorist events of September 11, 2001 cannot and does not dissolve the longstanding
source identifying function of Applicant’s Mark.
 
In relation to this point, it bears repeating that Applicant’s Mark is not about a single building complex
located in New York City – i.e., the buildings that were subject to the September 11, 2001 attack.   As
Applicant explained in its first office action response, the Mark is not used exclusively in connection with
this building complex.  Applicant represents approximately 330 members in 98 countries, including 53
members in the U.S. that are authorized to use the Mark as a trademark.  See Richie Decl., ¶3, Exh. 2
(attached to the first office action response dated August 9, 2012).  These members pay a substantial initial
“membership” fee, as well as annual fees in the nature of dues, to join the WTCA organization and
maintain their membership in order to enjoy the privileges and prestige of being a WTCA member, which
includes a license to use the WORLD TRADE CENTER and WTC trademarks.  See Richie Decl., ¶11. 
Member-licensees using the Mark in connection with offering goods, activities, and services devoted to
the promotion and expansion of world trade and in connection with their respective buildings are located
in numerous cites nationwide, including without limitation, Albany, Anchorage, Atlanta, Baltimore,
Boston, Buffalo, Charleston, Cleveland, Dallas, Denver, Detroit, Fort Lauderdale, Honolulu, Houston,
Jackson, Kansas City, Las Vegas, Los Angeles, Memphis, Miami, Milwaukee, New Orleans, New York,
Orlando, Palm Beach, Philadelphia, Pittsburgh, Portland, Providence, Sacramento, St. Louis, San Antonio,
San Diego, Savannah, Seattle, Tampa, and Washington, DC.  See full listing of locations at Richie Decl.,
Exh. 3.  A number of these members joined WTCA after September 11, 2001, and all of these members
have paid and continue to pay membership fees and annual dues since that time, thereby demonstrating
that the members understand the Mark to have great value and to function as an identifier of source after
September 11, 2001.  Moreover, the Mark is still being licensed for use in New York and a new building
complex currently under construction will once again bear the Mark.
 
2.  The Examining Attorney’s Analogy To Pearl Harbor Undermines His Conclusion     
 
The Examining Attorney’s attempted comparison in the instant case to the attack on Pearl Harbor is
another red herring and ultimately undermines his conclusion that Applicant’s Mark is not capable of
functioning as a trademark.  The Examining Attorney is correct that Pearl Harbor, a single location in
Hawaii, was subject to an enemy attack on December 7, 1941 that resulted in an unfortunate loss of life,



much like the terrorist attacks of September 11, 2001.  However, unlike this case and the Mark at issue
herein, “Pearl Harbor” did not function as a trademark prior to the attack and was not used in connection
with any particular goods or services.  Furthermore, and also unlike the instant case, there were not
hundreds of Pearl Harbor locations throughout the world offering services and goods under the Pearl
Harbor brand.  Perhaps most importantly, however, the Examining Attorney’s attempted comparison to
Pearl Harbor overlooks the fact that, despite the apparent association of Pearl Harbor with the World War
II attack, United States trademark registrations were subsequently issued for marks containing the term
PEARL HARBOR.  These registrations clearly demonstrate that Pearl Harbor can function as a trademark
despite the tragic events that occurred at that location during World War II.  See, e.g., PEARL HARBOR
for cigarettes (Reg. No. 2,974,078, which expired on February 24, 2012), PEARL HARBOR for fireworks
(Reg. No. 1,713,457), and PEARL HARBOR II for T-shirts (Reg. No. 1670332, which expired on
October 5, 2001).  Copies of these relevant registration certificates are attached hereto at Exhibit 9.
 
E.  Applicant’s Mark Is Inherently Distinctive, Or In The Alternative, The Mark Has Become
Distinctive Of The Goods In Applicant’s Intent-To-Use Application
 
In the second office action, the Examining Attorney raised the issue of acquired distinctiveness and
determined that “Applicant’s claim [thereof] is insufficient because applicant has not shown sufficient
relatedness of the registered services and the goods in the present application.”   See second office action. 
However, as the Examining Attorney notes, “a claim of acquired distinctiveness cannot overcome a
failure to function as a trademark refusal.”   See second office action, citing TrafFix Devices, Inc. v. Mktg.
Displays, Inc., 532 U.S. 23, 33, 58 U.S.P.Q. 2d 1001, 1007 (2001).  Because acquired distinctiveness
cannot overcome a failure to function refusal, the Examining Attorney’s discussion of acquired
distinctiveness at the end of the second office action assumes that Applicant’s Mark is capable of
functioning as a trademark – i.e., capable of having a source-identifying function beyond merely calling to
mind the events of September 11, 2001.  However, the Examining Attorney’s discussion also assumes
that Applicant’s Mark is not distinctive of the goods identified in the application.   Applicant respectfully
submits that this assumption is unfounded because the Mark is very distinctive when used in connection
with the subject goods.  Therefore, proof of acquired distinctiveness is unnecessary.  But, to the extent the
Examining Attorney would maintain that proof of acquired distinctiveness is required, Applicant submits
that the Mark has become distinctive of the goods identified in its intent-to-use application.
 
1.  The Mark is Inherently Distinctive
 
Applicant need not show that its Mark has acquired distinctiveness because the Mark is already
distinctive.  The Mark at issue is WTC and the goods at issue are “Binoculars, cameras, blank USB flash
drives, chains for eye glasses, electronic personal organizer, eyeglass cases, eyeglasses, hard hats, light
pens, magnets, mouse pads, cell phone cases, sunglasses, viewing devices, namely, digital photograph
viewers, 3D digital photograph viewers, LCD displays, enclosures for LCD displays and enclosures for
video players” in Class 9.   The Examining Attorney does not explain, and there is nothing in the record to
substantiate, how the Mark is not distinctive of the goods at issue.  Because Applicant’s Mark is
inherently strong and distinctive in connection with the applied-for goods, Applicant need not prove
acquired distinctiveness. 
 
2.  Applicant Has Established Acquired Distinctiveness, To The Extent Proof Thereof Is Required
 
Although Applicant believes, for the reasons set forth above, proof of acquired distinctiveness is
unnecessary, Applicant submits in the alternative that it nevertheless has established acquired
distinctiveness in this case.  An applicant filing an intent-to-use application normally need not claim



distinctiveness in the initial stages of the application process; however, in some cases, an applicant may do
so.  As set forth in In re Jack B. Binion, 93 U.S.P.Q. 2d 1531 (T.T.A.B. 2009) (citing In re Dial-A-
Mattress Operating Corp., 240 F.3d 1341, 57 U.S.P.Q. 2d 1807, 1812 (Fed. Cir. 2001)):
 

an intent-to-use applicant that has used the same mark on related goods or services may file
a claim of acquired distinctiveness under Section 2(f) before filing an amendment to allege
use or statement of use, if the applicant can establish that, as a result of the applicant's use
of the mark on other goods or services, the mark has become distinctive of the goods or
services in the intent-to-use application, and that this previously created distinctiveness
will transfer to the goods and services in the intent-to-use application when use in
commerce begins.

 
To establish that an intent-to-use application has acquired distinctiveness, an applicant must prove two
elements.  First, the applicant must show that the same mark has acquired distinctiveness in connection
with specified other goods and/or services.  In re Jack B. Binion, 93 U.S.P.Q. 2d 1531.  Proof of this
element may be established, inter alia, through ownership of a prior registration for the same mark for
related goods and/or services.  See id.  Second, the applicant must show there exists a “sufficient
relationship between the goods and/or services in connection with which the mark has acquired
distinctiveness and the goods and/or services recited in the intent-to-use application to warrant the
conclusion that the previously created distinctiveness will transfer to the goods and/or services in the
application upon use.”   See id.  To prove the second element, the applicant must establish the relatedness
of the goods and/or services in the intent-to-use application with the goods and/or services covered by the
distinctive mark, “and that there is a strong likelihood that the mark’s established trademark function will
transfer to the related goods and/or services when use in commerce occurs.”   See id. (citing In re Rogers,
53 U.S.P.Q. 2d 1741, 1744 (T.T.A.B. 1999) and TMEP §1212.09(a) (6th ed. rev. October 2009)). 
 
Here, there can be no dispute that Applicant has established the first element.  Applicant owns a
longstanding registration (Reg. No. 1,749,086) for WTC – the identical mark at issue in this case.  
Applicant’s Mark has been in use since 1968 in connection with “association services, namely, fostering
and promoting world trade and international business relationships”, and its registration therefor has been
renewed on more than one occasion.  See 37 C.F.R. § 2.41 (providing that ownership of a registration of
the same mark on the Principal Register may be accepted as prima facie evidence of acquired
distinctiveness); In re Nielsen Business Media, Inc., 93 U.S.P.Q. 2d 1545 (T.T.A.B. 2010) (noting same). 
Applicant also has established the second element necessary to prove acquired distinctiveness because the
services for which Applicant holds the aforementioned longstanding registration are so closely related to
the goods covered by the subject application “that the Mark’s established trademark function will
transfer” to the related goods in the intent-to-use application when use of the Mark in commerce in
connection with the goods occurs.  See In re Jack B. Binion, 93 U.S.P.Q. 2d 1531.  The relatedness of the
goods cited in the subject application and the services covered by Applicant’s longstanding registration
for the Mark is discussed in detail at Section II.C.3., supra.   For these reasons and those explained above,
Applicant has established acquired distinctiveness in this case.
 
III.  CONCLUSION
 
Based on the foregoing facts, evidence, case law and the TMEP, it is clear that the Examining Attorney
has not submitted any direct evidence whatsoever to establish that consumers do not perceive the Mark as
an identifier of source such that the Mark cannot function as a trademark.  Accordingly, the refusal to
register must be withdrawn so that Applicant’s Mark can pass to publication.
 



 
 
 
 
 
 
 
 
 

[1] In addition, the vendors who incorporated the incorrect definitions on their websites were instructed to replace the incorrect
definitions with the corrected definitions.  For example, the dictionary definition for “World Trade Center” on the website at
“thefreedictionary.com” now displays the corrected definition authored by Harper Collins Publishers.

[2] Additionally, the editor of the website “internetslang.com” removed the inaccurate definition of “WTC” from the website.

[3] Reg. No. 1,749,086 for the mark WTC has been renewed twice – on March 25, 2003 and again on February 1, 2013.  Reg. No.
1,469,489 for the mark WORLD TRADE CENTER was renewed on February 19, 2008.
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