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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Trademark Applications of 

 World Trade Centers Association, Inc.  

 

Serial 

Nos.: 

85/473,613 (WTC, Cl. 18) 

85/473,617 (WTC, Cl. 16) 

85/474,746 (WORLD TRADE CENTER, Cl. 16) 

85/474,748 (WORLD TRADE CENTER, Cl. 18) 

85/527,008 (WORLD TRADE CENTER, Cl. 9) 

85/527,029 (WTC, Cl. 9) 

85/527,100 (WORLD TRADE CENTER, Cl. 14) 

85/527,119 (WTC, Cl. 14) 

 

) 

) 

) 

) 

) 

) 

) 

) 

 

Evin L. Kozak, Esq.  

Trademark Examining Attorney 
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APPLICANT’S SECOND MOTION TO SUSPEND AND  

REMAND FOR SUBMISSION OF RESPONSIVE EVIDENCE 

 

Applicant World Trade Centers Association, Inc. (“Applicant”) hereby moves 

pursuant to Trademark Rule 2.142(d) to suspend the consolidated appeal proceeding and remand 

the applications to the Examining Attorney.  This second motion to suspend and remand is being 

submitted for the limited purpose of correcting the factual record regarding Applicant’s 

ownership and licensing of the marks at issue on appeal, in response to evidence first introduced 

by the Examining Attorney on April 24, 2014 in the latest Reconsideration Letter maintaining 

the refusal of registration of the applications.  The Examining Attorney believes this new 

evidence “call[s] into question” Applicant’s ownership of the WTC and WORLD TRADE 

CENTER marks and associated licensing activities, and raises issues of concern regarding the 

propriety of the compensation paid to Applicant’s now-deceased former President.   

Applicant seeks to introduce the Declaration of Scott Richie, attached as Exhibit 

1, which explains the factual background of Applicant’s ownership and licensing of the WORLD 

TRADE CENTER and WTC trademarks, and responds briefly to the issues of executive 

compensation raised by the Examining Attorney.  Applicant also believes the new evidence 
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sought to be relied on by the Examining Attorney constitutes inadmissible hearsay and/or is 

entirely irrelevant to the issues on appeal, but will reserve legal arguments on these evidentiary 

points for its supplemental brief on appeal.  

Applicant respectfully submits that good cause exists for this request to remand 

because the evidence it seeks to introduce is directly responsive to new evidence submitted by 

the Examining Attorney in connection with the most recent Reconsideration Letter.  Cf. TBMP 

§ 1207.02(3) (providing that an applicant is allowed to submit responsive evidence following an 

Examining Attorney’s introduction of new evidence on remand).  Specifically, the Examining 

Attorney appears to have based her latest refusal of the applications, at least in part, on reports 

from two news websites that purport to cast doubt on Applicant’s ownership and licensing of the 

WTC and WORLD TRADE CENTER marks and the propriety of the income paid to Applicant’s 

deceased former President.  See Reconsideration Letter issued April 24, 2014, at 5-6.  Notably, 

the Examiner has not previously questioned Applicant’s ownership of the marks, licensing 

activities and executive compensation, and thus the Examiner’s new evidence on the topic is not 

cumulative of any prior evidence in the record.  The Declaration of Scott Richie is therefore 

relevant to the ultimate issues on appeal because the Examining Attorney has relied on this new 

evidence in support of her continued refusal of registration of the applications at issue.  

Finally, Applicant’s limited request to remand to enter responsive evidence is 

timely, as Applicant has not yet submitted its supplemental brief following the Examining 

Attorney’s issuance of her Reconsideration Letter, the Examining Attorney has not submitted her 

brief on appeal and the Board has yet to render a final decision.  

I. Procedural History of the Appeal 

The procedural history of this consolidated appeal proceeding is set forth in detail 

in Applicant’s first motion to remand, filed on March 14, 2014.  On March 26, 2014, the Board 
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issued an Order remanding jurisdiction of all eight applications to the Examining Attorney for 

consideration of Applicant’s additional evidence.  See Dkt. 61.
1
   

In particular, jurisdiction of the applications was restored to the Examining 

Attorney for further consideration of:  (1) the report of George Mantis on the results of a 

consumer perception survey for the WORLD TRADE CENTER mark; and (2) the report of Dr. 

Erich Joachimsthaler, a branding expert, on the creation and growth of the brand identity for the 

WORLD TRADE CENTER and WTC marks.  As noted above, on April 24, 2014, the 

Examining Attorney issued a Reconsideration Letter in which she maintained her refusal of all 

eight applications.  See Dkt. 67. 

In support of the refusal, the Examining Attorney supplemented the factual record 

with new evidence in the form of a report from the news website NorthJersey.com and another 

report from the NewYorkDailyNews.com website.  See Reconsideration Letter at 5-6.  The 

Examining Attorney cited these news items in criticizing the conclusion of the Joachimsthaler 

Report that Applicant has followed a well-established strategy of brand building by leveraging 

its rights in the WORLD TRADE CENTER and WTC marks for association services through the 

planned sale of branded merchandise identified in the applications at issue on appeal.  As the 

Examining Attorney contends:   

[T]he attached website evidence from NorthJersey.com calls into question both 

applicant’s ownership of rights to the “World Trade Center” name and related licensing 

consistency and profits gained “each year for the privilege of using the words ‘World 

Trade Center.’”  Similarly, the attached website evidence from NY Daily News details 

the ongoing ramifications of how “former executive Guy Tozzoli earned millions by 

licensing the name through the nonprofit World Trade Centers Association.”   

 

Id. at 5-6 (internal citations omitted).  The insinuation that Applicant is not the lawful owner of 

the applied-for marks, that its licensing activities are somehow improper, and that its former 

                                                 
1 The dates and docket numbers referenced in this motion reflect the records for the leading application in this 

consolidated appeal proceeding, Ser. No. 85/473,613.    
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executive was overpaid all support the Examiner’s ultimate conclusion that Applicant is not 

entitled to registration of the applied-for marks.  Never before has the Examining Attorney 

questioned Applicant’s ownership of the WORLD TRADE CENTER and WTC trademarks or 

the propriety of its licensing practices and executive compensation.  The factual record is 

therefore void of responsive evidence from Applicant on these issues.   

II. New Evidence Sought to be Introduced 

Through the instant motion to suspend and remand, Applicant seeks to introduce 

the Declaration of Scott Richie to correct the factual record concerning its ownership of the 

WORLD TRADE CENTER and WTC trademarks and its licensing activities.  Applicant submits 

that the Richie Declaration is directly responsive to the new evidence and arguments entered by 

the Examining Attorney because it establishes that Applicant lawfully obtained all ownership 

rights to the WORLD TRADE CENTER trademark from the Port Authority of New York and 

New Jersey (the “Port Authority”) on February 18, 1986 through documentation that was 

properly reviewed and executed by the Port Authority.  Richie Decl. ¶ 3 and Exh. A.  As the 

Richie Declaration further explains, Applicant’s ownership and licensing  rights in both the 

WORLD TRADE CENTER and WTC trademarks have been confirmed, acknowledged and 

validated in multiple bilateral agreements with the Port Authority entered into over many years, 

including later in 1986, in 1995 and 2001.  Id. ¶¶ 5-9 and Exhs. B-E.  Applicant’s ownership and 

licensing rights were again re-approved by the Port Authority as recently as 2006.  Id. ¶¶ 10-11 

and Exh. F.  

Finally, the Richie Declaration confirms that, while wholly irrelevant to the issues on 

appeal, the compensation of Mr. Guy F. Tozzoli was set by Applicant’s Board and reviewed on a 

periodic basis to ensure that it was commensurate with his experience, effort and work 

performed on behalf of the Applicant, and reviewed as well by an independent outside tax 
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attorney and compared to amounts paid to similarly situated senior executives working for 

comparable trade associations.   Id. ¶ 12.  To the extent the Examining Attorney is also relying 

on the New York Daily News website material to suggest that Mr.Tozzoli was personally and 

improperly enriched with revenues derived from licensing the WORLD TRADE CENTER and 

WTC marks, the Richie Declaration confirms that all initiation and membership dues paid by 

licensees were in amounts properly set by the WTCA Board and paid to WTCA as an 

organization, not to Mr. Tozzoli personally. Id. ¶ 13. 

Without the foregoing responsive evidence in the factual record, Applicant will be 

hampered in its ability on appeal to challenge the inaccurate hearsay evidence presented by the 

Examining Attorney.  The Declaration of Scott Richie should therefore be entered into the 

factual record before the appeal proceeds further.   

III. Good Cause Exists for Remand to Submit Applicant’s Supplemental Evidence 

Pursuant to TBMP § 1207.02, a request to remand for additional evidence “must 

include a showing of good cause therefor (which may take the form of a satisfactory explanation 

as to why the evidence was not filed prior to appeal).”  Applicant submits that good cause exists 

because, as shown above, its evidence is responsive to the new evidence and arguments 

introduced by the Examining Attorney in the April 24 Reconsideration Letter.  Cf. TBMP 

§ 1207.02(3) (providing that an applicant is allowed to submit responsive evidence following an 

Examining Attorney’s introduction of new evidence on remand).  

IV. Applicant’s Request is Timely  

Pursuant to TBMP § 1207.02, “[a] request under 37 CFR 2.142(d) to suspend and 

remand for additional evidence must be filed prior to the rendering of the Board’s final decision 

on the appeal.”  Applicant submits that its request is timely because the Board has not rendered 

its final decision in this appeal.  Furthermore, Applicant has yet to submit its supplemental 
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appeal brief following the Examining Attorney’s issuance of the Reconsideration Letter on April 

24, 2014, see Dkt 67, and the Examining Attorney has yet to submit her responsive brief.  

Therefore, Applicant’s request is timely.    

V. Conclusion 

For the foregoing reasons, Applicant respectfully requests that the Board grant its 

motion to suspend the consolidated appeal proceeding and remand the applications for 

consideration of the Declaration of Scott Richie submitted by Applicant.   

Respectfully submitted, 

DORSEY & WHITNEY LLP 

Dated:  May 28, 2014     By /Sandra Edelman/  

Sandra Edelman 

Fara S. Sunderji 

 

51 West 52
nd

 Street 

New York, New York 10019 

Tel.:  (212) 415-9200 

E-mail: edelman.sandra@dorsey.com 

 sunderji.fara@dorsey.com  

 ny.trademark@dorsey.com 

 

Attorneys for Applicant 

World Trade Centers Association, Inc.  
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improvement projects at the Net Leased Properties, as specified in the REOA.  These capital 
projects include essential work to conform to current codes, to meet upcoming lease obligations, 
to address operational requirements, or to ensure structural integrity.  The Net Lessees’ 
Association would also complete certain programs already under construction, including the 
elevator control system modernization, the new fire alarm system installation, and the subgrade 
slab rehabilitation; and would implement new projects including the mall egress and smoke 
purge projects, as well as other capital projects that the Net Lessees’ Association believes to be 
desirable in connection with the Net Leased Properties.  Total capital expenditures would be 
made by the Net Lessees’ Association over an eight to ten year period from the closing, in an 
amount estimated to be up to approximately $200 million, including approximately $125 million 
for the capital improvement projects specified in the REOA. 

Allocations to the Port Authority for utility services provided by the Net Lessees’ 
Association to Three, Six and Seven World Trade Center and PATH would be based on actual 
cost of services.  Allocations among the Net Lessees for electricity would most likely be based 
on an electrical survey and for all other services based on stated percentages in the REOA.  The 
Port Authority has provided “rough justice” percentages based on square footage, although 
percentages provided by the Silverstein Group, if agreed to prior to closing, would be used.  
Thereafter, percentage allocations among the Net Lessees may be amended, subject to the 
approval by the Port Authority of the methodology used to devise such allocations. 

The REOA provides for remedies enforceable by the Net Lessees’ Association in 
the event of a default thereunder by a Net Lessee and for remedies enforceable by the Port 
Authority for the failure of the Net Lessees’ Association to perform its obligations under the 
REOA.  The Port Authority’s remedies include enforcement rights, right of entry and the right to 
perform the obligations of the Net Lessees’ Association, at the cost and expense of the Net 
Lessees’ Association. 

The parties to the REOA would agree to use commercially reasonable efforts to 
correct, amend or modify the REOA and the allocation of costs, expenses and services to the 
extent necessary to achieve the intent of the parties to the REOA. 

Port Authority Space Lease and License Agreements 

Since the Net Leases would include all of the office space and related facilities 
currently occupied by the Port Authority at the World Trade Center, the Port Authority would 
also, simultaneously with entering into the Net Leases, enter into a space lease (“Space Lease”) 
with the Net Lessee of One World Trade Center, as landlord, and the Port Authority, as tenant. 
The Space Lease would include approximately 725,000 rentable square feet (“rsf”) of office 
space (and certain subgrade areas, including 110 parking spaces and a separate parking area for 
Port Authority pool cars) in One World Trade Center, and other areas to a lesser degree under 
the License Agreements described below, which the Port Authority intends to use and occupy for 
the conduct of its operations after the effective date of the Net Lease.  The Port Authority would 
also be provided with an exclusive Visitors Desk station in the lobby of One World Trade 
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Center, consistent with those provided for other large tenants. The Port Authority presently 
occupies approximately 900,000 rsf of office space at One and Two World Trade Center. 

The Space Lease would have an initial term of 20 years and the Port Authority 
would also have four consecutive five-year renewal options at the greater of 90% of fair market 
value and 90% of the then fixed rent (capped at fair market value).  Fixed rent for the office 
space is $22.00 per rsf for the first five years of the initial term, $26.00 per rsf for the second five 
years, and thereafter increases by $5.00 per rsf at the start of each additional five-year interval of 
the initial term.  In addition to the fixed rent, the Port Authority would also pay a proportionate 
share of increases (over a base year of 2003) in certain operating expenses of One World Trade 
Center.  In the event that the Port Authority fails to vacate any space occupied by it at the end of 
the term of the Space Lease, it would pay an amount ranging from 150% (for the first 30 days) to 
200% (after 60 days) of the fair market rental value. 

The Port Authority would have the right to sublease all or a portion of its space 
without consent of the Net Lessee, provided that certain minimum conditions would be met, for a 
rental at least equal to 95% of fair market value.  Any assignment or subletting of all or a portion 
of its space by the Port Authority for less than 95% of fair market value, or to a then existing 
tenant of One, Two or Seven World Trade Center, or to a party with whom the Net Lessee is 
then in active negotiations for office space at One, Two or Seven World Trade Center, would 
require the Net Lessee’s consent.  The Net Lessee would have rights to recapture space proposed 
to be assigned or sublet by the Port Authority, on the same terms as the Port Authority was 
offering to third parties.  The Port Authority would also have certain rights to make a first offer 
for a limited amount of available space. 

The Port Authority would also have rights to reduce the square footage under the 
Space Lease commencing in the seventh year of the term and thereafter at two-year intervals in 
an amount not to exceed 200,000 rentable square feet, in full floor increments, for each space 
reduction period. 

The Port Authority would be responsible for the remediation of any hazardous 
materials present in its leased space as of the commencement date of the Space Lease.  
Generally, any remediation obligation would only occur at the time of an alteration to the space 
by the Port Authority or as a result of a change in law or procedures applicable to the World 
Trade Center after the commencement date of the Space Lease.  At the end of the term of the 
Space Lease, if requested by the Net Lessee, the Port Authority would also be responsible for the 
removal of “specialty” alterations located in the leased space. 

The Port Authority would also enter into License Agreements with certain of the 
Net Lessees for a nominal rent with respect to certain office space currently occupied by World 
Trade Department staff, space occupied by the Port Authority Police, and antenna and equipment 
space in One, Two and Five World Trade Center. 

Additionally, approximately 9,000 rsf of office space located on the 77th Floor of 
One World Trade Center and one parking space would be added to the Space Lease, at the rental 
rates to be paid by the Port Authority and with the other terms set forth above.  This space is 



(Board 4/26/01) 175

currently occupied by the World Trade Centers Association, Inc. (“WTCA”), for a term expiring 
on January 31, 2005.  The WTCA was established in 1970 to promote the growth of world trade 
centers, to develop cooperative programs among world trade centers and to facilitate 
international trade by bringing together exporters, importers and service providers.  It is a not-
for-profit association with a membership that includes more than 300 world trade centers 
worldwide in about 100 countries.  Over 500,000 companies are affiliated with WTCA members 
worldwide.  In 1986, the Port Authority transferred to the WTCA its ownership of certain 
registered service marks pertaining to the World Trade Center name, with a reservation of the 
right to use such marks in the future.  To facilitate a direct license of the right to use these 
service marks from the WTCA to the Net Lessees and a confirmation of certain Port Authority 
sublicensing rights, the Port Authority would extend the WTCA’s lease, essentially as a 
subtenant of the Port Authority commencing on February 1, 2005 and expiring at the end of the 
initial term of the Space Lease, with four consecutive five-year renewal options.  There would be 
no rental payments from the WTCA during the term of the sublease; however, it would continue 
to pay operating and maintenance escalations at the levels established in its current lease. The 
Port Authority would agree to continue to maintain its membership in the WTCA, at the lowest 
regular membership fee applicable on a non-discriminatory basis to all members of the WTCA.  
Continuing to have the WTCA headquarters at the WTC also facilitates the Port Authority’s 
statutory mission in connection with world trade and commerce. 

NYPA 

NYPA has furnished electricity to Port Authority facilities in New York State, 
including the World Trade Center, since 1976 pursuant to an agreement entered into at that time.  
In 1996, an additional agreement was entered into with NYPA, which established a rate formula 
for the supply of electricity to be effective at least until December 31, 2004.  NYPA’s charges 
for electricity have generally been less than those of Con Edison and, in recent months, 
substantially less.  Under the 1996 Agreement, either NYPA or the Port Authority could have 
first terminated the supply of electricity on three years’ prior notice on or after December 31, 
2001, to be effective on or after December 31, 2004. 

In mid-March 2001, NYPA and the Port Authority entered into a modification of 
these agreements providing for the continuation of NYPA’s supply of electricity to the Port 
Authority at its New York facilities, including the World Trade Center, through at least 
December 31, 2011.  From and after December 31, 2008, either the Port Authority or NYPA may 
give notice of an election to terminate the agreement, to be effective three years thereafter, 
separately with respect to each of the Port Authority’s New York facilities (including the World 
Trade Center) in whole or in part.  During the term of the agreement the Port Authority may elect 
to receive electricity at such price and other terms equivalent to the terms offered by NYPA to its 
other large “Southeastern New York” governmental customers. The agreement details the billing 
and other arrangements under which NYPA would supply electricity to the World Trade Center 
following the effectuation of the Net Leases.  The Port Authority and NYPA are to negotiate in 
good faith a supplement to the agreement setting forth in greater detail the pricing methodology 
to be used for the portion of the term from January 1, 2005 through December 31, 2011. 
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