From: Kozak, Evin

Sent: 4/24/2014 6:35:09 PM

To: TTAB EFiling

CC:

Subject: U.S. TRADEMARK APPLICATION NO. 85527029 - WTC - N/A - Request for Reconsideration
Denied - Return to TTAB - Message 4 of 5
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Generic TErMS ' § 12:14
(6) Consumer Surveys.

§12:14 Surveys to determine genericness

The Importance of Survey Evidence. Consumer surveys
have become almost de rigueur in litigation over genericness.’
Judges are now used to survey evidence and often expect to
receive evidentiary assistance by surveys in resolving ge-
neric disputes.® A litigant who alleges that a designation is
not a valid trademark because it is perceived as a generic
name of a product or service and does not introduce a survey
to support this challenge may be viewed as less than serious
by some judges. As Judge Will stated in frustration, “Nei-
ther side in this case has produced any consumer surveys or
other similar evidence. Both sides are at fault for such
laxness.” But there is no need for a survey if other évidence
overwhelmingly proves that the disputed designation is a ge-

[Section 12:14]

'See Folsom & Teply, “Surveying ‘Genericness’ in Trademark Litiga-
tion,” 78 Trademark Rep. 1 (1988) (eritique of existing survey models to
test for generic usage, proposing a new model); Swann & Palladino,
“SBurveying ‘Genericness” A Critique of Folsom & Teply,” 78 Trademark
Rep. 179 (1988); Folsom & Teply, “A reply to Swann & Palladine’s Critique
of Folsom & Teply's Model Survey,” 78 Trademark Rep. 197 (1988); Oddi,
“Assessing ‘Genericness’: Another View,” 78 Trademark Rep. 560.(1988)
(Proposing a survey question: “What is the primary significance of
[trademarked name] to you? (a) The name of a product from a single
source or (b) The name of a product.”); Jay, Genericness Surveys in
Trademark Disputes: Evolution of Species, 99 Trademark Rep. 1118
(2009). ]

®See discussion of survey evidence at §§ 32:158 et seq: See also Magic
Wand, Ine. v. RDB, Inc., 940 F.2d 638,/19 U.5.P.Q.2d 1551 (Fed. Cir.
1991) (rejected challenge that TOUCHLESS is a generic name for a type
of auto wash services, in part because the challenger introduced no survey
evidence); Heroes, Inc. v. Boomer Esiason Hero's Foundation, Ine., 43
U.8.P.Q.2d 1193 (D.D.C. 1997) (rejected challenge that HEROES was ge-
neric name of charitable services assisting surviving family of police and
firefighters killed in line of duty because, in part, “defendant has
introdueed no eonsumer surveys”); Hermes Intern. v. Lederer De Paris
Fifth Avenue, Inc., 50 F. Supp. 2d 212, 50 U.S.P.Q.2d 1257 (SD.N.Y.
1999), rev'd on other grounds, 219 F.3d 104, 55 U.8.P.Q.2d 1360 (2d Cir.
2000) {challenger failed to conduct genericness survey in opposition to the
survey of the mark owner: summary judgment of genericness was denied).

*Gimix, Inc. v. JS&A Group, Inec., 213 U.S.P.Q. 1005 (N.D. TIl. 1982).
But see Nestle Co. v. Chester’s Market, Ine., 571 F. Supp. 763, 219
U.8.P.Q. 298 (D. Conn. 1983), rev'd, 756 F.2d 280, 225 U.S.P.Q. 537 (2d
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