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    U.S. APPLICATION SERIAL NO. 85527029
 
    MARK: WTC
 

 
        

*85527029*
    CORRESPONDENT ADDRESS:
          ILENE B TANNEN
          JONES DAY
          222 EAST 41ST STREET
          NEW YORK, NY 10017
          

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
 

 

    APPLICANT: World Trade Centers Association, Inc.
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO :  
          013200-0007-
    CORRESPONDENT E-MAIL ADDRESS: 
          NYTEF@JONESDAY.COM

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
 
ISSUE/MAILING DATE: 10/15/2013
 
 
THIS IS A FINAL ACTION.
 
The referenced application is currently the subject of an appeal with the Trademark Trial and Appeal
Board (Board).  However, upon further consideration, the Director has restored jurisdiction to the
trademark examining attorney under 37 C.F.R. §2.84(a).  The USPTO apologizes for any inconvenience
this may cause.
 
The Office has reassigned this application to the undersigned trademark examining attorney.  Upon
review, the evidence of record has been augmented and, for the reasons set forth below, the refusal under
Trademark Act Sections 1, 2 and 45 for failure to function as a trademark is maintained and made final. 
See 15 U.S.C. §§1051, 1052, 1127; 37 C.F.R. §2.64(a).
 
FAILURE TO FUNCTION AS A TRADEMARK
 
Refusal of registration is maintained and made FINAL because the applied-for mark does not function as a
trademark to identify and distinguish applicant’s goods from those of others and to indicate the source of
applicant’s goods, namely “binoculars, cameras, blank USB flash drives, chains for eye glasses,
electronic personal organizer, eyeglass cases, eyeglasses, hard hats, light pens, magnets, mouse pads, cell
phone cases, sunglasses, viewing devices, namely, digital photograph viewers, 3D digital photograph
viewers, LCD displays, enclosures for LCD displays and enclosures for video players.” Trademark Act
Sections 1, 2 and 45, 15 U.S.C. §§1051-1052, 1127; see In re Remington Prods., Inc., 3 USPQ2d 1714
(TTAB 1987); TMEP §§904.07(b); 1202 et seq.
 
Specifically, the applied-for mark does not function as a trademark for the identified goods because third-

http://www.uspto.gov/trademarks/teas/response_forms.jsp


party usage of the applied-for wording in connection with the identified goods has rendered the applied-
for mark incapable of functioning as a trademark for the enumerated goods.   
 
The evidence of record attached to the prior Office actions, including website screenshots from Collins

Online Dictionary, Dictionary.com, You Tube, Tribute WTC, The September 11th Education Trust, 9-11
Research, WTC – 9/11, WTC Run to Remember, Remember WTC 9/11, History.com, About.com, ABC
News, PANYNJ.com, StoryCorps, United States Environmental Protection Agency, The Telegraph and
Reuters, shows that the terms WTC and WORLD TRADE CENTER are currently used to call to mind the
terrorist attacks of 2001.  
 
In addition, the attached evidence from Britannica Online explains, “World Trade Center, complex of
several buildings around a central plaza in New York City that in 2001 was the site of the deadliest
terrorist attack in American history. (See September 11 attacks.),” Britannica Kids indicates that the
World Trade Center is “the complex of several buildings around a central plaza in New York City was in
2001 the site of the deadliest terrorist attack on American soil in American history,” 911 Memorial
explains in answer to the question “what was the World Trade Center?” that “the World Trade Center
(WTC) was a 16-acre commercial complex in lower Manhattan that contained seven buildings, a large
plaza, and an underground shopping mall that connected six of the buildings. The centerpieces of the
complex were the Twin Towers. On September 11, 2001, the entire complex was destroyed in a terrorist
attack that has come to be referred to as ‘9/11,’” and Kids.Net defines “World Trade Center” as “twin
skyscrapers 110 stories high in New York City; built in 1970 to 1973; destroyed by a terrorist attack on
September 11, 2001.”   This additional evidence is significant because it shows that explanations of
WORLD TRADE CENTER and WTC provided for educational purposes and/or intended for children
generally include the events of 9/11/01 and establishes that, even 12 years later, the events of 9/11/01 and
the wording “WORLD TRADE CENTER” and “WTC” remain integrally intertwined in consumer
perception.  Furthermore, the attached excerpt from the “official” WORLD TRADE CENTER Facebook
page explains that “the World Trade Center was a complex with seven buildings featuring landmark twin
towers New York City, NY. The complex opened on April 4, 1973, and was destroyed in 2001 in the
September 11 attacks.”  Accordingly, official representations on behalf of the World Trade Center appear
to recognize that the wording “WORLD TRADE CENTER” and “the September 11 attacks” are
fundamentally linked. 
 
Moreover, use on the individual goods claimed by the applicant is non-distinctive due to widespread third-
party usage referring to the aforementioned historical event.  Specifically, the attached evidence from third
party websites shows that widespread third-party usage of the wording “WTC” in connection with the
applied-for goods has rendered the applied-for mark incapable of functioning as a source-indicator for
these goods.   For example, the attached website evidence from CowCow.com shows the wording “WTC”
used in connection with 9/11 tribute USB flash drives, WTC “Wall of Honor” memorial netbook cases,
WTC mouse pads acknowledging heroes of 9/11 and WTC 911 tribute magnets, Etsy features 9/11 WTC
memorial phone cases and covers, Cafe Press Online advertises WTC enclosures for LCD displays,
enclosures for video players and mouse pads, including a “WTC memorial mousepad” featuring the
wording “we will remember and stand witness September 11, 2001,” Zazzle Online shows the wording
“WTC” in connection with tribute mouse pads, and Red Bubble Online markets “tribute in light WTC
9/11” cell phone cases.   This evidence together establishes that widespread third-party usage has rendered
the applied-for wording incapable of functioning as a trademark for the applied-for goods because, rather
than indicating the source of these goods, the wording calls to mind the events of 9/11/01.
 
To permit the instant application to proceed toward registration, the applied-for mark “must serve as an
indicator of the source of the goods [or services], identifying and distinguishing them from those of



others.” See 15 U.S.C. §1127; TMEP §§1202, 1202.17(c).  Not every word, design, symbol or slogan
used in the sale or advertising of goods functions as a mark, even though an individual may have adopted
it with the intent to do so. In re Eagle Crest, Inc., 96 USPQ2d 1227, 1229 (TTAB 2010); In re Vertex
Grp., LLC, 89 USPQ2d 1694, 1701 (TTAB 2009) (“As is the case with any trademark, mere intent that a
word, name, symbol or device function as a trademark or service mark is not enough in and of itself.”);
TMEP §1202.17(c).  The USPTO will not register a designation unless purchasers would be likely to
regard it as a source-indicator for the goods. In re Manco, Inc., 24 USPQ2d 1938 (TTAB 1992); TMEP
§1202. 
 
Applicant suggests that “the Mark functions as a trademark because it identifies one source of the relevant
goods.”   See Response to Office Action dated 8/9/2012.  However, the evidence of record directly
contradicts this assertion.  Specifically, this evidence together establishes that third-party usage of the
applied-for wording in connection with the identified goods does not point to a single source of those
goods, but rather calls to mind the events of September 11, 2001.  Because consumers are accustomed to
seeing “WTC” used in connection with the applied-for goods in an effort to remember the events that
transpired and lives that were lost on September 11, 2001, without any indication and/or reason to believe
that a single entity is the source of those goods, the wording does not function to indicate source of the
goods and, therefore, does not distinguish applicant’s goods from others.
 
Applicant argues that this wording is registrable because many of applicant’s licensees identify the mark
WORLD TRADE CENTER with applicant’s services.  Applicant submitted several sworn statements
attesting to their licensees’ recognition of WTC and WORLD TRADE CENTER marks used in
conjunction with building a global marketplace for international trade. See Response to Office Action
dated 8/9/2012 at Exhibit 10.  However, although each of these affidavits supports recognition of the
applied-for mark as source-indicating for association services, for which applicant owns live registrations (
Registration Nos. 1469489 and 1749086), none supports recognition of the applied-for mark in connection
with the applied-for goods.  Accordingly, this evidence does not establish that the applied-for mark is
recognized as a source-indicator in connection with the goods in the instant application.
 
Applicant also suggests that the fact that unauthorized third parties cease use of the applied-for wording
upon applicant’s request establishes that the mark functions as a trademark.   Response to Office Action
dated 8/9/2012 at Exhibits 11 and 12.  However, each of the identified oppositions involved services, not
the applied-for goods, and, therefore, it is not clear how this evidence is relevant in the instant case.  
Furthermore, the injunctive action included in Applicant’s Response to Office Action dated 08/09/2012
precedes the events of 9/11/01 and, therefore, is not informative regarding post-9/11 functionality.
 
In addition, applicant suggests that renewal of applicant’s prior registrations for the applied-for wording
in connection with association services since 9/11/01 “is evidence that the Mark functions as a strong
trademark in the minds of consumers, not just in connection with the services covered by Applicant’s
registrations, but generally and in connection with the goods covered by the subject application.”   See
Response to Office Action dated 03/04/2013.  However, applicant’s assertion that its prior registrations
encompass more than those services enumerated in the claimed registrations is without merit. 
Specifically, applicant attempts to extend the services identified in the claimed prior registrations, namely
association services, to contend that the wording functions “generally and in connection with the goods
covered by the subject application.”   However, it is well-established that the nature and scope of a party’s
services must be determined on the basis of the services recited in the registration. See, e.g., Coach Servs.,
Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1370, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012); Hewlett-
Packard Co. v. Packard Press Inc., 281 F.3d 1261, 1267, 62 USPQ2d 1001, 1004 (Fed. Cir. 2002); J & J
Snack Foods Corp. v. McDonald’s Corp ., 932 F.2d 1460, 1463, 18 USPQ2d 1889, 1892 (Fed. Cir. 1991); 
Octocom Sys., Inc. v. Houston Computer Servs., Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed.



Cir. 1990); Canadian Imperial Bank of Commerce, N.A. v. Wells Fargo Bank, 811 F.2d 1490, 1493, 1
USPQ2d 1813, 1815 (Fed. Cir. 1987); Paula Payne Prods. Co. v. Johnson Publg Co., 473 F.2d 901, 902,
177 USPQ 76, 77 (C.C.P.A. 1973); In re Giovanni Food Co., 97 USPQ2d 1990, 1991 (TTAB 2011); In re
Iolo Techs., LLC, 95 USPQ2d 1498, 1500 (TTAB 2010); TMEP §1207.01(a)(iii).  Accordingly,
applicant’s attempts to expand the scope of its prior registrations are impermissible.
 
Applicant relies on Lucasfilm Ltd. v. High Frontier, 622 F. Supp. 931, 227 USPQ 967 (D.D.C. 1985) to
suggest that the applied-for mark is registrable notwithstanding third party usage.  However, this case is
readily distinguishable on the facts.  Specifically, in the cited case, there was no shared connection
between plaintiff and defendant.  Plaintiff and defendant were not using the contested wording to refer to
similar, or even related, events or subject matters.  Specifically, the cited case involved the mark “STAR
WARS,” for which Lucasfilm, Ltd. owned a live registration in connection with entertainment services.  
The issue was the impact of using the term “STAR WARS” in reference to the Reagan Administration’s
Strategic Defense Initiative on this live registration.  Ultimately, the Court found that “the defendant’s
actions are not an infringing use within the trademark laws.”   Id. at 935.  And, moreover, the Court
explained that “the words ‘star’ and ‘wars’ were in the common domain before plaintiff established its
service mark and plaintiff’s efforts gave STAR WARS a special, secondary meaning.   Now the phrase
star wars has acquired a double meaning…the meaning of the phrase in the political or scientific context
does not affect the distinct, and still strong secondary meaning of STAR WARS in trade and
entertainment.”   Id.  Importantly, in the cited case, plaintiff and defendant were disconnected – plaintiff
being involved in entertainment services and defendant being involved in the political and/or scientific
industries – and use of the contested wording was different – plaintiff using the wording to call to mind a
fictional intergalactic battle and defendant using the wording to call to mind unrelated real-world defense
strategy and international politics.  Conversely, in this case, applicant and the events of 9/11/01 are
historically intertwined, and third-party usage of the terms WORLD TRADE CENTER and WTC in
connection with the applied-for goods does not call to mind a secondary and/or distinct meaning, but
rather a shared history. 
 
The practical import of permitting the applied-for mark to proceed to registration is that each family
member, friend and member of the public at large seeking to produce goods like those attached hereto,
which have become commonplace in efforts remember the events of 9/11/01 and associated tragic loss of
life, will be prohibited from doing so due to applicant’s exclusive rights to the wording in connection with
those goods.  And, in Lucasfilm, the Court is clear that “it would be wholly unrealistic and unfair to allow
the owner of a mark to interfere in the give-and-take of normal political discourse, particularly where such
interference of things would be incomplete, selective and ineffective.”   Id.  Because third party usage of
the applied-for wording establishes that the proposed mark does not function as a trademark to identify
and distinguish applicant’s goods from those of others and to indicate the source of the applied-for goods,
refusal of registration is maintained and made FINAL.
 
 
 
 
 
 

/Evin L. Kozak/
Trademark Examining Attorney
Law Office 116
571-272-9237
evin.kozak@uspto.gov



 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov
http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp






































































































































































































































































































































































































To: World Trade Centers Association, Inc. (NYTEF@JONESDAY.COM)

Subject: U.S. TRADEMARK APPLICATION NO. 85527029 - WTC - 013200-0007-

Sent: 10/15/2013 2:46:49 PM

Sent As: ECOM116@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 10/15/2013 FOR U.S. APPLICATION SERIAL NO. 85527029
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 10/15/2013 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the
ABANDONMENT of your application.  For more information regarding abandonment, see

mailto:NYTEF@JONESDAY.COM
http://tdr.uspto.gov/view.action?sn=85527029&type=OOA&date=20131015#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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