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I.  INTRODUCTION  

Applicant Tropicana Las Vegas, Inc. (“Tropicana” or “Applicant”) hereby appeals from 

the Examining Attorney’s final refusal to register the mark BACIO, Serial No. 85/450,247 for 

“bar and restaurant services; café and restaurant services; hotel, bar and restaurant services,” on 

the erroneous basis that BACIO creates a likelihood of confusion with KISS, Registration No. 

3,307,901 (“Cited Mark”) for restaurant services, cafes, coffee bars, and coffee house services; 

carry-out restaurant and food preparation.  See Final Office Action, Exhibit A.    

The Examining Attorney’s final refusal should be disregarded as it is improperly based 

on a finding that BACIO and KISS are confusingly similar pursuant to Trademark Act Section 

2(d), 15 U.S.C. § 1052(d) and the incorrect presumption that “bacio” and “kiss” are foreign 

equivalents.  In fact, the discretionary doctrine of foreign equivalents should not have been 

applied in this case as it is unlikely that an appreciable number of ordinary American purchasers 

would “stop and translate” the foreign word “bacio” into “kiss.”  Palm Bay Imports, Inc. v. 

Veuve Clicquot Ponsardin Maison Fondee En 1772, 73 U.S.P.Q.2d 1689 (Fed. Cir. 2005) 

(emphasis supplied); see also Trademark Manual of Examining Procedure (“TMEP”) 

§1207.01(b)(vi).  There are simply no facts or law that support the Examining Attorney’s 

incorrect presumption  that “kiss” is the sole or primary translation of “bacio” and consumers 

would be likely to translate the foreign word into its English equivalent.  Moreover, Tropicana’s 

ample evidence cannot be ignored that “kiss” is not the only translation of “bacio” which can 

also be translated to “smack,” “threw,” “potty,” “berries” and “unfurnished” in various 

languages.  See Response to Office Action, Exhibit B at 2; see also Exhibit C.  With so many 

translations, it is unlikely that purchasers would “stop and translate” “bacio” into “kiss,” if they 

translate it at all.  Further, less than one-half of one percent of the population of the United States 



 

2 
APPLICANT’S APPEAL BRIEF  

792093 

speaks Italian in the home, making it even less likely that ordinary consumers would choose the 

Italian translation “kiss.”  See Exhibit D at 2.  

Moreover, restaurants are commonly named using foreign words which consumers accept 

without translation and there is no evidence whatsoever to support the Examining Attorney’s 

position that purchasers would translate the restaurant name BACIO, and they would not.  In re 

Tia Maria, Inc., 188 U.S.P.Q. 524, 525 (TTAB 1975) (holding that consumers will not translate 

TIA MARIA as the name of a Mexican restaurant because the marketplace makes it unfeasible 

for them to do so); see also Response to Office Action, Exhibit B at 3.  

In any event, even if the Board determines that the marks are foreign equivalents, BACIO 

and KISS are not confusingly similar in appearance, sound, connotation or commercial 

impression and the marks are not used on the same or similar goods.  Applicant’s BACIO mark 

is used in connection with an Italian trattoria in its Las Vegas hotel featuring white linens and 

fresh flowers.  To the contrary, Registrant’s stylized KISS mark signifies the iconic rock band 

Kiss and is used in connection with Kiss-themed coffeehouses and/or casual restaurants 

decorated with neon lights and Kiss memorabilia.  Although BACIO and KISS share one 

overlapping service, restaurant services, even a cursory glance at the Applicant and Registrant’s 

restaurants below shows they are completely different establishments and pose zero risk of 

confusion.   
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Bacio, Las Vegas, Nevada Kiss, Myrtle Beach, South Carolina 

 

 

 

 

 

 

 
See http://www.troplv.com/EatDrinkSubPage 
.aspx?page=Bacio#.URReAfJsJ3E  

 

 

 

 

 

 
 
 
See http://www.kisscoffeehouse.com/ 
home2.htm 

In fact, the Examining Attorney did not perform a likelihood of confusion analysis in the 

final office action before improperly concluding that consumers are likely to be confused.  See In 

re E.I. DuPont DeNemours & Co., 177 U.S.P.Q. 563, 567 (CCPA 1973).  Accordingly, as the 

Examining Attorney has not shown that BACIO and KISS are foreign equivalents or are 

confusingly similar, the final refusal of registration should be reversed. 

II.  STATEMENT OF THE ISSUES 

Whether the doctrine of foreign equivalents is applicable to the instant case and whether 

the Examining Attorney’s final refusal under Trademark Action Section 2(d) to register 

Applicant’s BACIO mark on the Principal register based on alleged likelihood of confusion was 

erroneous.  

III.  RECITATION OF THE FACTS  

Tropicana is the owner of the world-famous Tropicana Las Vegas hotel which is located 

in the heart of the Las Vegas Strip.  Exhibit E.  The Tropicana Las Vegas features a variety of 

dining experiences including Bacio, an Italian trattoria which was named one of the Top 10 New 
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Restaurants in Las Vegas.  Id.  On October 18, 2011, Tropicana filed an application with the 

United States Patent and Trademark Office’s (“USPTO”) to register the mark BACIO, Serial No. 

85/450,247, for use on or in connection with “Bar and restaurant services; Café and restaurant 

services; Hotel, bar and restaurant services” in International Class 043 (the “Application”).  

Application, Exhibit F.  

Pursuant to TMEP Section 809, since the applied-for mark includes the non-English word 

“bacio,” the Application included a statement that one translation of the Italian word “bacio” is 

“kiss.”   However, Applicant never represented that “kiss” is the sole translation of “bacio” and it 

is not.  See Response to Office Action, Exhibit B at 2.  Indeed, the Italian word “bacio” also 

translates to “smack” or “smacker.”  Id.; see also First Office Action, Exhibit G at 6-8.  Further, 

the Latin word “bacio” translates to “berries,” the Portuguese word “bacio” translates to “potty,” 

the Croatian and Serbian word “bacio” translates to “threw,” and the Spanish word “bacio” 

translates to “unfurnished.”  See Response to Office Action, Exhibit B at 2; see also Exhibit C.   

On February 5, 2012, the USPTO issued an Office Action refusing registration of BACIO 

under Trademark Action Section 2(d), 15 U.S.C. § 1052(d) on the grounds that BACIO is 

purportedly confusingly similar to Kiss Catalog, Ltd.’s (“Kiss”) stylized mark KISS (depicted 

below), Registration No. 3307901, Registered on October 9, 2007 for use on or in connection 

with “Restaurant services, cafes, coffee bars, and coffee house services; carry-out restaurant and 

food preparation.”  First Office Action, Exhibit G at 6-8.  Kiss is the registrant of KISS and other 

trademarks relating to the band Kiss, an iconic rock band that has been performing and 

producing music since the 1970s and is known for its distinctive make up, unique costumes and 

performance theatrics.  Id.      
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The Examining Attorney’s confusing similarity analysis hinged on an erroneous finding 

that BACIO and KISS are foreign equivalents.  Tropicana responded to the Office Action and 

provided evidence that BACIO and KISS are not foreign equivalents since “bacio” has many 

meanings other than “kiss.”  Response to Office Action, Exhibit B at 2.  However, Tropicana’s 

evidence was ignored and a final office action issued refusing registration on August 18, 2012.  

See Final Office Action, Exhibit A.  The final refusal was primarily based on an improper 

presumption that “the term KISS is the primary and most common translation for the term 

BACIO for the applicant to submit it as the translation in the original application.”  Id. at 3.  

Further, the Examining Attorney refused to allow Tropicana to amend the translation in the 

Application to include additional meanings of the term “bacio.”  Thereafter, Tropicana filed this 

Appeal.   

IV.  ARGUMENT  

A. No Likelihood Of Confusion Exists Between BACIO and KISS 

The Examining Attorney’s conclusion that Tropicana’s BACIO mark creates a likelihood 

of confusion with the iconic rock band Kiss’ stylized KISS mark should be revisited based upon 

the undisputed facts and well-settled law.  As explained below, the  doctrine of foreign 

equivalents should not have applied to bar registration of Tropicana’s BACIO mark.  Further, 

even if the Board nevertheless decides that the doctrine of foreign equivalents was properly 

applied, BACIO and KISS are not similar in appearance, sound, connotation or the services with 

which they are used and BACIO is not confusingly similar to KISS.   

1. The Doctrine of Foreign Equivalents is Not Applicable Here 

a. The Doctrine of Foreign Equivalents is Discretionary  

As a threshold matter, the Examining Attorney erroneously treated the application of the 
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doctrine of foreign equivalents as mandatory, rather than discretionary.  Final Office Action, 

Exhibit A at 2-3.   Indeed, as the cases cited in the final office action demonstrate, it is well 

settled that the doctrine of foreign equivalents “is a guideline and not an absolute rule.”  Palm 

Bay Imports, Inc., 73 U.S.P.Q.2d at 1691 (emphasis supplied) (no likelihood of confusion 

between Applicant’s VEUVE ROYALE for sparkling wine and Registrant’s VEUVE 

CLICQUOT marks).  Accordingly, as set forth in detail below, the Examining Attorney should 

not have applied the doctrine of foreign equivalents at all, and the improper analysis of the 

doctrine which formed the basis for a finding of confusing similarity should be disregarded. 

b. It Is Unlikely That an Ordinary American Buyer Would “Stop 

and Translate” “Bacio”  

The law is well established that the doctrine of foreign equivalents will not be applied 

where it is unlikely that an ordinary American buyer would “stop and translate” the word into its 

English equivalent.  Palm Bay Imports, Inc., 73 U.S.P.Q.2d at 1696 (“improbable that the 

average American purchaser would stop and translate ‘VEUVE’ into ‘widow’”); see also TMEP 

§1207.01(b)(vi); see also In re Tia Maria, Inc., 188 U.S.P.Q. 524 (no likelihood of confusion 

between TIA MARIA for a Mexican restaurant and AUNT MARY’S for canned vegetables).  In 

the final office action, the Examining Attorney did not meet the burden of proving the doctrine 

of foreign equivalents should be applied because there was no showing that an appreciable 

number of ordinary American buyers would “stop and translate” the Italian word “bacio” used 

for restaurant services into the English word “kiss.”  In fact, the sole evidence relied on by the 

Examining Attorney was a single article written about Applicant’s restaurant entitled “Bacio 

Means Kiss.”  Final Office Action, Exhibit A at 12.  This article merely demonstrates that one 

food critic used the translation to create a catchy title for an article and does not stand for the 
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proposition that an ordinary American buyer would “stop and translate” the word “bacio” into 

“kiss,” as the doctrine of equivalents requires.  Accordingly, it was error for the Examining 

Attorney to infer from that single translation that “[a]n average consumer would translate the 

term BACIO into KISS as the foreign equivalent.”  Final Office Action, Exhibit A at 4.  As set 

forth below, Applicant has provided ample evidence that an appreciable number of ordinary 

American purchasers are unlikely to translate the term “bacio” into “kiss” and the doctrine of 

foreign equivalents is therefore inapplicable.  

(i) “Kiss” is not the Primary Meaning of “Bacio”  

First, there are simply no law or facts that support the Examining Attorney’s incorrect 

determination that “kiss” is the primary and/or most common translation of “bacio.”  Final 

Office Action, Exhibit A at 3.  Rather, this determination was based solely on a presumption that 

“[p]resumably, the term KISS is the primary and most common translation for the term BACIO 

for the applicant to submit it as the translation in the original application.1”  Id.  However, there 

is no rule that an applicant is required to submit the “primary and most common  translation” of a 

foreign term.  See TMEP § 809 (“An application to register a mark that includes non-English 

wording must include a statement translating the wording.”)   In fact, as is set forth in TMEP 

Sections 809.1 and 809.2, only a translation that is a clear and exact equivalent should be printed, 

and moreover, the existence of multiple translations, as here, usually indicates that there is no 

clear equivalent.  TMEP §§809.1 and 809.2 (“the existence of a variety of alternative 

translations or general explanations usually indicates a lack of a clearly recognized equivalent 

meaning.”) (emphasis added).  Further, the translation provided by Applicant has no bearing on 

                                                 
1 The Examining Attorney refused Applicant’s request to amend the translation on its application 
to include additional translations of “bacio.” 
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whether the ordinary American purchaser in the marketplace will translate “bacio” to that 

particular meaning as the purchaser has no way to know what the Applicant’s translation is.  

Accordingly, the Examining Attorney’s determination that “kiss” is the primary and/or most 

common translation of “bacio” is without merit and should be disregarded.  

As the evidence submitted by Tropicana plainly shows, it is unlikely that ordinary 

purchasers would translate the term “bacio” into “kiss” because “bacio” has several English 

meanings in multiple languages.  First, as Tropicana demonstrated in its Response to the Office 

Action, the Italian word “bacio” also means “smack” or  “smacker.” See Response to Office 

Action, Exhibit B at 2.  The Examining Attorney’s conclusion that “the terms KISS and SMACK 

are similar in connotation and meaning” focuses on one obscure slang definition of “smack” and 

simply ignores several other meanings including “a smell of flavor that is distinctive though 

faint,” “a small quantity, esp. a mouthful or taste,” “a distinctive trace or touch,” or “to have the 

characteristic smell or flavor (of something),” which are much more appropriate definitions in 

the context of a restaurant.  See also First Office Action, Exhibit G at 6-8   Accordingly, 

assuming the ordinary consumer familiar with the Italian language decided to translate the Italian 

word “bacio” used in connection with a restaurant, it is more likely that he would translate it to 

“smack” than “kiss,” which has nothing to do with food.  

Further, “bacio” has a variety of English translations from many other languages and the 

Examining Attorney failed to show that the ordinary consumer would prefer an Italian 

translation.  For example, the Latin word “bacio” translates to “berries,” the Portuguese word 

“bacio” translates to “potty,” the Croatian and Serbian word “bacio” translates to “threw,” and 

the Spanish word “bacio” translates to “unfurnished.”  See Response to Office Action, Exhibit B 

at 2; see also Exhibit C.  Given that “bacio” has so many meanings, it can hardly be “likely” that 
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ordinary American purchasers who make the step of translation would “stop and translate” 

“bacio” into the Italian “kiss,” and the Examining Attorney has offered no evidence otherwise. 

(ii)  It is Unlikely That an Appreciable Number of 

Purchasers Would Translate “Bacio” to “Kiss” 

Further, the Examining Attorney failed to show that an appreciable number of purchasers 

are likely to be aware that “bacio” means “kiss” and are likely to translate the marks from Italian 

into English.  Palm Bay Imports, Inc., 73 U.S.P.Q.2d at 1696 (holding the average American 

purchaser would not stop and translate “VEUVE” into “widow” based on finding that “an 

appreciable number of purchasers are unlikely to be aware that VEUVE means 'widow' and are 

unlikely to translate the marks into English.”)  The ordinary American purchaser refers to “all 

American purchasers, including those proficient in a non-English language who would ordinarily 

be expected to translate words into English.”  In re Spirits Int’l, N.V., 90 U.S.P.Q.2d 1489, 1492 

(Fed. Cir. 2009); see In re Thomas, 79 U.S.P.Q.2d 1021, 1024 (TTAB 2006) (citing J. Thomas 

McCarthy, McCarthy on Trademarks and Unfair Competition §23:26 (4th ed. 2006), which 

states “[t]he test is whether, to those American buyers familiar with the foreign language, the 

word would denote its English equivalent.”)  Indeed, less than one-half of one percent (0.384% ) 

of the population of the United States speaks Italian at home and is sufficiently familiar with the 

Italian language.  See Exhibit D at 2.  Thus, very few Americans would be capable of 

recognizing that “bacio” and “kiss” have the same meaning.  Accordingly, the Examining 

Attorney did not, and cannot demonstrate that an appreciable number of consumers would “stop 

and translate” “bacio” to “kiss.”  



 

10 
APPLICANT’S APPEAL BRIEF  

792093 

(iii)  It is Unlikely That Purchasers Would Translate “Bacio” 

At All  

Moreover, there is no basis for the Examining Attorney’s presumption that the ordinary 

American purchaser would take the step to “stop and translate” “bacio” into any English 

equivalent.  Courts have found that there are foreign expressions that “even those familiar with 

the language will not translate, accepting the term as it is.”  In re Tia Maria, Inc., 188 U.S.P.Q. at 

525 (holding that consumers will not translate TIA MARIA as the name of a Mexican restaurant 

because the marketplace makes it unfeasible for them to do so); see also In re Pan Tex Hotel 

Corp., 190 U.S.P.Q. 109, 110 (TTAB 1976) (concluding that consumers are unlikely to translate 

LA POSADA when used as the name of a motor hotel into its English equivalent of “the inn,” 

because “la posada” creates a different commercial impression in English than it does in 

Spanish).  Tropicana uses the BACIO mark in connection with its restaurant services, including 

as the name of its Las Vegas restaurant.  Restaurants are commonly named using foreign words, 

particularly in Las Vegas where the flagship BACIO restaurant is located, and consumers have 

grown accustomed to referring to these restaurants by their one-word foreign names without 

translation.  For example, Ago (meaning “needle” in Italian) 2, Japonais (meaning “Japanese” in 

French), Aureole (meaning “haloes” in Italian) 3 and Tableau (meaning “table” in French)4  are 

all restaurants in Las Vegas known by their foreign names.  Response to Office Action, Exhibit 

B at 3.  Since the commercial setting of a restaurant provides no impetus for consumers to 

                                                 
2 Note that the Application for AGO, Serial No., 76/506793, Registration No. 3,275,647, 
Registered on August 7, 2007 contains no foreign translation.   
3 Note also that the Application for AURELOE, Serial No., 85/404854, Registration No. 
4,284,698, Registered on February 5, 2013 contains no foreign translation.   
4 Note also that the Application for TABLEAU, Serial No., 77/219584, Registration No. 
3,381,539, Registered on February 12, 2008 contains no foreign translation.   
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translate the BACIO mark, it is unlikely that the ordinary American purchaser of Tropicana’s 

restaurant services would do so, let alone decisively settle on “kiss” as the sole translation. 

As can be seen from the foregoing, “kiss” is not the primary or even a common 

translation of “bacio,” which has multiple translations in several foreign languages and it is 

unlikely that an appreciable number of ordinary American purchasers would “stop and translate” 

“bacio” into “kiss” over any of the other possible translations.  Further, it is unlikely that 

ordinary American purchasers will translate the BACIO mark used in connection with 

Tropicana’s restaurant services at all, and would instead take the foreign mark “as is.”  

Accordingly, the discretionary doctrine of foreign equivalents should not be applied here, 

BACIO and KISS are not foreign equivalents, and BACIO is entitled to registration on the basis 

that BACIO and KISS are not confusingly similar. 

2. There is No Likelihood of Confusion between BACIO and KISS 

Even if the Board finds that the doctrine of foreign equivalents applies to BACIO, the 

Examining Attorney has not shown that BACIO is confusingly similar to KISS and utterly failed 

to perform any likelihood of confusion analysis whatsoever in the final office action.  Instead, 

the Examining Attorney merely stated that “Where the services of an applicant and registrant are 

“similar in kind and/or closely related,” the degree of similarity between the marks required to 

support a finding of likelihood of confusion is not as great as in the case of diverse goods and/or 

services.  Accordingly, the Section 2(d) likelihood of confusion refusal is maintained and made 

FINAL.” 5  Final Office Action, Exhibit A at 4.  This is certainly not a sufficient basis for 

refusing to register BACIO.   

                                                 
5 Applicant assumes that the Examining Attorney completely ignored the Section 2(d) analysis 
submitted by Applicant in its response to the first office action, and will respond to the 
Examining Attorney’s first office action again. 
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In any event, in a likelihood of confusion determination, the court applies the thirteen 

factors set forth in In re E.I. DuPont DeNemours & Co., 177 U.S.P.Q. at 567.  Here, the first 

DuPont factor requires examination of “the similarity or dissimilarity of the marks in their 

entireties as to appearance, sound, connotation and commercial impression.” Palm Bay Imports 

Inc., 73 U.S.P.Q.2d at 1691 (citing In re E.I. du Pont de Nemours & Co., 177 U.S.P.Q. at 567).  

In the instant case, however, no weight has been given to the significant dissimilarities between 

the marks BACIO and KISS, and the inquiry relied entirely on the doctrine of foreign 

equivalents, which is not applicable here, as established above.  The proper analysis should not 

focus on the sole similar translation of “bacio” to “kiss,” but rather a comparison of the marks in 

their entirety: the mark “BACIO” with the mark “KISS.”  Id.  

a. The Marks Are Not Similar in Appearance 

Applicant’s mark BACIO is visually dissimilar from Registrant’s stylized mark KISS.  

The marks do not contain any of the same letters, except “I,”  and are and are spelled completely 

differently.  See Champagne Louis Roederer, S.A. v. Delicato Vineyards, 47 U.S.P.Q.2d 1459 

(Fed. Cir. 1998) (finding “CRISTAL” and “CRYSTAL CREEK” dissimilar).  In addition, the 

KISS mark depicted in U.S. Registration No. 3,307,901 and shown below, is a stylized word 

mark, a fact that the Examining Attorney completely ignored, that is commonly associated with 

the famous band Kiss.  The additional matter depicted in the stylized KISS mark, including the 

distinctive block lettering and jagged “S” design, is an immediate source identifier for the rock 

band and further distinguishes the KISS mark from BACIO.  See China Healthways Institute, 

Inc. v. Wang, 83 U.S.P.Q.2d 1123 (Fed. Cir. 2007) (finding CHI PLUS in the stylized form not 

confusingly similar to the stylized mark CHI & Design both for electrical massagers because 

“the marks are distinguished by their respective additional matter.”)  These visual differences are 
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especially apparent when the stylized KISS mark is compared to BACIO as the marks are 

displayed in their respective specimens, true and correct copies of which are shown below. 

BACIO Word Mark BACIO Specimen 

 

 

 

 

 

KISS, Stylized Mark KISS, Specimen 

 

 

 

 

 

 

See Exhibit F at 6-7; see also Exhibit G at 8.  Indeed, BACIO and KISS are not similar in 

appearance now, nor will they ever never adopt the same or similar appearance.  As there is no 

risk that consumers will be confused, BACIO should be allowed registration.  

b. The Marks Do Not Sound Alike 

Applicant’s BACIO sounds nothing like Registrant’s KISS mark.  Marks much more 

similar in sound than the marks in the instant case have been found not confusingly similar.  See 

e.g. Coca-Cola Co. v. Essential Products Co., 164 U.S.P.Q. 628 (CCPA 1970) (the Court of 

Customs and Patent Appeals found COCO LOCO not to be similar to COCA COLA).  Here, 
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BACIO sounds much less like KISS than COCO LOCO sounds like COCA COLA.  Further, 

BACIO is multisyllabic, while KISS is monosyllabic.  Furthermore, the marks do not contain 

any of the same phonetic sounds, are different in rhythm and cadence and the words are not 

pronounced similarly.   KISS is pronounced as \kis\ (see Merriam-Webster Online, 

http://www.merriam-webster.com/dictionary/kiss), whereas BACIO is pronounced as \BAH-cho\ 

(see http://en.wikibooks.org/wiki/Italian/Pronunciation).  As BACIO and KISS sound completely 

dissimilar, there can be no likelihood of confusion on the basis of sound. 

c. There Are Virtually No Similarities in Connotation and 

Commercial Impression 

Although BACIO and KISS are both used on or in connection with restaurants, the 

similarities in connotation and commercial impression end there.  Here, the Examining 

Attorney’s conclusion that BACIO and KISS are confusingly similar was based on an erroneous 

finding that “kiss” is the primary connotation of BACIO.   However, as discussed above, there 

are multiple meanings many languages.  Further, even if BACIO is translated to “kiss,” it is still 

not similar in connotation to Registrant’s KISS mark, since there is no question that the stylized 

KISS mark references the iconic rock band Kiss, not a touch with the lips.   

Further, commercial impression has been described as “what the probable impact will be 

on the ordinary purchaser in the marketplace.” T. W. Samuels Distillery, Inc. v. Schenley 

Distillers, Inc., 164 U.S.P.Q. 141 (CCPA 1972).  BACIO, used in connection with a Las Vegas 

restaurant, conjures the impression of a charming trattoria, and gives the general consumer an 

idea of the type of authentic fresh Italian cuisine, white-linen ambiance and impeccable service 

he or she will encounter there.  On the other end of the spectrum, the stylized mark KISS, as 

discussed above, is clearly and immediately associated in the minds of consumers with the 
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famously outlandish rock band Kiss.  Accordingly, consumers would expect the KISS restaurant 

to play music by Kiss and be decorated with classic memorabilia related to the band.  In no way 

does the mark KISS connote an upscale Italian restaurant, and the mark BACIO has nothing to 

do with the band Kiss.  Accordingly the marks BACIO and KISS do not convey a similar 

commercial impression whatsoever and no one is going to confuse the stylized mark of a rock 

band with a fine dining Italian restaurant.    

d. The Goods And Services Are Not Related   

Applicant respectfully disagrees with the Examining Attorney’s determination that all 

Applicant’s marks’ goods and services are “closely related, even identical” to Registrant’s 

mark’s goods and services.  In fact, the only service BACIO and KISS have in common is 

restaurant services.  Exhibit F at 2; Exhibit G at 6.  Besides restaurant services, Registrant’s 

KISS mark is also for use on or in connection with cafes, coffee bars, coffee house services and 

carry-out restaurant and food preparation.  Exhibit G at 6.  To the contrary, Applicant’s BACIO 

mark is used on or in connection with bar services, cafe services, and hotel services in addition to 

restaurant services.  Exhibit F at 2.  Registrant’s listing of goods and services for KISS makes no 

mention whatsoever of bars or hotel services.  Additionally, BACIO is not used on or in 

connection with coffee bars or coffee house services, or with carry-out restaurant and food 

preparation.  As only one service overlaps, all the goods and services of BACIO and KISS 

cannot be deemed “closely related, even identical.” 

V. SUMMARY  

As can be seen from the foregoing, the discretionary doctrine of foreign equivalents does 

not apply because the ordinary American purchaser is not likely to “stop and translate” “bacio” 

into “kiss.”  Accordingly, BACIO is not the foreign equivalent of KISS.   Further, there is no 
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evidence that purchasers are likely to translate BACIO at all in this context, especially given that 

restaurants are commonly named using foreign words that are accepted “as is” without 

translation.  Further, even if the doctrine does apply, given the fact that BACIO has several 

English meanings translated from many languages, looks and sounds nothing like KISS and is 

used in connection with an upscale Italian trattoria, as opposed to a casual coffeehouse decorated 

with memorabilia from the iconic rock band Kiss, it is improbable that consumers will 

experience any confusion.  For all of these reasons, Applicant asserts that the BACIO mark is 

entitled to registration and respectfully requests such action.   
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