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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 
 

    APPLICATION SERIAL NO. 85259331 
 
    MARK: TSC TRACTOR SUPPLY CO.  
 

 
          

*85259331*  
    CORRESPONDENT ADDRESS: 
          ROBERT P. FELBER, JR.  
          WALLER LANSDEN DORTCH & DAVIS, LLP  
          STE 2700 
          511 UNION ST  
          NASHVILLE, TN 37219  

  
 
 
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
 
 

    APPLICANT:   Tractor Supply Co. of Texas, LP  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          012795.06987          
    CORRESPONDENT E-MAIL ADDRESS:   
           robert.felber@wallerlaw.com 

 

 
 

REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE: 8/7/2012 
 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is granting the request in part but denying the request in part for the 
reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a), 715.04(a).  The 
requirement made final in the Office action dated January 18, 2012 is maintained and 
continues to be final in regards to the following goods:  “metal tool boxes”.  See TMEP 
§§715.03(a), 715.04(a).  The requirement is withdrawn as to “decorative wall plaques 
made of common metal”.  
 
In the present case, applicant’s request has not resolved the outstanding issue, nor does it 
raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied as to “metal tool boxes”.  
 
Disclaimer Required 
 
Applicant must disclaim the descriptive wording “SUPPLY CO.” apart from the mark as 
shown because it merely describes an feature or purpose of applicant’s goods, namely, 
“metal tool boxes”.  See 15 U.S.C. §§1052(e)(1), 1056(a); In re Steelbuilding.com, 415 



F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 
1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987); TMEP §§1213, 1213.03(a).  
 
 
Applicant argues the Office has allowed registration of similar marks on the Principal 
Register without disclaimer.  However, the fact that third-party registrations exist for 
marks allegedly similar to applicant’s mark is not conclusive on the issue of 
descriptiveness.  See TMEP §1209.03(a).  An applied-for mark that is merely descriptive 
does not become registrable simply because other seemingly similar marks appear on the 
register.  In re Scholastic Testing Serv., Inc., 196 USPQ 517, 519 (TTAB 1977); TMEP 
§1209.03(a). 
  
It is well settled that each case must be decided on its own facts and the Trademark Trial 
and Appeal Board is not bound by prior decisions involving different records.  See In re 
Nett Designs, Inc., 236 F.3d 1339, 1342, 57 USPQ2d 1564, 1566 (Fed. Cir. 2001); In re 
Lean Line, Inc., 229 USPQ 781, 783 (TTAB 1986); TMEP §1209.03(a).  The question of 
whether a mark is merely descriptive is determined based on the evidence of record at the 
time each registration is sought.  TMEP §1209.03(a); see In re Nett Designs, Inc., 236 
F.3d at 1342, 57 USPQ2d at 1566.   
 
The word “supply” is defined as “something that is or can be supplied; materials and 
provisions stored and dispensed when needed; materials provisions, etc. for supply an 
army, expedition, a business, etc.”.  See the attached dictionary definitions and the 
definition attached to the June 7, 2011 Office Action. 
 
Applicant’s website states: “Stores supply the unique products to support their customers’ 
rural lifetstyle, from welders and generators to animal care products and men and 
women’s workwear.  You can also find pet supplies, animal feed, power tools, riding 
mowers, lawn and garden products and more.” (emphasis added). See the attached 
screenshot from applicant’s website, 
http://www.tractorsupply.com/content/abouttsc/aboutuscompanyprofile, retrieved August 
6, 2012.  
 
Applicant’s website also states in its mission statement:  “We are committed to be the 
most dependable supplier of basic maintenance products to our farm, ranch and rural 
customers.”  (emphasis added). See the attached screenshot from applicant’s website, 
http://www.tractorsupply.com/content/abouttsc/aboutusmissionvalues, retrieved August 
6, 2012. 
 
Additionally, applicant’s website states:  “What can you buy at Tractor Supply 
Company?  Everything except tractors. At TSC, customers find everything they need to 
maintain their farms, ranches, homes and animals. As the inventors of the “do it yourself” 
trend, our customers handle practically every chore themselves, from repairing wells to 
building fences, welding gates together, constructing feed bins, taking care of livestock 
and pets, repairing tractors and trucks and building trailers for hauling.   TSC's products 
include: clothing, equine and pet supplies, tractor/trailer parts and accessories, lawn and 



garden supplies, sprinkler/irrigation parts, power tools, fencing, welding and pump 
supplies, riding mowers and more.”  See the attached screenshot from applicant’s 
website, http://www.tractorsupply.com/content/abouttsc/aboutusfactsheet, retrieved 
August 6, 2012. 
 
See also the attached third party registration and Internet evidence showing common use 
of the term “Supply Co.” in relation to “tool boxes”.  
 
Applicant’s metal tool box is a material or supply for use by customers to maintain their 
farms, ranches or homes.   
 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement and/or refusal and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 
 

/Kathleen Lorenzo/ 
Trademark Examining Attorney 
Law Office 109 
Tel:  (571) 272-5883 
Fax:  (571) 273-9109 
kathleen.lorenzo@uspto.gov 
 

 
 



 



 



 



 



 



 


