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     The Examining Attorney refused registration under Section 2(d) of the Trademark Act, 15 U.S.C.

Section 1052(d), on the basis that the Applicant’s mark, TRAILTRAC (the “Applicant’s Mark”),

when used on or in connection with Applicant’s goods, is likely to cause confusion with the registered

mark TRAIL TRAC owned by Summit Tire and Battery, Inc. (the “Registrant”) and used on vehicle

tires (“Registrant’s Goods”).   Applicant’s Mark, on the other hand, is not used on tires but instead on:

·        Electronic brake controls for use in snowmobiles, all-terrain vehicles, and utility

terrain vehicles, in International Class 9; and

·        Brake systems for snowmobiles, all-terrain vehicles, and utility terrain vehicles, in

International Class 12.

     The Examining Attorney has rejected registration of Applicant’s Mark with respect to those goods

specified in International Class 12, namely, brake systems for snowmobiles, all-terrain vehicles, and

utility terrain vehicles (“Applicant’s Goods”).  

     Applicant respectfully asserts that there is no likelihood of confusion between its mark and the

Registrant’s Mark cited by the Examining Attorney.   In this case, the Examining Attorney emphasizes

the similarities between the marks without assessing the significant differences in the goods.  Even

though the marks are similar in sound and appearance, this alone does not compel a finding that



confusion is likely to occur.  See Therma-Scan v. Thermoscan Inc., 63 U.S.P.Q.2d 1659, 1669 (6th Cir.

2002).  Instead, many other factors are important in determining whether a likelihood of confusion

exists, among which are the following:
          1.         the conditions under which, and buyers to whom, sales are made;
          2.         the similarity of the goods or services to which the marks are applied;
          3.         the similarity of the channels of trade;
          4.         the similarity of the marks in their entireties;
          5.         the fame of the prior or registered mark;
          6.         the number and nature of similar marks; and
          7.                  actual confusion.

See In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973).

 

     Analysis of the above-stated du Pont factors in the present case demonstrates that Applicant’s Mark

and Registrant’s Mark are not confusingly similar.   This response addresses the (i) relatedness of the

goods; (ii) channels of trade; (iii) sophistication of the consumer; and (iv) existence of third-party

marks.  These factors clearly demonstrate that there is no likelihood of confusion between Applicant’s

Mark and the Registrant’s Mark and that Applicant’s Mark should be approved for publication in its

entirety.

I.          Distinctive Goods

     As mentioned in Applicant’s earlier Response filed on August 1, 2011, the practicalities of the

commercial world, not mere theoretical relatedness, must determine whether goods are sufficiently

related to lead to consumer confusion.  There is no monopoly in a mark with respect to all goods or

services, and similar or identical marks often co-exist without confusion.  See Quality Inns Int’l v.

McDonald’s Corp. , 8 U.S.P.Q.2d 1633 (D.Md. 1988).  In determining whether a likelihood of

confusion exists, goods are related only if they are likely to be encountered by the same consumers

under circumstances giving rise to the mistaken belief that the goods originate from, or are associated

with, the same source.  See Trademark Manual of Examining Procedure § 1207.01(a)(i); see, e.g., On-

Line Careline Inc. v. America Online Inc., 56 U.S.P.Q.2d 1471 (Fed. Cir. 2000).  Indeed, “[w]hen two

products are part of distinct sectors of a broad product category, they can be sufficiently unrelated that

consumers are not likely to assume the products originate from the same mark.”   Checkpoint Systems

Inc. v. Check Point Software Technologies Inc., 60 U.S.P.Q.2d 1609, 1620 (3rd Cir. 2001).  That is



precisely the case here.

     Applicant’s Goods consist of a braking system designed to improve vehicle performance with

greater brake control, stability, steering ability and responsiveness.  This is accomplished through

hydraulic channels, electronic controls, sensors and software to provide controlled braking technology,

similar to ABS (anti-lock braking system) technology widely used in today’s automobiles.  See

Exhibits A & B.  With the TRAILTRAC braking system, the driver is able to maintain control and

prevent wheels from locking as the snowmobile, all-terrain vehicle or utility terrain vehicle slows down.

  The stopping distance is reduced, and the driver is able to effectively steer the vehicle.  The end result

is a significant improvement in vehicle performance and personal safety.  See Exhibit B.  This

particular braking system is particularly novel as it can be used on extreme, diverse and unpredictable

surfaces, such as rocks or trails.  In short, Applicant has introduced a completely advanced and greatly

improved braking system to the marketplace. 

     In contrast, Registrant’s Goods are limited to vehicle tires.   Tires and specialized braking systems

are similar only in that a vehicle includes both tires and brakes, just as a vehicle includes a steering

mechanism, seat and thousands of other parts and accessories.  Simply because Applicant’s and

Registrant’s goods can both be used in various kinds of vehicles does not mean they are related.  

Moreover, Registrant’s Goods appear to be limited to automobiles.   See Exhibit D.  While the

registration simply lists “vehicle tires,” it does not include small recreational vehicles such as

snowmobiles (which does not even use tires), all-terrain vehicles or utility terrain vehicles.  Unless

further specified, “vehicles” typically refers to “automobiles.”   Regardless of whether there is any

overlap of “vehicles” between Applicant and Registrant, tires and highly advanced braking systems are

not at all the same and are often sold in different channels, to different consumers and are, of course,

used for different purposes. 

     In a similar context, the TTAB rejected a “per se rule that vehicles, vehicle parts and accessories

always must be deemed to be related and similar”, stating that “no such rule exists.”   In re Truckcraft

Corporation, 2003 WL 22273102 (TTAB 2003) (unpublished opinion).  In Truckcraft the TTAB noted

that “the decisions in which such goods were found to be related were based upon the facts that the

goods in question all comprised automotive parts, accessories, and equipment which could be

purchased through the same channels of trade … by the same classes of purchasers …”.  Id. citing

In re Jeep Corporation, 222 U.S.P.Q. 333, 334 (TTAB 1984) (emphasis added).  Based upon these



distinctions the TTAB approved registration of the mark TRUCKCRAFT for “structural parts for

trucks, namely, dump truck bodies, truck bed flats, dumper beds, dump truck bed and body inserts for

pickup trucks” even though the mark TRUCKRAFT was previously registered for “truck parts, namely

brake blocks, oil seals, gearing, rebuilt clutches, water pumps, starts and moister ejectors.”   Id. 

     Furthermore, the TTAB has previously approved the use of similar marks on automobiles and on

automotive products by different manufacturers.  See In re General Motors Corp., 23 U.S.P.Q.2d 1465,

(TTAB 1992).  In In re General Motors Corp. an application to register the mark GRAND PRIX for

“automobiles” was approved despite the fact that the identical mark GRAND PRIX was already

registered by another manufacturer for (i) “automobile tires”, (ii) “motor vehicle parts—namely,

wheels”, (iii) “motor oil” and “filters and oil filters for land vehicles and shock absorbers”, (iv)

“automotive vehicle tires”, (v) “mufflers and brake parts for automotive vehicle[s]” and (vi)

“automobile parts, namely, drive shafts, boots and velocity joints.”   Id. at 1466-1467.  Though the

TTAB agreed with the Examining Attorney that the “respective goods must be considered to be closely

related,” it found that confusion between the marks had not occurred in the past and was unlikely to

occur in the future.  Id. at 1468-1470. 

     If the TTAB found that consumers were able to discriminate between an identical mark used on

automobiles and on a variety of automobile parts and accessories, surely consumers can discriminate

between vehicle tires and specialty brake systems and controls for snowmobiles, all-terrain vehicles and

utility terrain vehicles.  In addition, the goods at issue are not sold to the same consumers.  Registrant’s

Goods are sold to independent tire dealers, who then sell the tires either directly to consumers or to

automotive service centers.  Applicant’s Goods, however, supply its goods to manufacturers who then

incorporate the braking systems into their products.  Any tangential relatedness between the goods is

thereby ameliorated by the distinct trade channels and purchasers.  With different trade channels, classes

of consumers, and kinds of goods, the marks at issue should not be deemed confusingly similar and

should be able to coexist without confusion.  

II.        Distinctive Trade Channels

     Even if one finds the goods related in some way, the question is whether consumers would be

confused as to the source of the goods.  “Where the parties have different customers and market their



goods or services in different ways, the likelihood of confusion decreases.”   Therma-Scan Inc. v.

Thermoscan Inc., 3 U.S.P.Q.2d 1659, 1666 (6th Cir. 2002) (explaining that this factor assists in

assessing what actually happens in the marketplace); see also Electronic Design & Sales, Inc. v.

Electronic Data Systems Corp., 954 F. 2d 713, 21 U.S.P.Q. 2d 1388 (Fed. Cir. 1992) (holding no

likelihood of confusion between the mark E.D.S. for computer services and the mark EDS for power

supplies and battery chargers because sales were made in separate trade channels to different consumers,

despite some overlap in markets).  In other words, where trade channels are distinct and do not lead to

the same purchasers, confusion is unlikely.  See Homeowners Group, Inc. v. Home Mktg. Specialists,

Inc. 18 U.S.P.Q. 2d 1587 (6th Cir. 1991). 

     The TTAB has held that goods sold in different channels in the automotive industry are unlikely to

cause confusion.  Vetronix Corporation v. American Financial Warranty Corporation, 2004 WL

240311 (TTAB 2004) (unpublished opinion).  In Vetronix the TTAB held that the mark

“MASTERTECH Vehicle Protection Program” used on vehicle service contracts covering mechanical

breakdown was not likely to cause confusion with the mark “MASTERTECH” used on hand held

testers of automobile electronic systems because the former was marketed to automobile salespeople

while the latter was marketed to mechanics doing the repairs.  Id. 

     In this case, it is unlikely that consumers would have the mistaken belief that the goods at issue

emanate from a common source because Applicant and Registrant employ totally different trade

channels.  Applicant is part of the automotive supply chain for the manufacture of the consumer

product, which, in this case, consist of snowmobiles, all-terrain vehicles and utility terrain vehicles.  Its

customers consist of manufacturers while Registrant sells its goods to independent tire dealers, who then

sell to automotive service centers or the end consumer.  See Exhibits C & D.  Independent tire dealers

specialize in tires and have nothing to do with the manufacture of brakes, much less highly specialized

braking systems such as the one sold by Applicant in connection snowmobiles, all-terrain vehicles or

utility terrain vehicles.  Subsequent purchasers of Registrant’s Goods, such as automotive service

centers, are not purchasers of Applicant’s Goods.   Because there is no cross-over among the trade

channels or consumers, it is unlikely that the applicable consumers would likely ever know that similar

marks are used by Applicant and Registrant.  The relevant consumers simply do not have contact with



both Applicant’s and Registrant’s Goods.

     In a situation very similar to the current one, the Federal District Court of Minnesota approved

registration of the mark “El Tigre” for use on snowmobiles by one manufacturer even though it was

already registered for use on automobile tires and minibikes by another manufacturer.  See J.C. Penney

Company, Inc. v. Arctic Enterprises, Inc., 375 F.Supp. 913, 915 (D. Minn. 1974).  The court first held

that because “El Tigre” was simply the Spanish translation of “The Tiger”, it was suggestive, not

fanciful or arbitrary, and therefore a weak trademark, noting that “hundreds of different marketed

products use the tiger mark and tiger design.”   Id. at 914.  The court found that, because (i) the

“demographics and characteristics” of the average snowmobile purchaser and minibike purchaser were

different, (ii) there was a substantial difference in selling price for snowmobiles, tires, and minibikes,

(iii) the products were “markedly dissimilar”, and (iv) the products were sold in separate markets, there

would be no likelihood of confusion.  Id. at 915.  The court elaborated on the different channels through

which the products were sold, noting that while the tires and minibikes were sold in “automobile centers

and through catalogs,” the snowmobiles were sold through approximately 1750 authorized dealers, and

finally stating that the products “customarily are not sold in the same marketplace.”   Id.  Finally, the

court also noted that the tires and minibikes were “normally” sold with both the mark “El Tigre” and a

J.C. Penny housemark while the name Arctic Cat was used in connection with the “El Tigre” mark on

snowmobiles.  Id. 

     The distinction between snowmobiles and tires is no more than the distinction between advanced

braking systems and vehicle tires.  If consumers can distinguish between identical marks on

snowmobiles and tires, then they could certainly distinguish between similar goods on vehicle tires and

braking systems for snowmobiles, all-terrain vehicles, and utility terrain vehicles.  Additionally, as in

J.C. Penney Company, Inc., neither Applicant’s Mark nor Registrant’s Mark is a house brand.  

Applicant’s Mark will often be advertised and marketed together with the mark “Hayes,” while

Registrant’s Mark would likely be promoted in connection with “ Summit.”  See Exhibit D.  Such use,

along with the specialized and distinct trade channels, will prevent any risk of confusion. 

III.       Sophisticated and Discriminating Purchasers

     A likelihood of confusion is determined, among other factors, by evaluating the “reasonably



prudent” purchaser’s mistaken belief that the goods originate from, or are associated with, the same

source.  See McCarthy on Trademarks and Unfair Competition, § 23:91(4th ed. 1996).  “When

consumers exercise heightened care in evaluating the relevant products before making purchasing

decisions, courts have found there is not a strong likelihood of confusion.”   Checkpoint Systems Inc. v.

Check Point Software Technologies Inc., 60 U.S.P.Q.2d 1609, 1617 (3rd Cir. 2001).  For example, in

Information Resources Inc. v. X*Press Information Services, 6 U.S.P.Q.2d 1034 (TTAB 1988), the

TTAB found no likelihood of confusion between computer-related goods and services where the goods

and services involved were expensive and purchased with care and thought. 

     In this case, the relevant consumers are discriminating purchasers for specialized products. 

Registrant sells its products to independent tire dealers, who look to buy quality tires that sell well to

consumers, are easy to market and result in few consumer complaints.  End consumers of tires are

shopping to replace existing tires and are concerned about quality, safety and price.    As any driver

knows, purchasing new tires is not a light or inexpensive purchase.  Consumers are highly selective

knowing that poor tires could cause a blowout, which has the potential to result in a serious car accident.

 

     Consumers of Applicant’s Goods, on the other hand, consist of manufacturers who are also highly

selective of the brakes and braking systems used to manufacture the end product.  Applicant’s Goods

have the potential to drastically improve the braking performance of snowmobiles, all-terrain vehicles

and utility terrain vehicles, which can then improve the rider’s safety.   Incorporating Applicant’s

Goods in its products has the potential of truly differentiating its products among others in the

marketplace since both vehicle performance and personal safety can be dramatically improved. 

Purchasing Applicant’s Goods are not casual purchases but rather done with significant knowledge of

the braking system and vehicle performance.  

     In both cases, these are sophisticated purchasers looking for specific products and brands of quality

that will improve performance and safety.   For that reason, the purchasers are highly selective, careful

with their purchases and not likely to be confused easily.  These kinds of consumers do not expect the

same company to manufacture or sell both tires and advanced braking systems.

IV.       Third Party Marks



     Although third party use is not relevant with respect to the issue of infringement, courts consider

such use in determining likelihood of confusion.  Warhol Enterprises, Inc. v. Time Inc., 700 F. Supp.

760, 9 U.S.P.Q. 2d 1141 (Fed. Cir. 1988).  Third-party registrations are useful if they tend to

demonstrate that a mark, or a portion thereof, is suggestive or descriptive of certain goods and hence is

entitled to only a narrow scope of protection.  See TMEP § 1207.01(c)(iv).  A mark that is commonly

used in connection with particular goods or services is less likely to be associated with a single source. 

See e.g.,  J.C. Penney Company, Inc. v. Arctic Enterprises, Inc., 375 F.Supp. 913, 915 (D. Minn. 1974)

(discussed above with respect to the “El Tigre” mark).

     Applicant notes that the word “trail” is frequently used as a mark by third parties in connection with

vehicles, parts and accessories.  In fact, a brief check of USPTO records reveals a significant number of

marks that use or incorporate the word “trail” relate to vehicles, parts and accessories.   For example:

·        TRAIL TOUGH, Reg. No. 4,049,426, for parts and accessories for four wheel drive
vehicles, owned by Linda R. Bradshaw;
·        TRAIL TUFF, Reg. No. 2,839,067, for custom manufactured components for off road
vehicles, namely, bumpers, owned by Blender Products, Inc.;
·        TRAIL BLAZER, Reg. No. 3,255,601, for all-terrain vehicles for off-road use only
and structural parts therefore, owned by Polaris Industries Inc.;
·        TRAILBLAZER, Reg. No. 2,629,101 for travel trailers and fifth wheel trailers,
owned by Thor Tech, Inc.;
·        TRAILBLAZER, Reg. No. 2,257,873, for motor vehicles, namely, sport utility
vehicles, engines thereof and structural parts therefore, owned by General Motors LLC;
·        TRAIL MASTER, Reg. No. 1,660,726, for suspension components for pick-up
trucks, vans and recreational vehicles; namely, lift kits steering stabilizers, shock
absorbers and leaf springs, owned by Trailmasters Products, Inc.;
·        TRAIL MASTER, Reg. No., 3,083,191, for all terrain-vehicle tires, owned by
Carlisle Intangible Company;
·        TRAILMASTER, Reg. No. 1,371,217, for passenger road vehicles, namely vans,
pickups and suburbans, and conversions thereof, owned by Trail Master Vehicles, Inc.;
·        TRAIL-BREAKER, Reg. No. 3,027,796, for motorized two-wheel, cross-country
passenger and cargo vehicle in the nature of a heavy duty motorcycle, owned by Rokon
International, Inc.;
·        TRAILBREAKER, Reg. No. 2,377,522, for vehicle tires, owned by Polymer
Enterprises Corp;
·        TRAIL RUNNER, Reg. No. 3,357,464, for recreational vehicles, namely, fifth wheel
trailers and travel trailers, owned by Heartland Recreational Vehicles, LLC;
·        TRAIL RUNNER, Reg. Nos. 3,378,902 and 2,046,071, for power transmission belts
for land vehicles, owned by The Gates Corporation;
·        TRAILRIDER, Reg. no. 3,080,897, for recreational vehicles, namely, travel trailers
and fifth wheels, owned by Skyline Corporation;
·        TRAILDRIVER, Reg. No., 3,966,026, for motor vehicles, namely, automobiles,



trucks, vans, sport utility vehicles and structural parts therfor, owned by Tag—The
Accessory Group;
·        TRAILAIR, Reg. No., 3,298,010, for land vehicle suspension parts, namely,
equalizers, owned by Lippert Components Manufacturing, Inc.;
·        TRAILAIR, Reg. No. 2,494,388, for vehicle hitches, owned by Lippert Components
Manufacturing, Inc.;
·        TRAIL SLAYER, Reg. No. 3,471,313, for suspension systems for sport utility
vehicles, owned by Linda R. Bradshaw;
·        TRAILTECH, Reg. No. 2,540,650, for motorcycle and all terrain vehicle computers,
and sensor cables and mounting fittings sold together as a unit, owned by Trail Tech,
Inc.;
·        TRAILTECH, Reg. No. 2,408,552, for vehicles, namely, flat deck trailers, cargo
trailers, transporters and truck decks, owned by Trailtech Inc.;
·        TRAILTANK, Reg. No. 3,440,248, for oversized fuel tanks designed and produced
for snowmobile recreational vehicles, owned by Creation Composites, LLC;
·        TRAIL BOSS, Reg. No., 3,367,905, for recreational vehicles, namely, campers,
owned by RV Manufacturing Enterprises, LLC;
·        TRAILBLOC, Reg. Nos. 3,185,268 and 3,155,717, for continuously variable
transmission for all types of land vehicle engines and motors, owned by Investissements
CVTech Inc.;
·        TRAIL TRACER, Reg. No. 3,199,667, for tires, excluding bicycle tires and tricycle
tires, owned by TBC Trademarks , LLC;
·        TRAILCART, Reg. No. 3,74,0152, for vehicles, namely, non-motorized all terrain
vehicles, namely, human-powered four-wheeled cycles, owned by TrailCart GmbH;
·        TRAIL JAMMER, Reg. No, 3,153,781, for kits for increasing vehicle engine
performance, namely, an engine control module and a throttle body and air intake system
for use wherewith, owned by Edge Products, LLC;
·        TRAILMANOR, Reg. No., 3,970,029, for recreational vehicles, namely, campers,
fifth wheel trailers, towable trailers, travel trailers, owned by Carol J. Hulsey;
·        TRAIL GUIDE, Reg. No. 3,248,365, for hand held global positioning navigation
system with vehicle mounted docking station, owned by Chrysler LLC;
·        TRAIL ARMOR, Reg. No. 3,070,209, for body cladding for trucks and sport utility
vehicles, owned by Bushwacker, Inc.;
·        TRAIL RATED, Reg. No. 2,975,740, for motor vehicles, namely, sport utility
vehicles; and structural parts and engines therefore, owned by Chrysler LLC;
·        TRAIL RATED, Reg. No., 2,872,653, for motor vehicles, namely, sport utility
vehicles, and structural parts therefore, owned by Chrysler Group LLC;
·        TRAILOW, Reg. No., 3,855,613, for recreational vehicles, namely, towable trailers,
owned by Ezee Trailers Limited;
·        TRAILREADY, Reg. No. 3,328,858, for accessories for offroad vehicle body
protection, namely, bumpers, specialty offroad wheels, bead locks, brush guards, skid
plates, rocker panel covers, owned by TrailReady Products, LLC;
·        TRAILFINDER, Reg. No., 3,644,027, for tires for all terrain vehicles, owned by The
Reinalt-Thomas Corporation;
·        TRAILCON, Reg. No. 2,959,089, for truck trailers and cargo trailers, owned by
TrailCon Leasing Inc.;
·        TRAILPORT, Reg. No. 3,318,960, for trailers, namely automobile trailers fused as
secure permanent vehicle ports and as traveling vehicle ports, owned by Advanced
Trailer Concepts, Inc.;
·        TRAIL SHIELDS, Reg. No. 2,937,310, for adhering protective and decorative covers



for outer surfaces of off-road vehicles, owned by Truck Shields, LLC;
·        TRAIL CLAW II, Reg. No. 2,503,718, for tires, namely those used in applications for
agriculture, construction, lawn and garden, specialty, military and industrial vehicles,
owned by Titan International, Inc.;
·        TRAILBACK, Reg. No. 2,439,023, for running boards for trucks and sport utility
vehicles, owned by Lund, Inc.;
·        TRAIL-R-MATE, Reg. No. 2,343,154, for land vehicle parts, anemly endless track
assemblies composed of support frame, idler and drive wheels, drive track, tensioner and
replacement parts therefore, owned by Mattracks, Inc.;
·        TRAIL CRUISER, Reg. No. 2,417,830, for recreational vehicles, namely, fifth wheel
and travel trailers, owned by International Truck Intellectual Property Company, LLC;
·        TRAIL CLIMBER, Reg. No. 2,254,670, for vehicle tires, owned by Summit Tire and
Battery, Inc.;
·        TRAIL RUNNER, Reg. No. 2,046,071, for power transmission belts for land
vehicles, namely, variable speed belts, owned by The Gates Corporation;
·        TRAIL CUTTER, Reg. No. 1,780,173, for vehicle tires, owned by TBC Trademarks,
LLC;
·        TRAIL HAWK, Reg. No. 1,885,964, for all-terrain vehicle tires, owned by Carlisle
Intangible Company;
·        TRAIL BOSS, Reg. No. 1,402,071, for motor vehicles, namely, all-terrain vehicles,
owned by Polaris Industries L.P.;
·        TRAIL PRO, Reg. No. 1,333,132, for off-road all terrain vehicle tires, owned by
Carlisle Intangible Company;
·        TRAIL WAGONS, Reg. No. 1,201,928, for customized vehicles, namely,
automobiles, trucks and vans, owned by Trail Wagons Inc.;

            This large sampling of third-party marks, all of which have already been registered, indicate that

“trail” marks are afforded a narrow scope of protection and can co-exist without confusion.   In fact,

seemingly identical “trail” marks already co-exist and are federally registered, such as TRAIL TUFF

and TRAIL TOUGH (Reg. Nos. 4,049,426 and 2,839,067); TRAIL BLAZER, TRAILBLAZER and

TRAILBLAZER (Reg. Nos. 3,255,601, 2,629,101 and 2,257,873); TRAIL MASTER, TRAIL

MASTER and TRAILMASTER (Reg. Nos. 1,660,726, 3,083,191 and 1,371,217); TRAIL-BREAKER

and TRAILBREAKER (Reg. Nos. 3,027,796 and 2,377,522); and TRAIL RUNNER and TRAIL

RUNNER (Reg. Nos. 3,357,464, 3,378,902 and 2,046,071). 

            The “trail” trademarks in connection with vehicles of any kind, parts and accessories show that

it is already a crowded market for similar goods.  If the Registrant’s Marks and the above marks can all

co-exist without confusion, surely Applicant’s Mark would not cause any confusion and should be

deemed registrable.

CONCLUSION



     The Supreme Court has explained that a likelihood of confusion is akin to a “probability” of

confusion.  See American Steel Foundries v. Robertson, 269 U.S. 372, 46 S. Ct. 160 (1926).  The mere

possibility of confusion is inadequate, and it must be shown that the confusion is probable.  See August

Storck K.G. v. Nabisco, Inc., 35 U.S.P.Q.2d 1211 (7th Cir. 1995).  With the additional information

provided herein, the Examining Attorney cannot state with certainty that Applicant’s Mark is likely to

cause confusion, mistake or deception with the Registrants’ Marks, or that it may be likely to cause

confusion with pending applications for registration of marks.  Applicant’s Goods and Registrant’s

Goods are distinct from each other, are sold in different trade channels to consumers with different

needs, and are sold to consumers that are sophisticated and discerning in their purchases.  Accordingly,

Applicant asserts that a likelihood of confusion is not only unlikely but also improbable.

     In view of the foregoing amendments and remarks, it is believed that all formal requirements are in

order and that this application is in condition to be passed to publication.  Such action by the Examining

Attorney is therefore respectfully requested.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85201536 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

     The Examining Attorney refused registration under Section 2(d) of the Trademark Act, 15 U.S.C.

Section 1052(d), on the basis that the Applicant’s mark, TRAILTRAC (the “Applicant’s Mark”), when

used on or in connection with Applicant’s goods, is likely to cause confusion with the registered mark

TRAIL TRAC owned by Summit Tire and Battery, Inc. (the “Registrant”) and used on vehicle tires

(“Registrant’s Goods”).   Applicant’s Mark, on the other hand, is not used on tires but instead on:

·        Electronic brake controls for use in snowmobiles, all-terrain vehicles, and utility terrain

vehicles, in International Class 9; and

·        Brake systems for snowmobiles, all-terrain vehicles, and utility terrain vehicles, in

International Class 12.

     The Examining Attorney has rejected registration of Applicant’s Mark with respect to those goods

specified in International Class 12, namely, brake systems for snowmobiles, all-terrain vehicles, and utility



terrain vehicles (“Applicant’s Goods”).  

     Applicant respectfully asserts that there is no likelihood of confusion between its mark and the

Registrant’s Mark cited by the Examining Attorney.   In this case, the Examining Attorney emphasizes the

similarities between the marks without assessing the significant differences in the goods.  Even though the

marks are similar in sound and appearance, this alone does not compel a finding that confusion is likely to

occur.  See Therma-Scan v. Thermoscan Inc., 63 U.S.P.Q.2d 1659, 1669 (6th Cir. 2002).  Instead, many

other factors are important in determining whether a likelihood of confusion exists, among which are the

following:
          1.         the conditions under which, and buyers to whom, sales are made;
          2.         the similarity of the goods or services to which the marks are applied;
          3.         the similarity of the channels of trade;
          4.         the similarity of the marks in their entireties;
          5.         the fame of the prior or registered mark;
          6.         the number and nature of similar marks; and
          7.                  actual confusion.

See In re E.I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567 (C.C.P.A. 1973). 

     Analysis of the above-stated du Pont factors in the present case demonstrates that Applicant’s Mark

and Registrant’s Mark are not confusingly similar.   This response addresses the (i) relatedness of the

goods; (ii) channels of trade; (iii) sophistication of the consumer; and (iv) existence of third-party marks. 

These factors clearly demonstrate that there is no likelihood of confusion between Applicant’s Mark and

the Registrant’s Mark and that Applicant’s Mark should be approved for publication in its entirety.

I.          Distinctive Goods

     As mentioned in Applicant’s earlier Response filed on August 1, 2011, the practicalities of the

commercial world, not mere theoretical relatedness, must determine whether goods are sufficiently related

to lead to consumer confusion.  There is no monopoly in a mark with respect to all goods or services, and

similar or identical marks often co-exist without confusion.  See Quality Inns Int’l v. McDonald’s Corp. ,

8 U.S.P.Q.2d 1633 (D.Md. 1988).  In determining whether a likelihood of confusion exists, goods are

related only if they are likely to be encountered by the same consumers under circumstances giving rise

to the mistaken belief that the goods originate from, or are associated with, the same source.  See

Trademark Manual of Examining Procedure § 1207.01(a)(i); see, e.g., On-Line Careline Inc. v. America

Online Inc., 56 U.S.P.Q.2d 1471 (Fed. Cir. 2000).  Indeed, “[w]hen two products are part of distinct



sectors of a broad product category, they can be sufficiently unrelated that consumers are not likely to

assume the products originate from the same mark.”   Checkpoint Systems Inc. v. Check Point Software

Technologies Inc., 60 U.S.P.Q.2d 1609, 1620 (3rd Cir. 2001).  That is precisely the case here.

     Applicant’s Goods consist of a braking system designed to improve vehicle performance with greater

brake control, stability, steering ability and responsiveness.  This is accomplished through hydraulic

channels, electronic controls, sensors and software to provide controlled braking technology, similar to

ABS (anti-lock braking system) technology widely used in today’s automobiles.  See Exhibits A & B.  

With the TRAILTRAC braking system, the driver is able to maintain control and prevent wheels from

locking as the snowmobile, all-terrain vehicle or utility terrain vehicle slows down.  The stopping distance

is reduced, and the driver is able to effectively steer the vehicle.  The end result is a significant

improvement in vehicle performance and personal safety.  See Exhibit B.  This particular braking system

is particularly novel as it can be used on extreme, diverse and unpredictable surfaces, such as rocks or

trails.  In short, Applicant has introduced a completely advanced and greatly improved braking system to

the marketplace. 

     In contrast, Registrant’s Goods are limited to vehicle tires.   Tires and specialized braking systems are

similar only in that a vehicle includes both tires and brakes, just as a vehicle includes a steering

mechanism, seat and thousands of other parts and accessories.  Simply because Applicant’s and

Registrant’s goods can both be used in various kinds of vehicles does not mean they are related.  

Moreover, Registrant’s Goods appear to be limited to automobiles.   See Exhibit D.  While the

registration simply lists “vehicle tires,” it does not include small recreational vehicles such as

snowmobiles (which does not even use tires), all-terrain vehicles or utility terrain vehicles.  Unless further

specified, “vehicles” typically refers to “automobiles.”   Regardless of whether there is any overlap of

“vehicles” between Applicant and Registrant, tires and highly advanced braking systems are not at all the

same and are often sold in different channels, to different consumers and are, of course, used for different

purposes. 

     In a similar context, the TTAB rejected a “per se rule that vehicles, vehicle parts and accessories

always must be deemed to be related and similar”, stating that “no such rule exists.”   In re Truckcraft

Corporation, 2003 WL 22273102 (TTAB 2003) (unpublished opinion).  In Truckcraft the TTAB noted

that “the decisions in which such goods were found to be related were based upon the facts that the goods



in question all comprised automotive parts, accessories, and equipment which could be purchased

through the same channels of trade … by the same classes of purchasers …”.  Id. citing In re Jeep

Corporation, 222 U.S.P.Q. 333, 334 (TTAB 1984) (emphasis added).  Based upon these distinctions the

TTAB approved registration of the mark TRUCKCRAFT for “structural parts for trucks, namely, dump

truck bodies, truck bed flats, dumper beds, dump truck bed and body inserts for pickup trucks” even

though the mark TRUCKRAFT was previously registered for “truck parts, namely brake blocks, oil seals,

gearing, rebuilt clutches, water pumps, starts and moister ejectors.”   Id. 

     Furthermore, the TTAB has previously approved the use of similar marks on automobiles and on

automotive products by different manufacturers.  See In re General Motors Corp., 23 U.S.P.Q.2d 1465,

(TTAB 1992).  In In re General Motors Corp. an application to register the mark GRAND PRIX for

“automobiles” was approved despite the fact that the identical mark GRAND PRIX was already

registered by another manufacturer for (i) “automobile tires”, (ii) “motor vehicle parts—namely,

wheels”, (iii) “motor oil” and “filters and oil filters for land vehicles and shock absorbers”, (iv)

“automotive vehicle tires”, (v) “mufflers and brake parts for automotive vehicle[s]” and (vi) “automobile

parts, namely, drive shafts, boots and velocity joints.”   Id. at 1466-1467.  Though the TTAB agreed with

the Examining Attorney that the “respective goods must be considered to be closely related,” it found that

confusion between the marks had not occurred in the past and was unlikely to occur in the future.  Id. at

1468-1470. 

     If the TTAB found that consumers were able to discriminate between an identical mark used on

automobiles and on a variety of automobile parts and accessories, surely consumers can discriminate

between vehicle tires and specialty brake systems and controls for snowmobiles, all-terrain vehicles and

utility terrain vehicles.  In addition, the goods at issue are not sold to the same consumers.  Registrant’s

Goods are sold to independent tire dealers, who then sell the tires either directly to consumers or to

automotive service centers.  Applicant’s Goods, however, supply its goods to manufacturers who then

incorporate the braking systems into their products.  Any tangential relatedness between the goods is

thereby ameliorated by the distinct trade channels and purchasers.  With different trade channels, classes

of consumers, and kinds of goods, the marks at issue should not be deemed confusingly similar and should

be able to coexist without confusion.  

II.        Distinctive Trade Channels



     Even if one finds the goods related in some way, the question is whether consumers would be confused

as to the source of the goods.  “Where the parties have different customers and market their goods or

services in different ways, the likelihood of confusion decreases.”   Therma-Scan Inc. v. Thermoscan Inc.,

3 U.S.P.Q.2d 1659, 1666 (6th Cir. 2002) (explaining that this factor assists in assessing what actually

happens in the marketplace); see also Electronic Design & Sales, Inc. v. Electronic Data Systems Corp.,

954 F. 2d 713, 21 U.S.P.Q. 2d 1388 (Fed. Cir. 1992) (holding no likelihood of confusion between the

mark E.D.S. for computer services and the mark EDS for power supplies and battery chargers because

sales were made in separate trade channels to different consumers, despite some overlap in markets).  In

other words, where trade channels are distinct and do not lead to the same purchasers, confusion is

unlikely.  See Homeowners Group, Inc. v. Home Mktg. Specialists, Inc. 18 U.S.P.Q. 2d 1587 (6th Cir.

1991). 

     The TTAB has held that goods sold in different channels in the automotive industry are unlikely to

cause confusion.  Vetronix Corporation v. American Financial Warranty Corporation, 2004 WL 240311

(TTAB 2004) (unpublished opinion).  In Vetronix the TTAB held that the mark “MASTERTECH Vehicle

Protection Program” used on vehicle service contracts covering mechanical breakdown was not likely to

cause confusion with the mark “MASTERTECH” used on hand held testers of automobile electronic

systems because the former was marketed to automobile salespeople while the latter was marketed to

mechanics doing the repairs.  Id. 

     In this case, it is unlikely that consumers would have the mistaken belief that the goods at issue

emanate from a common source because Applicant and Registrant employ totally different trade channels. 

Applicant is part of the automotive supply chain for the manufacture of the consumer product, which, in

this case, consist of snowmobiles, all-terrain vehicles and utility terrain vehicles.  Its customers consist of

manufacturers while Registrant sells its goods to independent tire dealers, who then sell to automotive

service centers or the end consumer.  See Exhibits C & D.  Independent tire dealers specialize in tires and

have nothing to do with the manufacture of brakes, much less highly specialized braking systems such as

the one sold by Applicant in connection snowmobiles, all-terrain vehicles or utility terrain vehicles. 

Subsequent purchasers of Registrant’s Goods, such as automotive service centers, are not purchasers of

Applicant’s Goods.   Because there is no cross-over among the trade channels or consumers, it is unlikely



that the applicable consumers would likely ever know that similar marks are used by Applicant and

Registrant.  The relevant consumers simply do not have contact with both Applicant’s and Registrant’s

Goods.

     In a situation very similar to the current one, the Federal District Court of Minnesota approved

registration of the mark “El Tigre” for use on snowmobiles by one manufacturer even though it was

already registered for use on automobile tires and minibikes by another manufacturer.  See J.C. Penney

Company, Inc. v. Arctic Enterprises, Inc., 375 F.Supp. 913, 915 (D. Minn. 1974).  The court first held that

because “El Tigre” was simply the Spanish translation of “The Tiger”, it was suggestive, not fanciful or

arbitrary, and therefore a weak trademark, noting that “hundreds of different marketed products use the

tiger mark and tiger design.”   Id. at 914.  The court found that, because (i) the “demographics and

characteristics” of the average snowmobile purchaser and minibike purchaser were different, (ii) there

was a substantial difference in selling price for snowmobiles, tires, and minibikes, (iii) the products were

“markedly dissimilar”, and (iv) the products were sold in separate markets, there would be no likelihood

of confusion.  Id. at 915.  The court elaborated on the different channels through which the products were

sold, noting that while the tires and minibikes were sold in “automobile centers and through catalogs,” the

snowmobiles were sold through approximately 1750 authorized dealers, and finally stating that the

products “customarily are not sold in the same marketplace.”   Id.  Finally, the court also noted that the

tires and minibikes were “normally” sold with both the mark “El Tigre” and a J.C. Penny housemark

while the name Arctic Cat was used in connection with the “El Tigre” mark on snowmobiles.   Id. 

     The distinction between snowmobiles and tires is no more than the distinction between advanced

braking systems and vehicle tires.  If consumers can distinguish between identical marks on snowmobiles

and tires, then they could certainly distinguish between similar goods on vehicle tires and braking systems

for snowmobiles, all-terrain vehicles, and utility terrain vehicles.  Additionally, as in J.C. Penney

Company, Inc., neither Applicant’s Mark nor Registrant’s Mark is a house brand.   Applicant’s Mark will

often be advertised and marketed together with the mark “Hayes,” while Registrant’s Mark would likely

be promoted in connection with “ Summit.”  See Exhibit D.  Such use, along with the specialized and

distinct trade channels, will prevent any risk of confusion. 

III.       Sophisticated and Discriminating Purchasers



     A likelihood of confusion is determined, among other factors, by evaluating the “reasonably prudent”

purchaser’s mistaken belief that the goods originate from, or are associated with, the same source.  See

McCarthy on Trademarks and Unfair Competition, § 23:91(4th ed. 1996).  “When consumers exercise

heightened care in evaluating the relevant products before making purchasing decisions, courts have found

there is not a strong likelihood of confusion.”   Checkpoint Systems Inc. v. Check Point Software

Technologies Inc., 60 U.S.P.Q.2d 1609, 1617 (3rd Cir. 2001).  For example, in Information Resources Inc.

v. X*Press Information Services, 6 U.S.P.Q.2d 1034 (TTAB 1988), the TTAB found no likelihood of

confusion between computer-related goods and services where the goods and services involved were

expensive and purchased with care and thought. 

     In this case, the relevant consumers are discriminating purchasers for specialized products.  Registrant

sells its products to independent tire dealers, who look to buy quality tires that sell well to consumers, are

easy to market and result in few consumer complaints.  End consumers of tires are shopping to replace

existing tires and are concerned about quality, safety and price.    As any driver knows, purchasing new

tires is not a light or inexpensive purchase.  Consumers are highly selective knowing that poor tires could

cause a blowout, which has the potential to result in a serious car accident. 

     Consumers of Applicant’s Goods, on the other hand, consist of manufacturers who are also highly

selective of the brakes and braking systems used to manufacture the end product.  Applicant’s Goods

have the potential to drastically improve the braking performance of snowmobiles, all-terrain vehicles and

utility terrain vehicles, which can then improve the rider’s safety.   Incorporating Applicant’s Goods in its

products has the potential of truly differentiating its products among others in the marketplace since both

vehicle performance and personal safety can be dramatically improved.  Purchasing Applicant’s Goods

are not casual purchases but rather done with significant knowledge of the braking system and vehicle

performance.  

     In both cases, these are sophisticated purchasers looking for specific products and brands of quality that

will improve performance and safety.   For that reason, the purchasers are highly selective, careful with

their purchases and not likely to be confused easily.  These kinds of consumers do not expect the same

company to manufacture or sell both tires and advanced braking systems.



IV.       Third Party Marks

     Although third party use is not relevant with respect to the issue of infringement, courts consider such

use in determining likelihood of confusion.  Warhol Enterprises, Inc. v. Time Inc., 700 F. Supp. 760, 9

U.S.P.Q. 2d 1141 (Fed. Cir. 1988).  Third-party registrations are useful if they tend to demonstrate that a

mark, or a portion thereof, is suggestive or descriptive of certain goods and hence is entitled to only a

narrow scope of protection.  See TMEP § 1207.01(c)(iv).  A mark that is commonly used in connection

with particular goods or services is less likely to be associated with a single source.  See e.g.,  J.C. Penney

Company, Inc. v. Arctic Enterprises, Inc., 375 F.Supp. 913, 915 (D. Minn. 1974) (discussed above with

respect to the “El Tigre” mark).

     Applicant notes that the word “trail” is frequently used as a mark by third parties in connection with

vehicles, parts and accessories.  In fact, a brief check of USPTO records reveals a significant number of

marks that use or incorporate the word “trail” relate to vehicles, parts and accessories.   For example:

·        TRAIL TOUGH, Reg. No. 4,049,426, for parts and accessories for four wheel drive
vehicles, owned by Linda R. Bradshaw;
·        TRAIL TUFF, Reg. No. 2,839,067, for custom manufactured components for off road
vehicles, namely, bumpers, owned by Blender Products, Inc.;
·        TRAIL BLAZER, Reg. No. 3,255,601, for all-terrain vehicles for off-road use only and
structural parts therefore, owned by Polaris Industries Inc.;
·        TRAILBLAZER, Reg. No. 2,629,101 for travel trailers and fifth wheel trailers, owned
by Thor Tech, Inc.;
·        TRAILBLAZER, Reg. No. 2,257,873, for motor vehicles, namely, sport utility
vehicles, engines thereof and structural parts therefore, owned by General Motors LLC;
·        TRAIL MASTER, Reg. No. 1,660,726, for suspension components for pick-up trucks,
vans and recreational vehicles; namely, lift kits steering stabilizers, shock absorbers and
leaf springs, owned by Trailmasters Products, Inc.;
·        TRAIL MASTER, Reg. No., 3,083,191, for all terrain-vehicle tires, owned by Carlisle
Intangible Company;
·        TRAILMASTER, Reg. No. 1,371,217, for passenger road vehicles, namely vans,
pickups and suburbans, and conversions thereof, owned by Trail Master Vehicles, Inc.;
·        TRAIL-BREAKER, Reg. No. 3,027,796, for motorized two-wheel, cross-country
passenger and cargo vehicle in the nature of a heavy duty motorcycle, owned by Rokon
International, Inc.;
·        TRAILBREAKER, Reg. No. 2,377,522, for vehicle tires, owned by Polymer
Enterprises Corp;
·        TRAIL RUNNER, Reg. No. 3,357,464, for recreational vehicles, namely, fifth wheel
trailers and travel trailers, owned by Heartland Recreational Vehicles, LLC;
·        TRAIL RUNNER, Reg. Nos. 3,378,902 and 2,046,071, for power transmission belts for
land vehicles, owned by The Gates Corporation;
·        TRAILRIDER, Reg. no. 3,080,897, for recreational vehicles, namely, travel trailers and
fifth wheels, owned by Skyline Corporation;



·        TRAILDRIVER, Reg. No., 3,966,026, for motor vehicles, namely, automobiles, trucks,
vans, sport utility vehicles and structural parts therfor, owned by Tag—The Accessory
Group;
·        TRAILAIR, Reg. No., 3,298,010, for land vehicle suspension parts, namely, equalizers,
owned by Lippert Components Manufacturing, Inc.;
·        TRAILAIR, Reg. No. 2,494,388, for vehicle hitches, owned by Lippert Components
Manufacturing, Inc.;
·        TRAIL SLAYER, Reg. No. 3,471,313, for suspension systems for sport utility vehicles,
owned by Linda R. Bradshaw;
·        TRAILTECH, Reg. No. 2,540,650, for motorcycle and all terrain vehicle computers,
and sensor cables and mounting fittings sold together as a unit, owned by Trail Tech, Inc.;
·        TRAILTECH, Reg. No. 2,408,552, for vehicles, namely, flat deck trailers, cargo
trailers, transporters and truck decks, owned by Trailtech Inc.;
·        TRAILTANK, Reg. No. 3,440,248, for oversized fuel tanks designed and produced for
snowmobile recreational vehicles, owned by Creation Composites, LLC;
·        TRAIL BOSS, Reg. No., 3,367,905, for recreational vehicles, namely, campers, owned
by RV Manufacturing Enterprises, LLC;
·        TRAILBLOC, Reg. Nos. 3,185,268 and 3,155,717, for continuously variable
transmission for all types of land vehicle engines and motors, owned by Investissements
CVTech Inc.;
·        TRAIL TRACER, Reg. No. 3,199,667, for tires, excluding bicycle tires and tricycle
tires, owned by TBC Trademarks , LLC;
·        TRAILCART, Reg. No. 3,74,0152, for vehicles, namely, non-motorized all terrain
vehicles, namely, human-powered four-wheeled cycles, owned by TrailCart GmbH;
·        TRAIL JAMMER, Reg. No, 3,153,781, for kits for increasing vehicle engine
performance, namely, an engine control module and a throttle body and air intake system
for use wherewith, owned by Edge Products, LLC;
·        TRAILMANOR, Reg. No., 3,970,029, for recreational vehicles, namely, campers, fifth
wheel trailers, towable trailers, travel trailers, owned by Carol J. Hulsey;
·        TRAIL GUIDE, Reg. No. 3,248,365, for hand held global positioning navigation
system with vehicle mounted docking station, owned by Chrysler LLC;
·        TRAIL ARMOR, Reg. No. 3,070,209, for body cladding for trucks and sport utility
vehicles, owned by Bushwacker, Inc.;
·        TRAIL RATED, Reg. No. 2,975,740, for motor vehicles, namely, sport utility vehicles;
and structural parts and engines therefore, owned by Chrysler LLC;
·        TRAIL RATED, Reg. No., 2,872,653, for motor vehicles, namely, sport utility vehicles,
and structural parts therefore, owned by Chrysler Group LLC;
·        TRAILOW, Reg. No., 3,855,613, for recreational vehicles, namely, towable trailers,
owned by Ezee Trailers Limited;
·        TRAILREADY, Reg. No. 3,328,858, for accessories for offroad vehicle body
protection, namely, bumpers, specialty offroad wheels, bead locks, brush guards, skid
plates, rocker panel covers, owned by TrailReady Products, LLC;
·        TRAILFINDER, Reg. No., 3,644,027, for tires for all terrain vehicles, owned by The
Reinalt-Thomas Corporation;
·        TRAILCON, Reg. No. 2,959,089, for truck trailers and cargo trailers, owned by
TrailCon Leasing Inc.;
·        TRAILPORT, Reg. No. 3,318,960, for trailers, namely automobile trailers fused as
secure permanent vehicle ports and as traveling vehicle ports, owned by Advanced Trailer
Concepts, Inc.;



·        TRAIL SHIELDS, Reg. No. 2,937,310, for adhering protective and decorative covers
for outer surfaces of off-road vehicles, owned by Truck Shields, LLC;
·        TRAIL CLAW II, Reg. No. 2,503,718, for tires, namely those used in applications for
agriculture, construction, lawn and garden, specialty, military and industrial vehicles,
owned by Titan International, Inc.;
·        TRAILBACK, Reg. No. 2,439,023, for running boards for trucks and sport utility
vehicles, owned by Lund, Inc.;
·        TRAIL-R-MATE, Reg. No. 2,343,154, for land vehicle parts, anemly endless track
assemblies composed of support frame, idler and drive wheels, drive track, tensioner and
replacement parts therefore, owned by Mattracks, Inc.;
·        TRAIL CRUISER, Reg. No. 2,417,830, for recreational vehicles, namely, fifth wheel
and travel trailers, owned by International Truck Intellectual Property Company, LLC;
·        TRAIL CLIMBER, Reg. No. 2,254,670, for vehicle tires, owned by Summit Tire and
Battery, Inc.;
·        TRAIL RUNNER, Reg. No. 2,046,071, for power transmission belts for land vehicles,
namely, variable speed belts, owned by The Gates Corporation;
·        TRAIL CUTTER, Reg. No. 1,780,173, for vehicle tires, owned by TBC Trademarks,
LLC;
·        TRAIL HAWK, Reg. No. 1,885,964, for all-terrain vehicle tires, owned by Carlisle
Intangible Company;
·        TRAIL BOSS, Reg. No. 1,402,071, for motor vehicles, namely, all-terrain vehicles,
owned by Polaris Industries L.P.;
·        TRAIL PRO, Reg. No. 1,333,132, for off-road all terrain vehicle tires, owned by
Carlisle Intangible Company;
·        TRAIL WAGONS, Reg. No. 1,201,928, for customized vehicles, namely, automobiles,
trucks and vans, owned by Trail Wagons Inc.;

            This large sampling of third-party marks, all of which have already been registered, indicate that

“trail” marks are afforded a narrow scope of protection and can co-exist without confusion.   In fact,

seemingly identical “trail” marks already co-exist and are federally registered, such as TRAIL TUFF and

TRAIL TOUGH (Reg. Nos. 4,049,426 and 2,839,067); TRAIL BLAZER, TRAILBLAZER and

TRAILBLAZER (Reg. Nos. 3,255,601, 2,629,101 and 2,257,873); TRAIL MASTER, TRAIL MASTER

and TRAILMASTER (Reg. Nos. 1,660,726, 3,083,191 and 1,371,217); TRAIL-BREAKER and

TRAILBREAKER (Reg. Nos. 3,027,796 and 2,377,522); and TRAIL RUNNER and TRAIL RUNNER

(Reg. Nos. 3,357,464, 3,378,902 and 2,046,071). 

            The “trail” trademarks in connection with vehicles of any kind, parts and accessories show that it

is already a crowded market for similar goods.  If the Registrant’s Marks and the above marks can all co-

exist without confusion, surely Applicant’s Mark would not cause any confusion and should be deemed

registrable.

CONCLUSION



     The Supreme Court has explained that a likelihood of confusion is akin to a “probability” of

confusion.  See American Steel Foundries v. Robertson, 269 U.S. 372, 46 S. Ct. 160 (1926).  The mere

possibility of confusion is inadequate, and it must be shown that the confusion is probable.  See August

Storck K.G. v. Nabisco, Inc., 35 U.S.P.Q.2d 1211 (7th Cir. 1995).  With the additional information

provided herein, the Examining Attorney cannot state with certainty that Applicant’s Mark is likely to

cause confusion, mistake or deception with the Registrants’ Marks, or that it may be likely to cause

confusion with pending applications for registration of marks.  Applicant’s Goods and Registrant’s

Goods are distinct from each other, are sold in different trade channels to consumers with different needs,

and are sold to consumers that are sophisticated and discerning in their purchases.  Accordingly, Applicant

asserts that a likelihood of confusion is not only unlikely but also improbable.

     In view of the foregoing amendments and remarks, it is believed that all formal requirements are in

order and that this application is in condition to be passed to publication.  Such action by the Examining

Attorney is therefore respectfully requested.

EVIDENCE
Evidence in the nature of Exhibit A: Promotional material describing Applicant's Goods; Exhibit B:
Promotional material describing Applicant's Goods; Exhibit C: Website materials noting Applicant's
Consumers & Trade Channels; and Exhibit D: Website materials noting Registrant's Consumers & Trade
Channels. has been attached.
Original PDF file:
evi_207678366-134916913_._HBR-36824_Trail_Trac_Response_Exhibit_A.PDF
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3
Original PDF file:
evi_207678366-134916913_._HBR-36824_Trail_Trac_Response_Exhibit_B.PDF
Converted PDF file(s) (13 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10



Evidence-11
Evidence-12
Evidence-13
Original PDF file:
evi_207678366-134916913_._HBR-36824_Trail_Trac_Response_Exhibit_C.PDF
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_207678366-134916913_._HBR-36824_Trail_Trac_Response_Exhibit_D.PDF
Converted PDF file(s) (5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /njr/     Date: 02/16/2012
Signatory's Name: Nicole J. Renouard
Signatory's Position: Attorney of record

Signatory's Phone Number: 414.978.5533

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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