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Response to Refusal:

Refusal — Section 2(a): False Connection

The Examining Attorney has now refused registration under Section 2(a) of the Lanham Act, stating that
the applied-for mark consists of or includes matter which may falsely suggest a connection with
Catherine, Duchess of Cambridge. Applicant respectfully requests that the Examining Attorney
withdraw the refusal because Applicant’s mark does not satisfy the test to determine a false association.

Asthe Office Action indicated, for a showing of false connection under_Trademark Act Section 2(a),
all factorsof the current four-part test to determine the existence of a

false connection must be satisfied. inrePeter S Herrick, P.A., 91 USPQ2d 1505, 1507
(TTAB 2009); Inre MC MC Sr.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also
Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ
505,508-10 (Fed. Cir. 1983) (providing foundational principles for the current four-part test determine
the existence of afalse connection). Here, there is no evidence to support the assertion that Applicant’s
mark is creating afalse connection with Catherine, the Duchess of Cambridge, and as the mark does not
satisfy the test.

Unless one of the prongs clearly fails, courts analyze each prong individually to discover if the mark
fails the close approximation test.

i. The mark sought to be registered is the same as, or a close approximation of, the name or identity
previously used by another person or institution.

The office action draws a comparison between the public perception of a connection between the
PRINCESS KATE and Kate Middleton with the public perception of a connection between Jimmy
Buffett and “Margaritaville,” a song title for which he is associated with. They argue that if goods and
services using the name Margaritaville can be associated with Jimmy Buffett, it is even more likely that
goods and services under the name PRINCESS KATE would be associated with Middleton. This
argument relates to the second prong of the four prong test, but the first prong has yet to be proven. All
four prongs must be met to satisfy afalse connection under section 2(a) of the Trademark Act.

When analyzing the first prong, whether or not public perception ties a product to a specific personis
irrelevant. Jimmy Buffett did not satisfy this prong because of the public perception of a connection
between himself and Margaritaville. He satisfied this prong because he had attempted to commercialy
license the mark in the past. The court concluded that there was “ evidence of licensing agreements held




by JJmmy Buffett for the name "J.B.'sMARGARITAVILLE" for arestaurant, and for the sale of
clothing, and various advertisements and depictions of the clothing bearing the term
"MARGARITAVILLE".” Buffett v. Chi-Chi’s, Inc. , 226 USPQ 428 (TTAB 1985)

There is no factual evidence that Kate Middleton had ever “used” PRINCESS KATE or any similar
mark in acommercial context, and the Office Action admits that Kate Middleton’s officid titleis
“Duchess of Cambridge”. Moreover, whether or not the court in Buffett would have come to the same
conclusion without the direct evidence of previous commercial licensing would be pure speculation.
Although the court acknowledged the relationship between a trademark and public perception, it did not
say that atrademark application can fail section 2(a) based on public perception alone. That would
defeat the purpose of the first prong of the test, which requires a previous use of amark. Again,
PRINCESS KATE is not a name used by Kate Middleton.

Because Middleton never used PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a*“ close approximation” of a name or identity used by her. It isnot. Unlike a
disparagement motion, which requires the mark be "reasonably understood as referring to" the identity
of the opposing party, a*close approximation” test “is amore stringent one, requiring a greater degree
of similarity between the two designations.” Boston Red Sox Baseball Club Ltd. P'ship v. Sherman, 88
U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than whether or not a
reasonabl e person would connect PRINCESS KATE to Kate Middleton must be met. Although
PRINCESS KATE may be reasonably understood as referring to Kate Middleton, Duchess of
Cambridge, it is not a close approximation of her name because Kate Middleton is not a princess.

When analyzing whether or not atrademark is the same or a close approximation, courts also ook into
the meaning of the words within the mark. Here, the court did not consider whether the public would
perceive MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59,
(TTAB 2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with
the Mohawk tribe. The meaning of Princess is not the same as the meaning of Duchess. Moreover, the
other definitions of princess are not exclusive enough to point directly to Middleton, nor do they
connote a close approximation of her identity.

Even if the dictionary definition of Princessis sufficient to link Middleton to PRINCESS KATE,
Mohawk is still distinguishable from this action because MOHAWK is a unique part of the name of the
designation for the federally recognized St. Regis Band of Mohawk Indians of New Y ork. “Princess’
and “Kate” are too common to be a close approximation of Kate Middleton, especialy in the way of
which the applicant plans to use the mark. The use of the term “princess” will connote to consumers
that the Applicant’s goods are select and of a high quality. The applied-for mark is merely fanciful due
to the fact that it isnot a“coined” term in the United States, as this country has no royal family. In
addition, the mark PRINCESS KATE is arbitrary in that it is used in connection with products unrelated
to its meaning. Here, the applied-for mark is used in connection with luxury items and home goods,
items not specifically or exclusively associated with the term “Princess Kate”. As aresult, thisphraseis
not a descriptive phrase, but a concocted one, deserving of registration.

All factors of the current four-part test to deter mine the existence of a false connection must be
satisfied. PRINCESS KATE is not the same as, or a close approximation of, the name or identity
previously used by Catherine, Duchess of Cambridge ever her self.

Even if the general public associates PRINCESS KATE with Middleton, thefirst prongisstill not
met.

ii. The mark would be recognized as such, in that it points uniquely and unmistakably to that
person or institution.

As stated above, the Applicant’s mark, PRINCESS KATE, is not the same or a close approximation of
the name of a person or institution. As such, the Applicant’s mark does not point uniquely and
unmistakably to Catherine, Duchess of Cambridge.

The Office Action cites several articles from both Google searches and the Nexus database as evidence



that Catherine, Duchess of Cambridge is well-known throughout the world as “PRINCESS KATE”.
Applicant neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but
respectfully submits that the articles and search results referenced in the Office Action are of an
unverified nature and must therefore be deemed immaterial and irrelevant.

“Articles downloaded from the Internet are admissible as evidence of information available to the
general public. However, the weight given to this evidence must be carefully evaluated, because the
source may be unknown.” TMEP 8§8710.01(b); SeelInre Total Quality Group Inc., 51 USPQ2d 1474,
1475-76 (TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB 1998). Moreover,
one must be careful when evaluating the results of a Google search. “ Search engine results--which
provide little context to discern how aterm is actually used on the webpage that can be accessed through
the search result link--may be insufficient to determine the nature of the use of aterm or the relevance of
the search results to registration considerations.” In re Bayer Aktiengesellschaft, 488 F.3d 960, 967
(Fed. Cir. 2007). The office action references the number of hits that result when searching the phrase
PRINCESS KATE using the Google search engine. However, many of those results are fal se positives.
For example, punctuation marks such as colons and commas appear between the words PRINCESS and
KATE in various results, such as “'What's it like to be a princess, Kate” and “ The New Princess: Kate
Middleton's Fashion Evolution.” Although the Office Action does provide full web pages that arose
from the Google search, they do not show that Kate Middleton is publicly perceived at PRINCESS
KATE, and athough afew results do refer to Middleton as PRINCESS KATE, they are not frequent
enough to meet the burden of “unique and unmistakable.”

The office action’s claim that Kate Middleton’s public perception isthat of a princessis dubious. As
stated previously, Kate Middleton is not a princess. Additionally, many of them, if taken as relevant for
any reason, favor applicant’s mark as the Google search found the mark PRINCESS KATE but these
articles supported the position and explain that she was never and will not know be known as
PRINCESS KATE. Although the examiner found the words PRINCESS KATE in a search query, the
content of the captions and articles clearly state that Catherine is not nor will ever be known asa
Princess.

Applicant does not dispute the importance of public perception when analyzing a trademark request.
However, using news articles to decipher whether or not the public perceives Catherine Middleton as
PRINCESS KATE does not yield conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS KATE. It cites an article
from an ABC News broadcast, claiming that PRINCESS KATE is Middleton’s “handle and she wears
it well.” While thisis one person’s opinion, ABC News also recently aired a segment explaining that
Middleton must curtsey to “blood princesses’ when not in the company of Prince William. These
actual princesses are “the Princess Royal, Princess Alexandra, and the daughters of the Duke of Y ork,
Princesses Beatrice and Eugenie.” Here, ABC re-enforces the notion that Middleton is not a princess
and should not be perceived as such.

iii. The person or institution identified in the mark is not connected with the goods sold or services
performed by applicant under the mark.

Applicant does not dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold
by Applicant under the mark. Applicant does, however, maintain that the mark is not a reference to nor
does it have any connection with such person.

iv. The fame or reputation of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant’ s mark is used on its goods and/or
Services.

Applicant does not dispute that Catherine, Duchess of Cambridge, is awell-known figure, stemming
from her well-publicized relationship with Prince William and her subsequent wedding. However, there
IS no evidence to support the assertion that a connection with Catherine would be presumed when
Applicant’s mark is on the goods. The Office Action suggested that due to the media coverage of
Catherine and William’ s lives and the repeated comments about her style and wardrobe, use of
Applicant’s mark in connection with makeup, luxury and home goods, and the like would create an
association with Catherine. Applicant respectfullvy submits that the evidence submitted in support of this



assertion isimmaterial.

As stated above, the Internet articles cited in the Office Action are of an unreliable and unverifiable
nature, and as such, should be given limited probative value. In addition, while the Duchess of
Cambridge is well-known, there is no evidence of a presumptive connection between Catherine and the
specific goods upon which the Applicant’s mark will be used. Simply because Catherine is believed to
have style and good taste does not mean that she is publicly perceived to be involved in the industry at
al. While thismay occur in the future, it was not the case upon filing of Applicant’s application.

If applicant’ s goods and/or services are of a type that the named person or institution sells or uses,
and the named party is sufficiently famous, then it may be inferred that purchasers of the goods and/or
services would be misled into making a false connection of sponsorship, approval, support or the like
with the named party. Inre Cotter & Co., 228 USPQ 202 (TTAB 1985); Inre Nat'| Intelligence Acad.,
190 USPQ 570 (TTAB 1976).

In Hornby v. TIX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite
connection between Twiggy’s career as amodel and clothing line designer and the goods containing the
Applicant’smark. The Board determined that as a result of her long and successful modeling career as
well as her other promotional activities, Twiggy had increased her celebrity to the point that purchasers
of her children’s clothing line would assume an association with her. Here, there is no obvious
connection between the Duchess of Cambridge and the goods listed in the application for registration.
The Duchess of Cambridge does not have her own clothing line, nor does she promote or advertise for
any such product. Again, while a clothing line or some other association with fashion may be
forthcoming for the Duchess of Cambridge, sheis not as of yet involved in the industry. She merely
wears clothing and makeup. Therefore, there is no evidence that consumers will presume a connection
when Applicant’s mark is affixed to the goods.

The applicant does not dispute that Kate Middleton has attended fashion shows, but nowhere has
examiner shown or proven that Catherine has ever endorsed any particular style or brand, nor claim that
sheis connected to the lifestyle branding business in any way. Examiner simply tries to show that a
third party recognizing something Catherine has on herself places her in the fashion business. The
examiner simply has not presented any proof that Catherine is even perceived as endorsing any goods.
Although Kate Middleton’ s clothing choices are critiqued, this does not necessarily mean that the
public expects her to endorse the kind of clothing she wears. The examiner is making the argument that
everything that Catherine wears or uses (all goods) is perceived to be directly connected and affiliated
with her and sheis perceived to be the source. However, the examiner has not shown any evidence of
this.

It istrue that afalse connection can be inferred if an applicant uses a mark in away that misleads the
public into thinking the goods and/or services “are of atype that the named person or institution sells or
uses,” But, as stated above, Kate Middleton does not or has ever used the name PRINCESS KATE, nor
has she ever sold anything under that name, and as stated above, she merely wears clothing and make-

up.
The applicant’s use of the mark will not Spike Lee applied for a preliminary injunction to stop Viacom
from changing the name of TNN to Spike TV, claiming that a channel named “ Spike” TV would cause
the public to perceive that there is afalse connection. Lee v. Viacom Inc., INDEX110080/2003M TNS,
2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was granted because L ee was able to
provide an expert witness with “expertise in the evaluation of consumer perception of advertising
marketing and other forms of mass communications’ whose affidavit stated that “if an impartial survey
were conducted in New Y ork and similar urban center cities, a substantial portion of black men and
women aged 18-45, and also a substantial, though smaller, proportion of young white professionals
would infer from Viacom press rel eases that Spike L ee was associated with Spike TV. | believe that
irreverent, hip, aggressive and brash are words which will associate Spike Lee with Spike TV.” Here,
the court did not grant the injunction because Spike Lee is afamous entertainer whose name just
happens to be the same as Spike TV. The court granted the injunction because Viacom’'s press release
allegedly creates connotations between Lee' s aggressive personality and the channel’ s new format. 1d,
at 4. Moreover, the holding focuses on the use of “spike” in the film and television industry, of which
Spike Leeisapart of. Although Kate Middleton has been to fashion shows, sheisnot a part of the
fashion industry. The applicant wishes to use PRINCESS KATE in afield unrelated to the Duchess of



Cambridge using a definition of “princess’ that connotes elegance and class, as stated above. It isaso
important to know that although an injunction was granted, the court was never able to decide if Spike
L ee could receive a judgment because the case was settled; therefore, it is unknown if the amount of
evidence Lee accrued was sufficient to prove a false connection.

Also, the applicant does not dispute the office action’s claim that Kate Middleton’ s fame is not
temporary. However, unlike Twiggy, sheis not involved in the fashion industry, and thereis no
evidence that the public would perceive such a connection because she does not endorse any products.
Conclusion

As demonstrated above, there is no evidence that the public will assume Applicant’ s goods bearing the
mark PRINCESS KATE have a connection with the Duchess of Cambridge, Catherine.

Refusal — Section 2(c): Particular Living Individual

The Examining Attorney refused registration on an additional ground that the Applicant’s mark consists
of or includes a name, portrait, or signature identifying a particular living individual whose written
consent to register the mark is not of record. Trademark Act Section 2(c), 15 U.S.C. 81052(c); TMEP
81206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174 (TTAB 2010). Applicant respectfully requests that
the Examining Attorney withdraw the refusal because the Applicant’s mark does not identify a
particular living individual.

For a Section 2(c) refusal, aname in amark identifies a particular living individual if the person bearing
the name will be associated with the mark as used on the goods or services because he or she (1) is“so
well-known that the public would reasonably assume a connection” or (2) is*publicly connected with
the businessin which the mark isbeing used.” Inre Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB
2010); see dso Krause v. Krause Publ’ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer,
27 USPQ2d 1073, 1075 (TTAB 1994). Based on the evidence presented above regarding false
connection, the Duchess of Cambridge is awell- known figure, but consumers would not reasonably
assume a connection between her and the goods at issue. In addition, as stated above, the Duchess of
Cambridge was, at the time of the application’ s filing, not publicly connected with the business of
clothing, makeup, home goods and the like. Sheis believed to have style and good taste as a result of
her celebrity status, but does not have any association with the industry in which Applicant’s mark is
used. Asaresult, the mark PRINCESS KATE does not identify any particular living individual.

Cases cited by the Office Action with respect to this ground for refusal can be distinguished from the
matter at hand. First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS, and BARACK’S
JOCKS DRESS TO THE LEFT were barred because they created a direct association with President
Obama. The name “Barack Obama’ is not acommon name, neither individually nor as one term.
Here, the name “Kate” is significantly popular, listed as #93 on the babycenter list of 100 most popular
baby names of 2011 and #209 on the Social Security Association’s list of popular baby names in 2010.
While the existence of others with the same name does not alter the requirement for a written consent,
Seelnre Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate isgeneraly a
very popular name. In addition, “PRINCESS KATE” is not her given or adopted name, thus the use of
the name “Kate” in the mark does not automatically draw an association to Catherine, Duchess of
Cambridge. In fact, the point has been made — over and over — that Catherine is not a princess.

The Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was
associated with a well-known athlete by the name Bo. The connection between Bo Jackson, the world-
famous athlete, and the ball was specific and well-established. Bo Jackson was and is recognized for
being atalented athlete on both the football field and the baseball diamond, while the ball itself was
shaped like afootball but contained baseball stitches. Asaresult, Bo Jackson’s use of aball throughout
his career created a connection with the mark BO in referencing the ball. Here, Catherine is a Duchess
of Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected
with her position and thus will not create an association.



Finally, the Board in Inre Steak & Ale cited above affirmed arefusal of the mark PRINCE CHARLES
before the wording identifies a particular well-known living individual whose consent was not of record.
In that case, Prince Charlesis the actual name of the living person. Here, PRINCESS KATE is neither
the official nor adopted name of Catherine, Duchess of Cambridge.

Further support for the registration of Applicant’s mark lies, for example, in the recent publication of
the mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH PRINCESS
ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark, PRINCESS
ANNE, whileit is claimed that such mark does not identify any living individual, the British royal
family doesinclude “ Anne, Princess Royal”. Similarly, the British royal family, for many years,
included “ Princess Elizabeth” as one of its members, as Queen Elizabeth |1 was a princess prior to her
coronation. In the same way, “Catherine, Duchess of Cambridge’ is a member of the British royal
family. In both instances, the mark deemed to be associated with the particular, living individual is
neither the exact nor the adopted name of that individual. As PRINCESS ANNE was approved for
publication and HRH PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be
approved for publication.

Conclusion

As demonstrated, there is no evidence that the Applicant’s mark PRINCESS KATE identifies a
particular living individual .
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Evidence attached documents - which are all part of the refusal response
herein 1) attachment oneis our refusal response 2) The next seven
attachments labeled exhibits 5 through 10 are al samples of what public
perception redly is and what types of things are also included in the goggle
searches examiner is talking about - another words The Duchess of
Cambridge isnot a"Princess’, not named one, and does not call herself one,
and there is no evidence that Applicant's mark identifies a particular living
person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are
proof of Kate being such a popular name. 4) Attachment 11 is proof of
Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our
argument. Labeled exhibit 17 in title.

ADDITIONAL STATEMENTSSECTION

Refusal - Section 2(a): False Connection The Examining Attorney has now
refused registration under Section 2(a) of the Lanham Act, stating that the
applied-for mark consists of or includes matter which may falsely suggest a
connection with Catherine, Duchess of Cambridge. Applicant respectfully
reguests that the Examining Attorney withdraw the refusal because
Applicant's mark does not satisfy the test to determine afalse association. As
the Office Action indicated, for a showing of false connection under
Trademark Act Section 2(a), all factors of the current four-part test to
determine the existence of afalse connection must be satisfied. In re Peter S.
Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB 2009); Inre MC MC Sir.l., 88
USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(e); see also Univ. of
Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77,
217 USPQ 505,508-10 (Fed. Cir. 1983) (providing foundational principles for
the current four-part test determine the existence of afalse connection). Here,
thereis no evidence to support the assertion that Applicant's mark is creating a
false connection with Catherine, the Duchess of Cambridge, and as the mark
does not satisfy the test. Unless one of the prongs clearly fails, courts analyze
each prong individually to discover if the mark fails the close approximation
test. i. The mark sought to be registered is the same as, or aclose
approximation of, the name or identity previously used by another person or
institution. The office action draws a comparison between the public



perception of a connection between the PRINCESS KATE and Kate
Middleton with the public perception of a connection between Jimmy Buffett
and "Margaritaville," asong title for which he is associated with. They argue
that if goods and services using the name Margaritaville can be associated
with Jimmy Buffett, it is even more likely that goods and services under the
name PRINCESS KATE would be associated with Middleton. This argument
relates to the second prong of the four prong test, but the first prong has yet to
be proven. All four prongs must be met to satisfy afalse connection under
section 2(a) of the Trademark Act. When analyzing the first prong, whether or
not public perception ties a product to a specific person isirrelevant. immy
Buffett did not satisfy this prong because of the public perception of a
connection between himself and Margaritaville. He satisfied this prong
because he had attempted to commercially license the mark in the past. The
court concluded that there was "evidence of licensing agreements held by
Jmmy Buffett for the name "J.B.'sMARGARITAVILLE" for arestaurant,
and for the sale of clothing, and various advertisements and depictions of the
clothing bearing the term "MARGARITAVILLE"." Buffett v. Chi-Chi's, Inc.,
226 USPQ 428 (TTAB 1985) Thereis no factual evidence that Kate
Middleton had ever "used” PRINCESS KATE or any similar mark in a
commercial context, and the Office Action admits that Kate Middleton's
official titleis"Duchess of Cambridge". Moreover, whether or not the court in
Buffett would have come to the same conclusion without the direct evidence
of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between a trademark and public
perception, it did not say that a trademark application can fail section 2(a)
based on public perception alone. That would defeat the purpose of the first
prong of the test, which requires a previous use of amark. Again, PRINCESS
KATE isnot aname used by Kate Middleton. Because Middleton never used
PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a " close approximation” of a name or identity used by her. It
is not. Unlike a disparagement motion, which requires the mark be
"reasonably understood as referring to" the identity of the opposing party, a
"close approximation” test "is amore stringent one, requiring a greater degree
of similarity between the two designations." Boston Red Sox Baseball Club
Ltd. P'ship v. Sherman, 88 U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other
words, a standard higher than whether or not a reasonable person would
connect PRINCESS KATE to Kate Middleton must be met. Although
PRINCESS KATE may be reasonably understood as referring to Kate
Middleton, Duchess of Cambridge, it is not a close approximation of her name
because Kate Middleton is not a princess. When analyzing whether or not a
trademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider
whether the public would perceive MOHAWK to be connected to the St.
Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB 2006).
Instead, they used a dictionary to prove that MOHAWK is historically
associated with the Mohawk tribe. The meaning of Princessis not the same as
the meaning of Duchess. Moreover, the other definitions of princess are not
exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity. Even if the dictionary definition of Princessis
sufficient to link Middleton to PRINCESS KATE, Mohawk is still



distinguishable from this action because MOHAWK is a unique part of the
name of the designation for the federally recognized St. Regis Band of
Mohawk Indians of New Y ork. "Princess' and "Kate" are too common to be a
close approximation of Kate Middleton, especially in the way of which the
applicant plans to use the mark. The use of the term "princess" will connote to
consumers that the Applicant's goods are select and of a high quality. The
applied-for mark is merely fanciful due to the fact that it isnot a"coined”
term in the United States, as this country has no royal family. In addition, the
mark PRINCESS KATE isarbitrary in that it is used in connection with
products unrelated to its meaning. Here, the applied-for mark isused in
connection with luxury items and home goods, items not specifically or
exclusively associated with the term "Princess Kate". As aresult, this phrase
is not a descriptive phrase, but a concocted one, deserving of registration. All
factors of the current four-part test to determine the existence of afalse
connection must be satisfied. PRINCESS KATE is not the same as, or aclose
approximation of, the name or identity previously used by Catherine, Duchess
of Cambridge ever herself. Even if the general public associates PRINCESS
KATE with Middleton, the first prong is still not met. ii. The mark would be
recognized as such, in that it points uniquely and unmistakably to that person
or ingtitution. As stated above, the Applicant's mark, PRINCESS KATE, is
not the same or a close approximation of the name of a person or institution.
As such, the Applicant's mark does not point uniquely and unmistakably to
Catherine, Duchess of Cambridge. The Office Action cites several articles
from both Google searches and the Nexus database as evidence that
Catherine, Duchess of Cambridge is well-known throughout the world as
"PRINCESS KATE". Applicant neither acknowledges nor denies the fame of
Catherine, Duchess of Cambridge, but respectfully submits that the articles
and search results referenced in the Office Action are of an unverified nature
and must therefore be deemed immaterial and irrelevant. "Articles
downloaded from the Internet are admissible as evidence of information
available to the general public. However, the weight given to this evidence
must be carefully evaluated, because the source may be unknown.”" TMEP
§710.01(b); SeeInre Total Quality Group Inc., 51 USPQ2d 1474, 1475-76
(TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB
1998). Moreover, one must be careful when evaluating the results of a Google
search. "Search engine results--which provide little context to discern how a
term is actually used on the webpage that can be accessed through the search
result link--may be insufficient to determine the nature of the use of aterm or
the relevance of the search results to registration considerations.” In re Bayer
Aktiengesellschaft, 488 F.3d 960, 967 (Fed. Cir. 2007). The office action
references the number of hits that result when searching the phrase
PRINCESS KATE using the Google search engine. However, many of those
results are false positives. For example, punctuation marks such as colons and
commas appear between the words PRINCESS and KATE in various results,
such as"'What's it like to be a princess, Kate" and "The New Princess. Kate
Middleton's Fashion Evolution." Although the Office Action does provide full
web pages that arose from the Google search, they do not show that Kate
Middleton is publicly perceived at PRINCESS KATE, and although afew
results do refer to Middleton as PRINCESS KATE, they are not frequent
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enough to meet the burden of "unique and unmistakable." The office action's
claim that Kate Middleton's public perception is that of a princessis dubious.
As stated previously, Kate Middleton is not a princess. Additionally, many of
them, if taken as relevant for any reason, favor applicant's mark as the Google
search found the mark PRINCESS KATE but these articles supported the
position and explain that she was never and will not know be known as
PRINCESS KATE. Although the examiner found the words PRINCESS
KATE in asearch query, the content of the captions and articles clearly state
that Catherine is not nor will ever be known as a Princess. Applicant does not
dispute the importance of public perception when analyzing a trademark
request. However, using news articles to decipher whether or not the public
perceives Catherine Middleton as PRINCESS KATE does not yield
conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS
KATE. It cites an article from an ABC News broadcast, claiming that
PRINCESS KATE is Middleton's "handle and she wears it well." Whilethisis
one person's opinion, ABC News also recently aired a segment explaining that
Middleton must curtsey to "blood princesses’ when not in the company of
Prince William. These actual princesses are "the Princess Royal, Princess
Alexandra, and the daughters of the Duke of Y ork, Princesses Beatrice and
Eugenie." Here, ABC re-enforces the notion that Middleton is not a princess
and should not be perceived as such. iii. The person or institution identified in
the mark is not connected with the goods sold or services performed by
applicant under the mark. Applicant does not dispute that Catherine, Duchess
of Cambridge, is not connected with the goods sold by Applicant under the
mark. Applicant does, however, maintain that the mark is not areference to
nor does it have any connection with such person. iv. The fame or reputation
of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant's mark is used
on its goods and/or services. Applicant does not dispute that Catherine,
Duchess of Cambridge, is awell-known figure, stemming from her well-
publicized relationship with Prince William and her subsequent wedding.
However, there is no evidence to support the assertion that a connection with
Catherine would be presumed when Applicant's mark is on the goods. The
Office Action suggested that due to the media coverage of Catherine and
William's lives and the repeated comments about her style and wardrobe, use
of Applicant's mark in connection with makeup, luxury and home goods, and
the like would create an association with Catherine. Applicant respectfully
submits that the evidence submitted in support of this assertion isimmaterial.
As stated above, the Internet articles cited in the Office Action are of an
unreliable and unverifiable nature, and as such, should be given limited
probative value. In addition, while the Duchess of Cambridge is well-known,
there is no evidence of a presumptive connection between Catherine and the
specific goods upon which the Applicant's mark will be used. Simply because
Catherineis believed to have style and good taste does not mean that sheis
publicly perceived to be involved in the industry at all. While this may occur
in the future, it was not the case upon filing of Applicant's application. If
applicant's goods and/or services are of atype that the named person or
ingtitution sells or uses, and the named party is sufficiently famous, then it
may be inferred that purchasers of the goods and/or services would be misled



into making afalse connection of sponsorship, approval, support or the like
with the named party. In re Cotter & Co., 228 USPQ 202 (TTAB 1985); Inre
Nat'l Intelligence Acad., 190 USPQ 570 (TTAB 1976). In Hornby v. TIX
Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite
connection between Twiggy's career as amodel and clothing line designer and
the goods containing the Applicant's mark. The Board determined that as a
result of her long and successful modeling career as well as her other
promotional activities, Twiggy had increased her celebrity to the point that
purchasers of her children's clothing line would assume an association with
her. Here, there is no obvious connection between the Duchess of Cambridge
and the goods listed in the application for registration. The Duchess of
Cambridge does not have her own clothing line, nor does she promote or
advertise for any such product. Again, while a clothing line or some other
association with fashion may be forthcoming for the Duchess of Cambridge,
sheisnot as of yet involved in the industry. She merely wears clothing and
makeup. Therefore, there is no evidence that consumers will presume a
connection when Applicant's mark is affixed to the goods. The applicant does
not dispute that Kate Middleton has attended fashion shows, but nowhere has
examiner shown or proven that Catherine has ever endorsed any particular
style or brand, nor claim that she is connected to the lifestyle branding
businessin any way. Examiner simply tries to show that athird party
recognizing something Catherine has on herself places her in the fashion
business. The examiner simply has not presented any proof that Catherineis
even perceived as endorsing any goods. Although Kate Middleton's clothing
choices are critiqued, this does not necessarily mean that the public expects
her to endorse the kind of clothing she wears. The examiner is making the
argument that everything that Catherine wears or uses (all goods) is perceived
to be directly connected and affiliated with her and she is perceived to be the
source. However, the examiner has not shown any evidence of this. It istrue
that afalse connection can beinferred if an applicant uses amark in away
that misleads the public into thinking the goods and/or services "are of atype
that the named person or institution sells or uses," But, as stated above, Kate
Middleton does not or has ever used the name PRINCESS KATE, nor has she
ever sold anything under that name, and as stated above, she merely wears
clothing and make-up. The applicant's use of the mark will not Spike Lee
applied for a preliminary injunction to stop Viacom from changing the name
of TNN to Spike TV, claiming that a channel named "Spike" TV would cause
the public to perceive that there is afalse connection. Leev. Viacom Inc.,
INDEX110080/2003MTNS, 2003 WL 22319071 (N.Y. Sup. Ct. June 12,
2003). The injunction was granted because L ee was able to provide an expert
witness with "expertise in the evaluation of consumer perception of
advertising marketing and other forms of mass communications' whose
affidavit stated that "if an impartial survey were conducted in New Y ork and
similar urban center cities, a substantial portion of black men and women aged
18-45, and aso a substantial, though smaller, proportion of young white
professionals would infer from Viacom press releases that Spike Lee was
associated with Spike TV. | believe that irreverent, hip, aggressive and brash
are words which will associate Spike Lee with Spike TV." Here, the court did
not grant the injunction because Spike Lee is afamous entertainer whose



name just happens to be the same as Spike TV. The court granted the
injunction because Viacom's press rel ease allegedly creates connotations
between Lee's aggressive personality and the channel's new format. 1d, at 4.
Moreover, the holding focuses on the use of "spike" in the film and television
industry, of which Spike Leeisa part of. Although Kate Middleton has been
to fashion shows, sheis not a part of the fashion industry. The applicant
wishesto use PRINCESS KATE in afield unrelated to the Duchess of
Cambridge using a definition of "princess’ that connotes elegance and class,
as stated above. It is also important to know that although an injunction was
granted, the court was never ableto decide if Spike Lee could receive a
judgment because the case was settled; therefore, it is unknown if the amount
of evidence Lee accrued was sufficient to prove a false connection. Also, the
applicant does not dispute the office action's claim that Kate Middleton's fame
is not temporary. However, unlike Twiggy, sheis not involved in the fashion
industry, and there is no evidence that the public would perceive such a
connection because she does not endorse any products. Conclusion As
demonstrated above, there is no evidence that the public will assume
Applicant's goods bearing the mark PRINCESS KATE have a connection
with the Duchess of Cambridge, Catherine. Refusal - Section 2(c): Particular
Living Individual The Examining Attorney refused registration on an
additional ground that the Applicant's mark consists of or includes a name,
portrait, or signature identifying a particular living individual whose written
consent to register the mark is not of record. Trademark Act Section 2(c), 15
U.S.C. 81052(c); TMEP §1206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174
(TTAB 2010). Applicant respectfully requests that the Examining Attorney
withdraw the refusal because the Applicant's mark does not identify a
particular living individual. For a Section 2(c) refusal, aname in amark
identifies a particular living individua if the person bearing the name will be
associated with the mark as used on the goods or services because he or she
(1) is"so well-known that the public would reasonably assume a connection”
or (2) is"publicly connected with the business in which the mark is being
used." In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see dso
Krause v. Krause Publ'ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In
re Sauer, 27 USPQ2d 1073, 1075 (TTAB 1994). Based on the evidence
presented above regarding fal se connection, the Duchess of Cambridgeisa
well- known figure, but consumers would not reasonably assume a connection
between her and the goods at issue. In addition, as stated above, the Duchess
of Cambridge was, at the time of the application’s filing, not publicly
connected with the business of clothing, makeup, home goods and the like.
Sheisbelieved to have style and good taste as a result of her celebrity status,
but does not have any association with the industry in which Applicant's mark
isused. As aresult, the mark PRINCESS KATE does not identify any
particular living individual. Cases cited by the Office Action with respect to
this ground for refusal can be distinguished from the matter at hand. First, the
Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA
PAJAMAS, and BARACK'S JOCKS DRESS TO THE LEFT were barred
because they created a direct association with President Obama. The name
"Barack Obama" is not acommon name, neither individually nor as one term.
Here, the name "Kate" is significantly popular, listed as #93 on the babycenter



list of 100 most popular baby names of 2011 and #209 on the Social Security
Association's list of popular baby namesin 2010. While the existence of
others with the same name does not alter the requirement for awritten
consent, See Inre Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48
(TTAB 1975), Kate is generally a very popular name. In addition,
"PRINCESS KATE" is not her given or adopted name, thus the use of the
name "Kate" in the mark does not automatically draw an association to
Catherine, Duchess of Cambridge. In fact, the point has been made - over and
over - that Catherineisnot a princess. The Board in In re Sauer, 27 USPQ2d
1073, 1074-75 (TTAB 1993) held that the registration of a mark containing
the term BO, used in connection with a sports ball, was barred because the
ball was associated with awell-known athlete by the name Bo. The
connection between Bo Jackson, the world-famous athlete, and the ball was
specific and well-established. Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the
ball itself was shaped like afootball but contained baseball stitches. Asa
result, Bo Jackson's use of aball throughout his career created a connection
with the mark BO in referencing the ball. Here, Catherine is a Duchess of
Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not
inherently connected with her position and thus will not create an association.
Finally, the Board in In re Steak & Ale cited above affirmed arefusal of the
mark PRINCE CHARLES before the wording identifies a particular well-
known living individual whose consent was not of record. In that case, Prince
Charlesisthe actual name of the living person. Here, PRINCESS KATE is
neither the official nor adopted name of Catherine, Duchess of Cambridge.
Further support for the registration of Applicant's mark lies, for example, in
the recent publication of the mark PRINCESS ANNE, in connection with
candy, as well as the registration of HRH PRINCESS ELIZABETH, in
connection with perfume, skin cream, skin lotion and toners. For the mark,
PRINCESS ANNE, whileit is claimed that such mark does not identify any
living individual, the British royal family doesinclude "Anne, Princess
Roya". Similarly, the British royal family, for many years, included "Princess
Elizabeth" as one of its members, as Queen Elizabeth |1 was a princess prior
to her coronation. In the same way, " Catherine, Duchess of Cambridge" isa
member of the British royal family. In both instances, the mark deemed to be
associated with the particular, living individual is neither the exact nor the
adopted name of that individual. As PRINCESS ANNE was approved for
publication and HRH PRINCESS ELIZABETH was registered, so too should
PRINCESS KATE be approved for publication. Conclusion As demonstrated,
there is no evidence that the Applicant's mark PRINCESS KATE identifiesa
particular living individual. * Any Exhibits submitted in support of this
response are hereby incorporated herein by this reference Exhibits attached to
our response herein are: Evidence attached documents - which are all part of
the refusal response herein 1) attachment oneis our refusal response 2) The
next seven attachments labeled exhibits 5 through 10 are all samples of what
public perception really is and what types of things are also included in the
goggle searches examiner is talking about - another words The Duchess of
Cambridge is not a"Princess’, not named one, and does not call herself one,
and there is no evidence that Applicant's mark identifies a particular living



person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are
proof of Kate being such a popular name. 4) Attachment 11 is proof of
Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our
argument. Labeled exhibit 17 in title.
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The Examining Attorney has now refused registration under Section 2(a) of the Lanham Act, stating that
the applied-for mark consists of or includes matter which may falsely suggest a connection with Catherine,
Duchess of Cambridge. Applicant respectfully requests that the Examining Attorney withdraw the refusal
because Applicant’s mark does not satisfy the test to determine a false association.

Asthe Office Action indicated, for a showing of false connection under Trademark Act Section 2(a), all
factorsof the current four-part test to deter mine the existence of a false

connection must be satisfied. inre Peter S Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB
2009); InreMC MC Srr.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP §1203.03(€e); see also Univ. of
Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505,508-10
(Fed. Cir. 1983) (providing foundational principles for the current four-part test determine the existence of
afalse connection). Here, there is no evidence to support the assertion that Applicant’s mark is creating a
false connection with Catherine, the Duchess of Cambridge, and as the mark does not satisfy the test.

Unless one of the prongs clearly fails, courts analyze each prong individually to discover if the mark fails
the close approximation test.

i. The mark sought to be registered is the same as, or a close approximation of, the name or identity
previously used by another person or institution.

The office action draws a comparison between the public perception of a connection between the
PRINCESS KATE and Kate Middleton with the public perception of a connection between Jimmy Buffett
and “Margaritaville,” asong title for which he is associated with. They argue that if goods and services
using the name Margaritaville can be associated with Jimmy Buffett, it is even more likely that goods and
services under the name PRINCESS KATE would be associated with Middleton. This argument relates to
the second prong of the four prong test, but the first prong has yet to be proven. All four prongs must be
met to satisfy afalse connection under section 2(a) of the Trademark Act.

When analyzing the first prong, whether or not public perception ties a product to a specific personis
irrelevant. Jimmy Buffett did not satisfy this prong because of the public perception of a connection
between himself and Margaritaville. He satisfied this prong because he had attempted to commercialy
license the mark in the past. The court concluded that there was “ evidence of licensing agreements held
by Jmmy Buffett for the name "J.B.'s MARGARITAVILLE" for arestaurant, and for the sale of clothing,
and various advertisements and depictions of the clothing bearing the term "MARGARITAVILLE".”
Buffett v. Chi-Chi’s, Inc. , 226 USPQ 428 (TTAB 1985)

There is no factual evidence that Kate Middleton had ever “used” PRINCESS KATE or any similar mark
inacommercia context, and the Office Action admits that Kate Middleton’ s official titleis“ Duchess of
Cambridge”. Moreover, whether or not the court in Buffett would have come to the same conclusion
without the direct evidence of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between a trademark and public perception, it did not say that a
trademark application can fail section 2(a) based on public perception alone. That would defeat the
purpose of the first prong of the test, which requires a previous use of amark. Again, PRINCESS KATE is
not a name used by Kate Middleton.

Because Middleton never used PRINCESS KATE, in order to satisfy the first prong of the test, the mark
would need to be a “close approximation” of a name or identity used by her. It isnot. Unlike a
disparagement motion, which requires the mark be "reasonably understood as referring to" the identity of
the opposing party, a“close approximation” test “is a more stringent one, requiring a greater degree of
similarity between the two designations.” Boston Red Sox Baseball Club Ltd. P'ship v. Sherman, 838
U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than whether or not a reasonable
person would connect PRINCESS KATE to Kate Middleton must be met. Although PRINCESS KATE
may be reasonably understood as referring to Kate Middleton, Duchess of Cambridge, it is not a close
approximation of her name because Kate Middleton is not a princess.

When analyzing whether or not atrademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider whether the public would perceive
MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB

2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with the Mohawk
tribe. The meaning of Princessis not the same as the meaning of Duchess. Moreover, the other definitions



of princess are not exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity.

Even if the dictionary definition of Princessis sufficient to link Middleton to PRINCESS KATE, Mohawk
is still distinguishable from this action because MOHAWK is a unique part of the name of the designation
for the federally recognized St. Regis Band of Mohawk Indians of New Y ork. “Princess” and “Kate” are
too common to be a close approximation of Kate Middleton, especialy in the way of which the applicant
plans to use the mark. The use of the term “princess’” will connote to consumers that the Applicant’s
goods are select and of a high quality. The applied-for mark is merely fanciful due to the fact that it is not
a“coined” term in the United States, as this country has no royal family. In addition, the mark
PRINCESS KATE isarbitrary in that it is used in connection with products unrelated to its meaning. Here,
the applied-for mark is used in connection with luxury items and home goods, items not specifically or
exclusively associated with the term “Princess Kate”. As aresult, this phrase is not a descriptive phrase,
but a concocted one, deserving of registration.

All factors of the current four-part test to determine the existence of a false connection must be
satisfied. PRINCESS KATE is not the same as, or a close approximation of, the name or identity
previously used by Catherine, Duchess of Cambridge ever her self.

Even if the general public associates PRINCESS KATE with Middleton, thefirst prong isstill not
met.

ii. The mark would be recognized as such, in that it points uniquely and unmistakably to that
person or institution.

As stated above, the Applicant’s mark, PRINCESS KATE, is not the same or a close approximation of
the name of a person or institution. As such, the Applicant’s mark does not point uniquely and
unmistakably to Catherine, Duchess of Cambridge.

The Office Action cites severa articles from both Google searches and the Nexus database as evidence
that Catherine, Duchess of Cambridge is well-known throughout the world as “PRINCESS KATE”.
Applicant neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but respectfully
submits that the articles and search results referenced in the Office Action are of an unverified nature and
must therefore be deemed immaterial and irrelevant.

“Articles downloaded from the Internet are admissible as evidence of information available to the general
public. However, the weight given to this evidence must be carefully evaluated, because the source may
be unknown.” TMEP §710.01(b); SeeInre Total Quality Group Inc., 51 USPQ2d 1474, 1475-76 (TTAB
1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71 (TTAB 1998). Moreover, one must be
careful when evaluating the results of a Google search. * Search engine results--which provide little
context to discern how aterm is actually used on the webpage that can be accessed through the search
result link--may be insufficient to determine the nature of the use of aterm or the relevance of the search
resultsto registration considerations.” In re Bayer Aktiengesellschaft, 488 F.3d 960, 967 (Fed. Cir. 2007).
The office action references the number of hits that result when searching the phrase PRINCESS KATE
using the Google search engine. However, many of those results are false positives. For example,
punctuation marks such as colons and commas appear between the words PRINCESS and KATE in
various results, such as“'What's it like to be a princess, Kate” and “ The New Princess: Kate Middleton's
Fashion Evolution.” Although the Office Action does provide full web pages that arose from the Google
search, they do not show that Kate Middleton is publicly perceived at PRINCESS KATE, and athough a
few results do refer to Middleton as PRINCESS KATE, they are not frequent enough to meet the burden
of “unique and unmistakable.”

The office action’s claim that Kate Middleton’s public perception is that of a princessis dubious. As
stated previously, Kate Middleton is not a princess. Additionally, many of them, if taken as relevant for
any reason, favor applicant’s mark as the Google search found the mark PRINCESS KATE but these
articles supported the position and explain that she was never and will not know be known as PRINCESS
KATE. Although the examiner found the words PRINCESS KATE in a search query, the content of the
captions and articles clearly state that Catherine is not nor will ever be known as a Princess.



Applicant does not dispute the importance of public perception when analyzing a trademark request.
However, using news articles to decipher whether or not the public perceives Catherine Middleton as
PRINCESS KATE does not yield conclusive results. The Office Action infers that the American media
acknowledges that Kate Middleton is commonly referred to as PRINCESS KATE. It cites an article from
an ABC News broadcast, claiming that PRINCESS KATE is Middleton’s “ handle and she wears it well.”
While thisis one person’s opinion, ABC News aso recently aired a segment explaining that Middleton
must curtsey to “blood princesses’ when not in the company of Prince William. These actual princesses
are “the Princess Royal, Princess Alexandra, and the daughters of the Duke of Y ork, Princesses Beatrice
and Eugenie.” Here, ABC re-enforces the notion that Middleton is not a princess and should not be
perceived as such.

iii. The person or institution identified in the mark is not connected with the goods sold or services
performed by applicant under the mark.

Applicant does not dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold by
Applicant under the mark. Applicant does, however, maintain that the mark is not a reference to nor does
it have any connection with such person.

iv. The fame or reputation of the named person or institution is of such a nature that a connection with
such person or institution would be presumed when applicant’s mark is used on its goods and/or services.

Applicant does not dispute that Catherine, Duchess of Cambridge, is awell-known figure, stemming from
her well-publicized relationship with Prince William and her subsequent wedding. However, thereis no
evidence to support the assertion that a connection with Catherine would be presumed when Applicant’s
mark is on the goods. The Office Action suggested that due to the media coverage of Catherine and
William’ s lives and the repeated comments about her style and wardrobe, use of Applicant’s mark in
connection with makeup, luxury and home goods, and the like would create an association with Catherine.
Applicant respectfully submits that the evidence submitted in support of this assertion isimmaterial.

As stated above, the Internet articles cited in the Office Action are of an unreliable and unverifiable
nature, and as such, should be given limited probative value. In addition, while the Duchess of Cambridge
iswell-known, there is no evidence of a presumptive connection between Catherine and the specific goods
upon which the Applicant’s mark will be used. Simply because Catherine is believed to have style and
good taste does not mean that she is publicly perceived to be involved in theindustry at all. While this
may occur in the future, it was not the case upon filing of Applicant’s application.

If applicant’ s goods and/or services are of a type that the named person or institution sells or uses, and
the named party is sufficiently famous, then it may be inferred that purchasers of the goods and/or
services would be misled into making a fal se connection of sponsorship, approval, support or the like with
the named party. Inre Cotter & Co., 228 USPQ 202 (TTAB 1985); Inre Nat’| Intelligence Acad., 190
USPQ 570 (TTAB 1976).

In Hornby v. TIX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite connection
between Twiggy’s career as amodel and clothing line designer and the goods containing the Applicant’s
mark. The Board determined that as aresult of her long and successful modeling career aswell as her
other promotional activities, Twiggy had increased her celebrity to the point that purchasers of her
children’s clothing line would assume an association with her. Here, there is no obvious connection
between the Duchess of Cambridge and the goods listed in the application for registration. The Duchess of
Cambridge does not have her own clothing line, nor does she promote or advertise for any such product.
Again, while a clothing line or some other association with fashion may be forthcoming for the Duchess of
Cambridge, sheisnot as of yet involved in the industry. She merely wears clothing and makeup.
Therefore, there is no evidence that consumers will presume a connection when Applicant’s mark is
affixed to the goods.

The applicant does not dispute that Kate Middleton has attended fashion shows, but nowhere has examiner
shown or proven that Catherine has ever endorsed any particular style or brand, nor claim that sheis
connected to the lifestyle branding business in any way. Examiner smply tries to show that athird party
recognizing something Catherine has on herself places her in the fashion business. The examiner simply



has not presented any proof that Catherine is even perceived as endorsing any goods. Although Kate
Middleton’ s clothing choices are critiqued, this does not necessarily mean that the public expects her to
endorse the kind of clothing she wears. The examiner is making the argument that everything that
Catherine wears or uses (al goods) is perceived to be directly connected and affiliated with her and sheis
perceived to be the source. However, the examiner has not shown any evidence of this.

It istrue that afalse connection can be inferred if an applicant uses amark in away that misleads the
public into thinking the goods and/or services “are of atype that the named person or institution sells or
uses,” But, as stated above, Kate Middleton does not or has ever used the name PRINCESS KATE, nor
has she ever sold anything under that name, and as stated above, she merely wears clothing and make-up.
The applicant’ s use of the mark will not Spike Lee applied for a preliminary injunction to stop Viacom
from changing the name of TNN to Spike TV, claiming that a channel named “ Spike” TV would cause
the public to perceive that there is afalse connection. Lee v. Viacom Inc., INDEX110080/2003MTNS,
2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was granted because L ee was able to
provide an expert witness with “expertise in the evaluation of consumer perception of advertising
marketing and other forms of mass communications’” whose affidavit stated that “if an impartial survey
were conducted in New Y ork and similar urban center cities, a substantial portion of black men and
women aged 18-45, and also a substantial, though smaller, proportion of young white professionals would
infer from Viacom press releases that Spike Lee was associated with Spike TV. | believe that irreverent,
hip, aggressive and brash are words which will associate Spike Lee with Spike TV.” Here, the court did
not grant the injunction because Spike Lee is a famous entertainer whose name just happens to be the
same as Spike TV. The court granted the injunction because Viacom's press release allegedly creates
connotations between Lee' s aggressive personality and the channel’ s new format. 1d, at 4. Moreover, the
holding focuses on the use of “spike” in the film and television industry, of which Spike Leeisapart of.
Although Kate Middleton has been to fashion shows, sheis not a part of the fashion industry. The
applicant wishesto use PRINCESS KATE in afield unrelated to the Duchess of Cambridge using a
definition of “princess’ that connotes el egance and class, as stated above. It is also important to know that
although an injunction was granted, the court was never ableto decide if Spike Lee could receive a
judgment because the case was settled; therefore, it is unknown if the amount of evidence Lee accrued was
sufficient to prove afalse connection.

Also, the applicant does not dispute the office action’s claim that Kate Middleton’s fame is not
temporary. However, unlike Twiggy, sheis not involved in the fashion industry, and there is no evidence
that the public would perceive such a connection because she does not endorse any products.

Conclusion

As demonstrated above, there is no evidence that the public will assume Applicant’s goods bearing the
mark PRINCESS KATE have a connection with the Duchess of Cambridge, Catherine.

Refusal — Section 2(c): Particular Living Individual

The Examining Attorney refused registration on an additional ground that the Applicant’s mark consists
of or includes a name, portrait, or signature identifying a particular living individual whose written
consent to register the mark isnot of record. Trademark Act Section 2(c), 15 U.S.C. 81052(c); TMEP
§1206; see, e.g., Inre Hoefflin, 97 U.S.P.Q.2d 1174 (TTAB 2010). Applicant respectfully requests that
the Examining Attorney withdraw the refusal because the Applicant’s mark does not identify a particular
living individual.

For a Section 2(c) refusal, aname in amark identifies a particular living individual if the person bearing
the name will be associated with the mark as used on the goods or services because he or she (1) is“so
well-known that the public would reasonably assume a connection” or (2) is*“publicly connected with the
business in which the mark isbeing used.” Inre Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see
also Krausev. Krause Publ’'ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer, 27 USPQ2d
1073, 1075 (TTAB 1994). Based on the evidence presented above regarding false connection, the Duchess
of Cambridge isawell- known figure, but consumers would not reasonably assume a connection between
her and the goods at issue. In addition, as stated above, the Duchess of Cambridge was, at the time of the
application’sfiling, not publicly connected with the business of clothing, makeup, home goods and the
like. Sheisbelieved to have style and good taste as aresult of her celebrity status, but does not have any



association with the industry in which Applicant’'smark isused. Asaresult, the mark PRINCESS
KATE does not identify any particular living individual.

Cases cited by the Office Action with respect to this ground for refusal can be distinguished from the
matter at hand. First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010), held that
registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS, and BARACK’S JOCKS
DRESS TO THE LEFT were barred because they created a direct association with President Obama. The
name “Barack Obama’ is not acommon name, neither individually nor asoneterm. Here, the name
“Kate” issignificantly popular, listed as #93 on the babycenter list of 100 most popular baby names of
2011 and #209 on the Social Security Association’slist of popular baby namesin 2010. While the
existence of others with the same name does not alter the requirement for awritten consent, Seelnre
Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate is generally avery popular
name. In addition, “PRINCESS KATE” is not her given or adopted name, thus the use of the name
“Kate’ in the mark does not automatically draw an association to Catherine, Duchess of Cambridge. In
fact, the point has been made — over and over — that Catherine is not a princess.

The Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was associated
with awell-known athlete by the name Bo. The connection between Bo Jackson, the world-famous
athlete, and the ball was specific and well-established. Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the ball itself was shaped like a
football but contained baseball stitches. Asaresult, Bo Jackson’s use of a ball throughout his career
created a connection with the mark BO in referencing the ball. Here, Catherine is a Duchess of
Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected with
her position and thus will not create an association.

Finally, the Board in In re Steak & Ale cited above affirmed arefusal of the mark PRINCE CHARLES
before the wording identifies a particular well-known living individual whose consent was not of record.
In that case, Prince Charlesisthe actual name of the living person. Here, PRINCESS KATE is neither the
official nor adopted name of Catherine, Duchess of Cambridge.

Further support for the registration of Applicant’s mark lies, for example, in the recent publication of the
mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH PRINCESS
ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark, PRINCESS
ANNE, whileit is claimed that such mark does not identify any living individual, the British royal family
doesinclude “Anne, Princess Roya”. Similarly, the British royal family, for many years, included
“Princess Elizabeth” as one of its members, as Queen Elizabeth Il was a princess prior to her coronation.
In the same way, “Catherine, Duchess of Cambridge”’ is a member of the British royal family. In both
instances, the mark deemed to be associated with the particular, living individua is neither the exact nor
the adopted name of that individual. As PRINCESS ANNE was approved for publication and HRH
PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be approved for publication.

Conclusion

As demonstrated, there is no evidence that the Applicant’s mark PRINCESS KATE identifiesa
particular living individual.

* Any Exhibits submitted in support of this response are hereby incorporated herein by this reference

EVIDENCE

Evidence in the nature of Evidence attached documents - which are all part of the refusal response herein
1) attachment oneis our refusal response 2) The next seven attachments labeled exhibits 5 through 10 are
all samples of what public perception really is and what types of things are also included in the goggle
searches examiner is talking about - another words The Duchess of Cambridge is not a " Princess’, not
named one, and does not call herself one, and there is no evidence that Applicant's mark identifies a
particular living person. 3) Attachments 9 and 10 which are labeled exhibits 14 and 15 are proof of Kate



being such a popular name. 4) Attachment 11 is proof of Princess Anne Mark as described in our
argument. Labeled exhibit 16 in title. 5) Attachment 12 is proof of Princess Elizabeth Mark as described in
our argument. Labeled exhibit 17 in title. has been attached.
Original PDF file:

evi_655119067-133324795 . Princess Kate Response 3 12 6 12 revise 1.pdf
Converted PDF file(s) (7 pages)
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Evidence-2

Evidence-3

Evidence-4
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Evidence-6

Evidence-7
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Original PDF file:
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Original PDF file:
evi_655119067-133324795 . Princess Kate - Exhibit 16.pdf
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Evidence-1
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ADDITIONAL STATEMENTS

Miscellaneous Statement

Refusal - Section 2(a): False Connection The Examining Attorney has now refused registration under
Section 2(a) of the Lanham Act, stating that the applied-for mark consists of or includes matter which may
falsely suggest a connection with Catherine, Duchess of Cambridge. Applicant respectfully requests that
the Examining Attorney withdraw the refusal because Applicant's mark does not satisfy the test to
determine afalse association. As the Office Action indicated, for a showing of false connection under
Trademark Act Section 2(a), all factors of the current four-part test to determine the existence of afase
connection must be satisfied. In re Peter S. Herrick, P.A., 91 USPQ2d 1505, 1507 (TTAB 2009); Inre MC
MC Sr.l., 88 USPQ2d 1378, 1379 (TTAB 2008); TMEP 8§1203.03(€); see aso Univ. of Notre Dame du
Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505,508-10 (Fed. Cir. 1983)
(providing foundational principles for the current four-part test determine the existence of afalse
connection). Here, there is no evidence to support the assertion that Applicant's mark is creating afalse
connection with Catherine, the Duchess of Cambridge, and as the mark does not satisfy the test. Unless
one of the prongs clearly fails, courts analyze each prong individually to discover if the mark fails the
close approximation test. i. The mark sought to be registered is the same as, or a close approximation of,
the name or identity previously used by another person or institution. The office action draws a
comparison between the public perception of a connection between the PRINCESS KATE and Kate
Middleton with the public perception of a connection between Jimmy Buffett and "Margaritaville," a song
title for which heis associated with. They argue that if goods and services using the name Margaritaville
can be associated with Jimmy Buffett, it is even more likely that goods and services under the name
PRINCESS KATE would be associated with Middleton. This argument relates to the second prong of the
four prong test, but the first prong has yet to be proven. All four prongs must be met to satisfy afalse
connection under section 2(a) of the Trademark Act. When analyzing the first prong, whether or not public
perception ties a product to a specific person isirrelevant. JJmmy Buffett did not satisfy this prong because
of the public perception of a connection between himself and Margaritaville. He satisfied this prong
because he had attempted to commercially license the mark in the past. The court concluded that there was



"evidence of licensing agreements held by Jimmy Buffett for the name "J.B.'sMARGARITAVILLE" for
arestaurant, and for the sale of clothing, and various advertisements and depictions of the clothing bearing
theterm "MARGARITAVILLE"." Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985) Thereisno
factual evidence that Kate Middleton had ever "used" PRINCESS KATE or any similar mark in a
commercial context, and the Office Action admits that Kate Middleton's official titleis"Duchess of
Cambridge". Moreover, whether or not the court in Buffett would have come to the same conclusion
without the direct evidence of previous commercial licensing would be pure speculation. Although the
court acknowledged the relationship between atrademark and public perception, it did not say that a
trademark application can fail section 2(a) based on public perception alone. That would defeat the
purpose of the first prong of the test, which requires a previous use of amark. Again, PRINCESS KATE is
not a name used by Kate Middleton. Because Middleton never used PRINCESS KATE, in order to satisfy
thefirst prong of the test, the mark would need to be a"close approximation™ of a name or identity used
by her. It is not. Unlike a disparagement motion, which requires the mark be "reasonably understood as
referring to" the identity of the opposing party, a"close approximation” test "is a more stringent one,
requiring a greater degree of similarity between the two designations.” Boston Red Sox Baseball Club Ltd.
P'ship v. Sherman, 88 U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than
whether or not a reasonable person would connect PRINCESS KATE to Kate Middleton must be met.
Although PRINCESS KATE may be reasonably understood as referring to Kate Middleton, Duchess of
Cambridge, it is not a close approximation of her name because Kate Middleton is not a princess. When
analyzing whether or not a trademark is the same or a close approximation, courts also look into the
meaning of the words within the mark. Here, the court did not consider whether the public would perceive
MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654, 1658-59, (TTAB
2006). Instead, they used a dictionary to prove that MOHAWK is historically associated with the Mohawk
tribe. The meaning of Princessis not the same as the meaning of Duchess. Moreover, the other definitions
of princess are not exclusive enough to point directly to Middleton, nor do they connote a close
approximation of her identity. Even if the dictionary definition of Princessis sufficient to link Middleton
to PRINCESS KATE, Mohawk is still distinguishable from this action because MOHAWK isaunique
part of the name of the designation for the federally recognized St. Regis Band of Mohawk Indians of
New York. "Princess' and "Kate" are too common to be a close approximation of Kate Middleton,
especialy in the way of which the applicant plans to use the mark. The use of the term "princess" will
connote to consumers that the Applicant's goods are select and of a high quality. The applied-for mark is
merely fanciful due to the fact that it is not a"coined" term in the United States, as this country has no
royal family. In addition, the mark PRINCESS KATE isarbitrary in that it is used in connection with
products unrelated to its meaning. Here, the applied-for mark is used in connection with luxury items and
home goods, items not specifically or exclusively associated with the term "Princess Kate". As aresullt,
this phrase is not a descriptive phrase, but a concocted one, deserving of registration. All factors of the
current four-part test to determine the existence of afalse connection must be satisfied. PRINCESS KATE
is not the same as, or a close approximation of, the name or identity previously used by Catherine,
Duchess of Cambridge ever herself. Even if the general public associates PRINCESS KATE with
Middleton, the first prong is still not met. ii. The mark would be recognized as such, in that it points
uniquely and unmistakably to that person or institution. As stated above, the Applicant's mark, PRINCESS
KATE, is not the same or a close approximation of the name of a person or institution. As such, the
Applicant's mark does not point uniquely and unmistakably to Catherine, Duchess of Cambridge. The
Office Action cites several articles from both Google searches and the Nexus database as evidence that
Catherine, Duchess of Cambridge is well-known throughout the world as "PRINCESS KATE". Applicant
neither acknowledges nor denies the fame of Catherine, Duchess of Cambridge, but respectfully submits
that the articles and search results referenced in the Office Action are of an unverified nature and must
therefore be deemed immaterial and irrelevant. "Articles downloaded from the Internet are admissible as
evidence of information available to the general public. However, the weight given to this evidence must
be carefully evaluated, because the source may be unknown.”" TMEP 8710.01(b); See Inre Total Quality



Group Inc., 51 USPQ2d 1474, 1475-76 (TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-
71 (TTAB 1998). Moreover, one must be careful when evaluating the results of a Google search. " Search
engine results--which provide little context to discern how aterm is actually used on the webpage that can
be accessed through the search result link--may be insufficient to determine the nature of the use of aterm
or the relevance of the search resultsto registration considerations.” In re Bayer Aktiengesellschaft, 488
F.3d 960, 967 (Fed. Cir. 2007). The office action references the number of hits that result when searching
the phrase PRINCESS KATE using the Google search engine. However, many of those results are false
positives. For example, punctuation marks such as colons and commas appear between the words
PRINCESS and KATE in various results, such as ""What's it like to be a princess, Kate" and "The New
Princess. Kate Middleton's Fashion Evolution.” Although the Office Action does provide full web pages
that arose from the Google search, they do not show that Kate Middleton is publicly perceived at
PRINCESS KATE, and although afew results do refer to Middleton as PRINCESS KATE, they are not
frequent enough to meet the burden of "unique and unmistakable." The office action's claim that Kate
Middleton's public perception is that of aprincessis dubious. As stated previously, Kate Middleton is not
aprincess. Additionally, many of them, if taken as relevant for any reason, favor applicant's mark as the
Google search found the mark PRINCESS KATE but these articles supported the position and explain that
she was never and will not know be known as PRINCESS KATE. Although the examiner found the words
PRINCESS KATE in asearch query, the content of the captions and articles clearly state that Catherineis
not nor will ever be known as a Princess. Applicant does not dispute the importance of public perception
when analyzing a trademark request. However, using news articles to decipher whether or not the public
perceives Catherine Middleton as PRINCESS KATE does not yield conclusive results. The Office Action
infers that the American media acknowledges that Kate Middleton is commonly referred to as PRINCESS
KATE. It cites an article from an ABC News broadcast, claiming that PRINCESS KATE is Middleton's
"handle and she wears it well." While thisis one person's opinion, ABC News aso recently aired a
segment explaining that Middleton must curtsey to "blood princesses’ when not in the company of Prince
William. These actual princesses are "the Princess Royal, Princess Alexandra, and the daughters of the
Duke of York, Princesses Beatrice and Eugenie." Here, ABC re-enforces the notion that Middleton is not a
princess and should not be perceived as such. iii. The person or institution identified in the mark is not
connected with the goods sold or services performed by applicant under the mark. Applicant does not
dispute that Catherine, Duchess of Cambridge, is not connected with the goods sold by Applicant under
the mark. Applicant does, however, maintain that the mark is not a reference to nor doesit have any
connection with such person. iv. The fame or reputation of the named person or institution is of such a
nature that a connection with such person or institution would be presumed when applicant's mark is used
on its goods and/or services. Applicant does not dispute that Catherine, Duchess of Cambridge, is awell-
known figure, stemming from her well-publicized relationship with Prince William and her subsequent
wedding. However, there is no evidence to support the assertion that a connection with Catherine would
be presumed when Applicant's mark is on the goods. The Office Action suggested that due to the media
coverage of Catherine and William's lives and the repeated comments about her style and wardrobe, use of
Applicant's mark in connection with makeup, luxury and home goods, and the like would create an
association with Catherine. Applicant respectfully submits that the evidence submitted in support of this
assertion isimmaterial. As stated above, the Internet articles cited in the Office Action are of an unreliable
and unverifiable nature, and as such, should be given limited probative value. In addition, while the
Duchess of Cambridge is well-known, there is no evidence of a presumptive connection between
Catherine and the specific goods upon which the Applicant's mark will be used. Simply because Catherine
is believed to have style and good taste does not mean that sheis publicly perceived to be involved in the
industry at all. While this may occur in the future, it was not the case upon filing of Applicant's
application. If applicant's goods and/or services are of atype that the named person or institution sells or
uses, and the named party is sufficiently famous, then it may be inferred that purchasers of the goods
and/or services would be misled into making a fal se connection of sponsorship, approval, support or the



like with the named party. In re Cotter & Co., 228 USPQ 202 (TTAB 1985); Inre Nat'l Intelligence Acad.,
190 USPQ 570 (TTAB 1976). In Hornby v. TIX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the
Board found a definite connection between Twiggy's career as amodel and clothing line designer and the
goods containing the Applicant's mark. The Board determined that as a result of her long and successful
modeling career as well as her other promotional activities, Twiggy had increased her celebrity to the
point that purchasers of her children's clothing line would assume an association with her. Here, thereis
no obvious connection between the Duchess of Cambridge and the goods listed in the application for
registration. The Duchess of Cambridge does not have her own clothing line, nor does she promote or
advertise for any such product. Again, while a clothing line or some other association with fashion may be
forthcoming for the Duchess of Cambridge, sheisnot as of yet involved in the industry. She merely wears
clothing and makeup. Therefore, there is no evidence that consumers will presume a connection when
Applicant's mark is affixed to the goods. The applicant does not dispute that Kate Middleton has attended
fashion shows, but nowhere has examiner shown or proven that Catherine has ever endorsed any particular
style or brand, nor claim that she is connected to the lifestyle branding business in any way. Examiner
simply triesto show that athird party recognizing something Catherine has on herself places her in the
fashion business. The examiner smply has not presented any proof that Catherine is even perceived as
endorsing any goods. Although Kate Middleton's clothing choices are critiqued, this does not necessarily
mean that the public expects her to endorse the kind of clothing she wears. The examiner is making the
argument that everything that Catherine wears or uses (all goods) is perceived to be directly connected and
affiliated with her and she is perceived to be the source. However, the examiner has not shown any
evidence of this. It istrue that a false connection can be inferred if an applicant uses amark in away that
misleads the public into thinking the goods and/or services "are of atype that the named person or
institution sells or uses,” But, as stated above, Kate Middleton does not or has ever used the name
PRINCESS KATE, nor has she ever sold anything under that name, and as stated above, she merely wears
clothing and make-up. The applicant's use of the mark will not Spike Lee applied for a preliminary
injunction to stop Viacom from changing the name of TNN to Spike TV, claiming that a channel named
"Spike" TV would cause the public to perceive that thereis afalse connection. Lee v. Viacom Inc.,
INDEX110080/2003MTNS, 2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction was
granted because L ee was able to provide an expert witness with "expertise in the evaluation of consumer
perception of advertising marketing and other forms of mass communications' whose affidavit stated that
"if an impartial survey were conducted in New Y ork and similar urban center cities, a substantial portion
of black men and women aged 18-45, and also a substantial, though smaller, proportion of young white
professionals would infer from Viacom press releases that Spike L ee was associated with Spike TV. |
believe that irreverent, hip, aggressive and brash are words which will associate Spike Lee with Spike
TV." Here, the court did not grant the injunction because Spike L ee is afamous entertainer whose name
just happens to be the same as Spike TV. The court granted the injunction because Viacom's press release
allegedly creates connotations between Lee's aggressive personality and the channel's new format. Id, at 4.
Moreover, the holding focuses on the use of "spike" in the film and television industry, of which Spike
Leeisapart of. Although Kate Middleton has been to fashion shows, she is not a part of the fashion
industry. The applicant wishesto use PRINCESS KATE in afield unrelated to the Duchess of Cambridge
using a definition of "princess’ that connotes elegance and class, as stated above. It is also important to
know that although an injunction was granted, the court was never able to decide if Spike Lee could
receive a judgment because the case was settled; therefore, it is unknown if the amount of evidence Lee
accrued was sufficient to prove afal se connection. Also, the applicant does not dispute the office action's
clam that Kate Middleton's fame is not temporary. However, unlike Twiggy, sheis not involved in the
fashion industry, and there is no evidence that the public would perceive such a connection because she
does not endorse any products. Conclusion As demonstrated above, there is no evidence that the public
will assume Applicant's goods bearing the mark PRINCESS KATE have a connection with the Duchess of
Cambridge, Catherine. Refusal - Section 2(c): Particular Living Individual The Examining Attorney
refused registration on an additional ground that the Applicant's mark consists of or includes a name,



portrait, or signature identifying a particular living individual whose written consent to register the mark is
not of record. Trademark Act Section 2(c), 15 U.S.C. 81052(c); TMEP §1206; see, e.g., In re Hoefflin, 97
U.S.P.Q.2d 1174 (TTAB 2010). Applicant respectfully requests that the Examining Attorney withdraw the
refusal because the Applicant's mark does not identify a particular living individual. For a Section 2(c)
refusal, aname in amark identifies a particular living individual if the person bearing the name will be
associated with the mark as used on the goods or services because he or she (1) is "so well-known that the
public would reasonably assume a connection” or (2) is"publicly connected with the business in which the
mark is being used.” In re Hoefflin, 97 USPQ2d 1174, 1175-76 (TTAB 2010); see also Krause v. Krause
Publ'ns, Inc. , 76 USPQ2d 1904, 1909-10 (TTAB 2005); In re Sauer, 27 USPQ2d 1073, 1075 (TTAB
1994). Based on the evidence presented above regarding false connection, the Duchess of Cambridgeisa
well- known figure, but consumers would not reasonably assume a connection between her and the goods
at issue. In addition, as stated above, the Duchess of Cambridge was, at the time of the application's filing,
not publicly connected with the business of clothing, makeup, home goods and the like. Sheis believed to
have style and good taste as aresult of her celebrity status, but does not have any association with the
industry in which Applicant's mark is used. As aresult, the mark PRINCESS KATE does not identify any
particular living individual. Cases cited by the Office Action with respect to this ground for refusal can be
distinguished from the matter at hand. First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78
(TTAB 2010), held that registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS,
and BARACK'S JOCKS DRESS TO THE LEFT were barred because they created a direct association
with President Obama. The name "Barack Obama is not a common name, neither individually nor as one
term. Here, the name "Kate" is significantly popular, listed as #93 on the babycenter list of 100 most
popular baby names of 2011 and #209 on the Social Security Association'slist of popular baby namesin
2010. While the existence of others with the same name does not alter the requirement for awritten
consent, See Inre Steak & Ale Rests. of Am., Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kateis
generally avery popular name. In addition, "PRINCESS KATE" is not her given or adopted name, thus
the use of the name "Kate" in the mark does not automatically draw an association to Catherine, Duchess
of Cambridge. In fact, the point has been made - over and over - that Catherine is not a princess. The
Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a mark
containing the term BO, used in connection with a sports ball, was barred because the ball was associated
with awell-known athlete by the name Bo. The connection between Bo Jackson, the world-famous
athlete, and the ball was specific and well-established. Bo Jackson was and is recognized for being a
talented athlete on both the football field and the baseball diamond, while the ball itself was shaped like a
football but contained baseball stitches. As aresult, Bo Jackson's use of a ball throughout his career
created a connection with the mark BO in referencing the ball. Here, Catherine is a Duchess of
Cambridge. In her capacity as Duchess, clothing, fashion, makeup, etc. are not inherently connected with
her position and thus will not create an association. Finally, the Board in In re Steak & Ale cited above
affirmed arefusal of the mark PRINCE CHARLES before the wording identifies a particular well-known
living individual whose consent was not of record. In that case, Prince Charlesis the actual name of the
living person. Here, PRINCESS KATE is neither the official nor adopted name of Catherine, Duchess of
Cambridge. Further support for the registration of Applicant's mark lies, for example, in the recent
publication of the mark PRINCESS ANNE, in connection with candy, as well as the registration of HRH
PRINCESS ELIZABETH, in connection with perfume, skin cream, skin lotion and toners. For the mark,
PRINCESS ANNE, while it is claimed that such mark does not identify any living individual, the British
royal family does include "Anne, Princess Royal". Similarly, the British royal family, for many years,
included "Princess Elizabeth" as one of its members, as Queen Elizabeth |1 was a princess prior to her
coronation. In the same way, "Catherine, Duchess of Cambridge" is a member of the British royal family.
In both instances, the mark deemed to be associated with the particular, living individual is neither the
exact nor the adopted name of that individual. As PRINCESS ANNE was approved for publication and
HRH PRINCESS ELIZABETH was registered, so too should PRINCESS KATE be approved for



publication. Conclusion As demonstrated, there is no evidence that the Applicant's mark PRINCESS
KATE identifies a particular living individual. * Any Exhibits submitted in support of this response are
hereby incorporated herein by this reference Exhibits attached to our response herein are: Evidence
attached documents - which are all part of the refusal response herein 1) attachment oneis our refusal
response 2) The next seven attachments labeled exhibits 5 through 10 are all samples of what public
perception really is and what types of things are also included in the goggle searches examiner istalking
about - another words The Duchess of Cambridge isnot a"Princess’, not named one, and does not call
herself one, and there is no evidence that Applicant's mark identifies a particular living person. 3)
Attachments 9 and 10 which are labeled exhibits 14 and 15 are proof of Kate being such a popular name.
4) Attachment 11 is proof of Princess Anne Mark as described in our argument. Labeled exhibit 16 in title.
5) Attachment 12 is proof of Princess Elizabeth Mark as described in our argument. Labeled exhibit 17 in
title.
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Refusal — Section 2(a): False Connection

The Examining Attorney has now refused registration under Section 2(a) of the Lanham Act,
stating that the applied-for mark consists of or includes matter which may falsely suggest a
connection with Catherine, Duchess of Cambridge. Applicant respectfully requests that the
Examining Attorney withdraw the refusal because Applicant’s mark does not satisfy the test to
determine a false association.

As the Office Action indicated, for a showing of false connection under Trademark Act Section
2(a). all factors of the current four-part test to determine the

existence of a false connection must be satisfied. /» re Peter S. Herrick, P.A.,
91 USPQ2d 1505, 1507 (TTAB 2009); In re MC MC S.r.I., 88 USPQ2d 1378, 1379 (TTAB
2008); TMEP §1203.03(e); see also Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps.
Co., 703 F.2d 1372, 1375-77, 217 USPQ 505,508-10 (Fed. Cir. 1983) (providing foundational
principles for the current four-part test determine the existence of a false connection). Here, there
1s no evidence to support the assertion that Applicant’s mark is creating a false connection with
Catherine, the Duchess of Cambridge, and as the mark does not satisfy the test.

Unless one of the prongs clearly fails, courts analyze each prong individually to discover if the
mark fails the close approximation test.

1. The mark sought to be registered is the same as, or a close approximation of, the name or
identity previously used by another person or institution.

The office action draws a comparison between the public perception of a connection between the
PRINCESS KATE and Kate Middleton with the public perception of a connection between Jimmy
Buffett and “Margaritaville,” a song title for which he 1s associated with. They argue that if goods
and services using the name Margaritaville can be associated with immy Buffett, 1t is even more
likely that goods and services under the name PRINCESS KATE would be associated with
Middleton. This argument relates to the second prong of the four prong test, but the first prong has
yet to be proven. All four prongs must be met to satisty a false connection under section 2(a) of the
Trademark Act.

When analyzing the first prong, whether or not public perception ties a product to a specific person 1s
urelevant. Jimmy Buffett did not satisfy this prong because of the public perception of a connection
between himself and Margaritaville. He satisfied this prong because he had attempted to
commercially license the mark in the past. The court concluded that there was “evidence of
licensing agreements held by Jimmy Buffett for the name "J.B.'s MARGARITAVILLE" for a
restaurant, and for the sale of clothing, and various advertisements and depictions of the clothing
bearing the term "MARGARITAVILLE".” Buffett v. Chi-Chi’s, Inc., 226 USPQ 428 (TTAB
1985)

There 1s no factual evidence that Kate Middleton had ever “used” PRINCESS KATE or any similar
mark 1n a commercial context, and the Office Action admits that Kate Middleton’s official title 1s
“Duchess of Cambridge”. Moreover, whether or not the court in Buffett would have come to the
same conclusion without the direct evidence of previous commercial licensing would be pure



speculation. Although the court acknowledged the relationship between a trademark and public
perception, it did not say that a trademark application can fail section 2(a) based on public perception
alone. That would defeat the purpose of the first prong of the test, which requires a previous use of a
mark. Again, PRINCESS KATE is not a name used by Kate Middleton.

Because Middleton never used PRINCESS KATE, 1n order to satisfy the first prong of the test, the
mark would need to be a “close approximation” of a name or identity used by her. It is not. Unlike a
disparagement motion, which requires the mark be "reasonably understood as referring to" the
identity of the opposing party, a “close approximation” test “is a more stringent one, requiring a
greater degree of similarity between the two designations.” Boston Red Sox Baseball Club Lid. P'ship
v. Sherman, 88 U.S.P.Q.2d 1581, 1593 (TTAB 2008). In other words, a standard higher than whether
or not a reasonable person would connect PRINCESS KATE to Kate Middleton must be met.
Although PRINCESS KATE may be reasonably understood as referring to Kate Middleton, Duchess
of Cambridge, 1t 1s not a close approximation of her name because Kate Middleton is not a princess.

When analyzing whether or not a trademark 1s the same or a close approximation, courts also look
mnto the meaning of the words within the mark. Here, the court did not consider whether the public
would perceive MOHAWK to be connected to the St. Regis Band. In re White, 80 U.S.P.Q.2d 1654,
1658-59, (TTAB 2006). Instead, they used a dictionary to prove that MOHAWK 1s historically
associated with the Mohawk tribe. The meaning of Princess 1s not the same as the meaning of
Duchess. Moreover, the other definitions of princess are not exclusive enough to point directly to
Middleton, nor do they connote a close approximation of her identity.

Even if the dictionary definition of Princess 1s sufficient to link Middleton to PRINCESS KATE,
Mohawk 1s still distinguishable from this action because MOHAWK is a unique part of the name of
the designation for the federally recognized St. Regis Band of Mohawk Indians of New York.
“Princess” and “Kate” are too common to be a close approximation of Kate Middleton, especially in
the way of which the applicant plans to use the mark. The use of the term “princess” will connote
to consumers that the Applicant’s goods are select and of a high quality. The applied-for mark is
merely fanciful due to the fact that it is not a “coined” term in the United States, as this country
has no royal family. In addition, the mark PRINCESS KATE is arbitrary in that it 1s used in
connection with products unrelated to its meaning. Here, the applied-for mark is used in
connection with luxury items and home goods, items not specifically or exclusively associated
with the term “Princess Kate”. As a result, this phrase is not a descriptive phrase, but a concocted
one, deserving of registration.

All factors of the current four-part test to determine the existence of a false connection
must be satisfied. PRINCESS KATE is not the same as, or a close approximation of, the name
or identity previously used by Catherine, Duchess of Cambridge ever herself.

Even if the general public associates PRINCESS KATE with Middleton, the first prong is

still not met.

1. The mark would be recognized as such, in that it points uniquely and unmistakably to that
person or institution.




As stated above, the Applicant’s mark, PRINCESS KATE, is not the same or a close
approximation of the name of a person or institution. As such, the Applicant’s mark does not
point uniquely and unmistakably to Catherine, Duchess of Cambridge.

The Oftice Action cites several articles from both Google searches and the Nexus database as
evidence that Catherine, Duchess of Cambridge is well-known throughout the world as
“PRINCESS KATE”. Applicant neither acknowledges nor denies the fame of Catherine,
Duchess of Cambridge, but respectfully submits that the articles and search results referenced in
the Office Action are of an unverified nature and must therefore be deemed immaterial and
irrelevant.

“Articles downloaded from the Internet are admissible as evidence of information available to
the general public. However, the weight given to this evidence must be caretully evaluated,
because the source may be unknown.” TMEP §710.01(b); See In re Total Quality Group Inc., 51
USPQ2d 1474, 1475-76 (TTAB 1999); Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-71
(TTAB 1998). Moreover, one must be careful when evaluating the results of a Google search.
“Search engine results--which provide little context to discern how a term 1s actually used on the
webpage that can be accessed through the search result link--may be insufficient to determine the
nature of the use of a term or the relevance of the search results to registration considerations.” In
re Bayer Aktiengesellschaft, 488 F.3d 960, 967 (Fed. Cir. 2007). The office action references the
number of hits that result when searching the phrase PRINCESS KATE using the Google search
engine. However, many of those results are false positives. For example, punctuation marks such
as colons and commas appear between the words PRINCESS and KATE in various results, such
as “"What's it like to be a princess, Kate” and “The New Princess: Kate Middleton's Fashion
Evolution.” Although the Office Action does provide full web pages that arose from the Google
search, they do not show that Kate Middleton is publicly perceived at PRINCESS KATE, and
although a few results do refer to Middleton as PRINCESS KATE, they are not frequent enough
to meet the burden of “unique and unmistakable.”

The office action’s claim that Kate Middleton’s public perception is that of a princess is dubious.
As stated previously, Kate Middleton is not a princess. Additionally, many of them, if taken as
relevant for any reason, favor applicant’s mark as the Google search found the mark PRINCESS
KATE but these articles supported the position and explain that she was never and will not know
be known as PRINCESS KATE. Although the examiner found the words PRINCESS KATE in a
search query, the content of the captions and articles clearly state that Catherine is not nor will
ever be known as a Princess.

Applicant does not dispute the importance of public perception when analyzing a trademark
request. However, using news articles to decipher whether or not the public perceives Catherine
Middleton as PRINCESS KATE does not yield conclusive results. The Office Action infers that
the American media acknowledges that Kate Middleton is commonly referred to as PRINCESS
KATE. It cites an article from an ABC News broadcast, claiming that PRINCESS KATE is
Middleton’s “handle and she wears it well.” While this is one person’s opinion, ABC News also
recently aired a segment explaining that Middleton must curtsey to “blood princesses” when not
in the company of Prince William. These actual princesses are “the Princess Royal, Princess



Alexandra, and the daughters of the Duke of York, Princesses Beatrice and Eugenie.” Here, ABC
re-enforces the notion that Middleton 1s not a princess and should not be perceived as such.

i11. The person or institution identified in the mark is not connected with the goods sold or
services performed by applicant under the mark.

Applicant does not dispute that Catherine, Duchess of Cambridge, is not connected with the
goods sold by Applicant under the mark. Applicant does, however, maintain that the mark 1s not
a reference to nor does it have any connection with such person.

1v. The fame or reputation of the named person or institution is of such a nature that a connection
with such person or institution would be presumed when applicant’s mark is used on its goods
and/or services.

Applicant does not dispute that Catherine, Duchess of Cambridge, is a well-known figure,
stemming from her well-publicized relationship with Prince William and her subsequent
wedding. However, there is no evidence to support the assertion that a connection with Catherine
would be presumed when Applicant’s mark is on the goods. The Office Action suggested that
due to the media coverage of Catherine and William’s lives and the repeated comments about her
style and wardrobe, use of Applicant’s mark in connection with makeup, luxury and home
goods, and the like would create an association with Catherine. Applicant respectfully submits
that the evidence submitted in support of this assertion 1s immaterial.

As stated above, the Internet articles cited in the Office Action are of an unreliable and
unverifiable nature, and as such, should be given limited probative value. In addition, while the
Duchess of Cambridge 1s well-known, there is no evidence of a presumptive connection between
Catherine and the specific goods upon which the Applicant’s mark will be used. Simply because
Catherine 1s believed to have style and good taste does not mean that she is publicly perceived to
be involved in the industry at all. While this may occur in the future, it was not the case upon
filing of Applicant’s application.

If applicant’s goods and/or services are of a type that the named person or institution sells or
uses, and the named party is sufficiently famous, then it may be inferred that purchasers of the
goods and/or services would be misled into making a false connection of sponsorship, approval,
support or the like with the named party. In re Cotter & Co., 228 USPQ 202 (ITAB 1985), In re
Nat’l Intelligence Acad., 190 USPQ 570 (TTAB 1976).

In Hornby v. TJX Companies, Inc., 87 USPQ2d 1411 (TTAB 2008), the Board found a definite
connection between Twiggy’s career as a model and clothing line designer and the goods
containing the Applicant’s mark. The Board determined that as a result of her long and
successtul modeling career as well as her other promotional activities, Twiggy had increased her
celebrity to the point that purchasers of her children’s clothing line would assume an association
with her. Here, there 1s no obvious connection between the Duchess of Cambridge and the goods
listed in the application for registration. The Duchess of Cambridge does not have her own
clothing line, nor does she promote or advertise for any such product. Again, while a clothing
line or some other association with fashion may be forthcoming for the Duchess of Cambridge,



she 1s not as of yet involved in the industry. She merely wears clothing and makeup. Therefore,
there 1s no evidence that consumers will presume a connection when Applicant’s mark 1is affixed
to the goods.

The applicant does not dispute that Kate Middleton has attended fashion shows, but nowhere has
examiner shown or proven that Catherine has ever endorsed any particular style or brand, nor
claim that she 1s connected to the lifestyle branding business in any way. Examiner simply tries
to show that a third party recognizing something Catherine has on herself places her in the
fashion business. The examiner simply has not presented any proof that Catherine is even
perceived as endorsing any goods. Although Kate Middleton’s clothing choices are critiqued,
this does not necessarily mean that the public expects her to endorse the kind of clothing she
wears. The examiner is making the argument that everything that Catherine wears or uses (all
goods) 1s perceived to be directly connected and atfiliated with her and she 1s perceived to be the
source. However, the examiner has not shown any evidence of this.

It 1s true that a false connection can be inferred if an applicant uses a mark in a way that misleads
the public into thinking the goods and/or services “are of a type that the named person or
institution sells or uses,” But, as stated above, Kate Middleton does not or has ever used the
name PRINCESS KATE, nor has she ever sold anything under that name, and as stated above,
she merely wears clothing and make-up.

The applicant’s use of the mark will not Spike Lee applied for a preliminary injunction to stop
Viacom from changing the name of TNN to Spike TV, claiming that a channel named “Spike”
TV would cause the public to perceive that there is a false connection. Lee v. Viacom Inc.,
INDEX110080/2003MTNS, 2003 WL 22319071 (N.Y. Sup. Ct. June 12, 2003). The injunction
was granted because Lee was able to provide an expert witness with “expertise in the evaluation
of consumer perception of advertising marketing and other forms of mass communications”
whose affidavit stated that “if an impartial survey were conducted in New York and similar
urban center cities, a substantial portion of black men and women aged 18-45, and also a
substantial, though smaller, proportion of young white professionals would infer from Viacom
press releases that Spike Lee was associated with Spike TV. I believe that irreverent, hip,
aggressive and brash are words which will associate Spike Lee with Spike TV.” Here, the court
did not grant the injunction because Spike Lee is a famous entertainer whose name just happens
to be the same as Spike TV. The court granted the injunction because Viacom’s press release
allegedly creates connotations between Lee’s aggressive personality and the channel’s new
format. /d, at 4. Moreover, the holding focuses on the use of “spike” in the film and television
industry, of which Spike Lee is a part of. Although Kate Middleton has been to fashion shows,
she is not a part of the fashion industry. The applicant wishes to use PRINCESS KATE in a field
unrelated to the Duchess of Cambridge using a definition of “princess” that connotes elegance
and class, as stated above. It is also important to know that although an injunction was granted,
the court was never able to decide if Spike Lee could receive a judgment because the case was
settled; therefore, it is unknown it the amount of evidence Lee accrued was sufficient to prove a
false connection.

Also, the applicant does not dispute the office action’s claim that Kate Middleton’s fame is not
temporary. However, unlike Twiggy, she is not involved in the fashion industry, and there 1s no



evidence that the public would perceive such a connection because she does not endorse any
products.

Conclusion
As demonstrated above, there is no evidence that the public will assume Applicant’s goods
bearing the mark PRINCESS KATE have a connection with the Duchess of Cambridge,

Catherine.

Refusal — Section 2(c): Particular Living Individual

The Examining Attorney refused registration on an additional ground that the Applicant’s mark
consists of or includes a name, portrait, or signature identifying a particular living individual
whose written consent to register the mark 1s not of record. Trademark Act Section 2(c), 15
U.S.C. §1052(c); TMEP §1206; see, e.g., In re Hoefflin, 97 U.S.P.Q.2d 1174 (TTAB 2010).
Applicant respectfully requests that the Examining Attorney withdraw the refusal because the
Applicant’s mark does not identify a particular living individual.

For a Section 2(c) refusal, a name in a mark identifies a particular living individual if the person
bearing the name will be associated with the mark as used on the goods or services because he or
she (1) is “so well-known that the public would reasonably assume a connection” or (2) is
“publicly connected with the business in which the mark is being used.” In re Hoeftlin, 97
USPQ2d 1174, 1175-76 (TTAB 2010): see also Krause v. Krause Publ’ns, Inc. , 76 USPQ2d
1904, 1909-10 (TTAB 2005); In re Sauer, 27 USPQ2d 1073, 1075 (TTAB 1994). Based on the
evidence presented above regarding false connection, the Duchess of Cambridge 1s a well-
known figure, but consumers would not reasonably assume a connection between her and the
goods at issue. In addition, as stated above, the Duchess of Cambridge was, at the time of the
application’s filing, not publicly connected with the business of clothing, makeup, home goods
and the like. She is believed to have style and good taste as a result of her celebrity status, but
does not have any association with the industry in which Applicant’s mark is used. As a result,
the mark PRINCESS KATE does not identify any particular living individual.

Cases cited by the Office Action with respect to this ground for refusal can be distinguished trom
the matter at hand. First, the Board in In re Hoefflin, 97 USPQ2d 1174, 1177-78 (TTAB 2010),
held that registration of the marks OBAMA PAJAMA, OBAMA BAHAMA PAJAMAS, and
BARACK’S JOCKS DRESS TO THE LEFT were barred because they created a direct
association with President Obama. The name “Barack Obama” is not a common name, neither
individually nor as one term. Here, the name “Kate” is significantly popular, listed as #93 on
the babycenter list of 100 most popular baby names of 2011 and #209 on the Social Security
Association’s list of popular baby names in 2010. While the existence of others with the same
name does not alter the requirement for a written consent, See In re Steak & Ale Rests. of Am.,
Inc., 185 USPQ 447, 447-48 (TTAB 1975), Kate is generally a very popular name. In addition,
“PRINCESS KATE” is not her given or adopted name, thus the use of the name “Kate” in the
mark does not automatically draw an association to Catherine, Duchess of Cambridge. In fact,
the point has been made — over and over — that Catherine is not a princess.



The Board in In re Sauer, 27 USPQ2d 1073, 1074-75 (TTAB 1993) held that the registration of a
mark containing the term BO, used in connection with a sports ball, was barred because the ball
was associated with a well-known athlete by the name Bo. The connection between Bo Jackson,
the world-famous athlete, and the ball was specific and well-established. Bo Jackson was and is
recognized for being a talented athlete on both the football field and the baseball diamond, while
the ball itself was shaped like a football but contained baseball stitches. As a result, Bo
Jackson’s use of a ball throughout his career created a connection with the mark BO in
referencing the ball. Here, Catherine i1s a Duchess of Cambridge. In her capacity as Duchess,
clothing, fashion, makeup, etc. are not inherently connected with her position and thus will not
create an association.

Finally, the Board in In re Steak & Ale cited above affirmed a refusal of the mark PRINCE
CHARLES before the wording identifies a particular well-known living individual whose
consent was not of record. In that case, Prince Charles 1s the actual name of the living person.
Here, PRINCESS KATE is neither the official nor adopted name of Catherine, Duchess of
Cambridge.

Further support for the registration of Applicant’s mark lies, for example, in the recent
publication of the mark PRINCESS ANNE, in connection with candy, as well as the registration
of HRH PRINCESS ELIZABETH, in connection with perfume, skin cream, skin lotion and
toners. For the mark, PRINCESS ANNE, while it is claimed that such mark does not identify any
living individual, the British royal family does include “Anne, Princess Royal”. Similarly, the
British royal family, for many years, included “Princess Elizabeth” as one of its members, as
Queen Elizabeth II was a princess prior to her coronation. In the same way, “Catherine, Duchess
of Cambridge” 1s a member of the British royal family. In both instances, the mark deemed to be
associated with the particular, living individual is neither the exact nor the adopted name of that
individual. As PRINCESS ANNE was approved for publication and HRH PRINCESS
ELIZABETH was registered, so too should PRINCESS KATE be approved for publication.

Conclusion

As demonstrated, there 1s no evidence that the Applicant’s mark PRINCESS KATE identifies a
particular living individual.

* Any Exhibits submitted in support of this response are hereby incorporated herein by this
reference
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The Royal Wedding
Prince William & Catherine Middleton

Friday 29 April 2011 at Westminster Abbey

BACKGROUND

Titles announced for Prince William and Catherine Middleton

25th April 2011

- JTHE FOLLOWING STATEMENT IS ISSUED BY THE PRESS
Si

The Queen has today been pleased to confer a Dukedom on
Prince William of Wales. His titles will be Duke of Cambridge,
Earl of Strathearn and Baron Carrickfergus.

Prince William thus becomes His Royal Highness The Duke of
Cambridge and Miss Catherine Middleton on marriage will
become Her Royal Highness The Duchess of Cambridge.
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“ The Queen has DUKEDOM: Cambridge: P Charitable Gift Fund website 4
today been pleased In 1706 George Augustus (subsequently George IT) the only
to mnfer a son of George Ludwig, Elector of Hanover (subsequently Twitter [
Dritioik Pri George 1 of Great Britain) was created with other titles Duke ==
i of Cambridge. On the accession of his father to the throne Royal Weddng
William of Wales. in 1714 he also became Duke of Cornwall and was created Clarence House
His titles will be Prince of Wales. On his own accession to the throne in
= 1727 the Dukedom of Cambridge merged with The Crown and
Duke of Cambridge, e
Earl of Strathearn
4B Cambridge was previously a Royal Dukedom and four sons of
and baron James, Duke of York (afterwards James 11) who died in
Carrickfergus. infancy were all created Duke of Cambridge. As an Earldom
Cambridge was a medieval Royal title. Edward IV was Duke
of York and Earl of Cambridge till proclaimed King of England in 1461 when his titles merged with
The Crown. =
His father and grandfather both Richard Plantagenet were both Earls of Cambridge and the latter
was also Duke of York. Edmund of Langley, 5" son of Edward HI and great-grandfather of
Edward IV, was created Earl of Cambridge in 1362 and Duke of York in 1385.
The Dukedom of Cambridge created in 1801 became extinct on the death of the 2" puke of
Cambridge in 1904. Cambridge existed as a Marquessate from 1917 when it was conferred on
Queen Mary’s brother till 1981 when the 2"@ Marquess died and the title became extinct.
EARLDOM: Strathearn A B
Stratheamn has had Royal connections since Robert Stewart, High Steward of Scotland, was
created Earl of Stratheam in 1357. In 1371 he succeeded his Uncle as King of Scotland » Read all Tweets
becoming Robert 11 and the Earldom merged with The Crown Robert II created his 5" son David,
Earl of Strathearn in 1371. Subsequently in 1427 the 6™ son of Robert II was created Earl of .
Stratheam. Flickr e
In 1766 George III's younger brother Prince Henry Frederick was created Duke of Cumberland and
Stratheam. He died without issue in 1790 and in 1799 Queen Victoria's father was created Duke 3 . »

of Kent and Strathearn. These Dukedoms became extinct on his death in 1820. Finally, Prince N
Arthur William Patrick Albert, 3" son of Queen Victoria was created Duke of Connaught and u
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Strathearn in 1874. He died in 1942 and was succeeded by his grandson who died the following
year 1943 since when Strathearn as a title has been extinct

BARONY: Carrickfergus:

An Irish Viscountcy of Chichester of Carrickfergus now held by the Marquess of Donegall was
created in 1625 but Carrickfergus alone only existed as a title between 1841 and 1883. The 3™
Marquess of Donegall was created Baron Ennishowen and Carrickfergus, of Ennishowen, co:

Donegal and Carrickfergus, co: Antrim. He died in 1883 being succeeded by his brother and the » View all pictures
Barony became extinct.

Carrickfergus is County Antrim's oldest town. The word means Rock of Fergus andas an urban Facebook n
settlement it predates Belfast. It is on the north shore of Belfast Lough and is the site of

Carrickfergus Castle which dates from circa 1180 and is one of the best preserved Castles in

Ireland. Find us on Facebook

&3 Like  [E] 98,970 peoplc ke this.
Tags: prince william catherine middieton titles earl countess strathearn baron lady carri

fergus
M Tweet  elike H 1,342 people like this.

Proceeds from the
Royal Wedding
Charitable Gift Fund

More than 1m pounds has been
contributed to the Royal
Wedding Charitable Gift Fund.
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Kate Middieton arrives at the Abbey to meet her Prince. Whi the public e N e
Kate', her actual title is Princess Wiliam of Wales. Royal wedding Germany elects Gauck president
. ute draws colourful
Photagraph by: Re Rosters o fom Tl Aveos files for bankruptcy protection, blames Air
B Canada for financial woes
The commoner Kate Middieton may have married a prince, but she's Monireal Canadiens: Fist NHL goal gets
destined to be Princess William of Wales — not a princess in her own monkey off Aaron Palushaj's back
STORY TOOLS
right — unless her new husband's grandmother is feeling generous =
E-mail this Article Montreal Canadiens: Some unlikely heros in
Saturday's game
ile the title Princess Kate will likely stick in popular opinion — and i Print this Article ik
ihe media. which ofien mistakenly referred to William's mother Diana a: ik @A Jack Todd: Montreal Impact shows it's a
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Princess Di — she wasn'l a princess in her own right on her wedding day. e e
more

"Princesses are born into the Royal Family, so it's up to the Queen to RELATED STORIES :
make her a princess," said Carolyn Harris, an expert on the monarchy ‘r;;unor. Ly 1
with Queen's University. "The Queen is the only one able to bestow i
el Nancy Dell'Olio sets THE GAZETTE HEADLINE NEWS
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On their wedding day. Queen Elizabeth conferred several new titles on Daily Tele r:'lyr K . .
Wwilliam, the second in line to the throne: he is now Duke of Cambridge. e M 4 Yougecanada.com
Earl of Strathearn and Baron Carrickfergus. Kate is now known as Her #HE Qur Privacy Statement
Royal Highness Duchess of Cambridge Prince Harry
sometimes wishes he

were ‘normal’

Harris said this is a long-standing tradition that is unlikely to change, %

even in the 21st century.

e Duchess Kate battles nerves to

give first public speech as royal

In 1917, King George V limited the titie of prince and princess to the Jess;ica Biel Shows Off

(with video)
sovereign's children and the children of the sovereign's sons out of Her Sparkly Prince William's wife Catherine gave
concerns that "there were too many successors to the throne " said Engagement Ring at a steady performance in her first public speech as a
Chatean Marmont royal on Monday, conquering her nerves to address
Harris. While Sacoki Keeps children and
"Queen Victoria had something like 40 grandchildren alone." Hex Leit Hand Under c !
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William inherits his fitle, only the new couple's eldest son would officially

be considered a prince Panda poop tea venture brewing, at $200 a cup

When Lady Diana Spencer married the Prince of Wales, she became =

The Princess of Wales — but not Princess Diana. Likewise, Sarah Video: Ezra Constantine - Toronto Fashion
Week Fall 2012

Ferguson did not become Princess Sarah upon her marriage to Prince
Andrew — she became the Her Royal Highness Duchess of York. And
after her divorce, since the title was hers by marriage and not by birth,
she is no longer a duchess or an HRH, though she continues fo be
Sarah Ferguson, Duchess of York

If William ascends to the throne, Kate will become Queen consort, at
which time she will be properly referred to as Queen Kate — or maybe by
then she'll be Catherine, which sounds more regal. She'll be allowed to
keep the titie for as long as she lives, but will have no right to rule if
William dies before her.

Itis not unheard of for a British monarch to confer the titie of prince —
Philip. the Duke of Edinburgh. was created a prince of Great Britain and
Northern Ireland in 1957, the encyclopedia says 51068

June Thompson
A rant — or whine )

© Copyright (c) Postmedia News
E-mail this Article Printthis Article re this A
SeanEisheds Apologies, if| this sounds like
awhine, it's more of a rant |
stll can'twalk Yesterday

e Dave Bist
¢ aal™ Zippy will leap into your
- heart!

Zippy is a well-named |
1-year-old mix of Corgi and




http://www.washingtonpost.com/blogs/royal-wedding-watch/post/kate-middleton-princess-or-not/2011/04/29/AFT7nhCF_blog.html

P Duchess of Cambridge: Is Kate a Princes... | +
12011/04/29/AFTnhCF_blog.htmi

al-wedding-watch/post/ kate-middieton-princess-or-

€ 9 W wwwwashingtonpost.com/b
—
A poumic

he Wasbington Post
Lifestyle

Advice Carolyn Hax  Food Home &Garden Style Travel Weddings Weliness Magazine

OPINIONS | LOC) SPORTS ~ National ~World | Business Investigations

m

KidsPost

Inthe News CarolynHax Beer Madness Marilyn Monroe  Dan Sileo  Duchess of Cambridge

The Post follows newlyweds Prince William and Kate Middleton

Royal Walch

ABOUT Posted at 07:50 AM ET, 041292011
« About this blog Duchess of Cambrid

They've had thei fairy tale | By Elizabeth Flock
wedding. Prince Wiliam

nd Kate Middieton are
now starting their happiy
ever after, and The Post's.
Royal Watch will be there
1o folow allof the
‘appearances, outings and
fashion trends that go with
(3

Is Kate a Princess or not?

™ Queen Elizabeth Il conferred
among Prince William and Kate
Middieton the new tities of William,
Duke of Cambridge
Friday, and
Middleton will also get the
courtesy titles of the Countess of
Strathearn and Baroness

- About this biogger

tonPost  [EY§

Search The W

One Oueio ite Survey

11 TAKES ALY SECONDS 10 ANSWER BELOW

How likely are you to sign up for a Citibank
Checking account within the next 3 months?

© Dainitaly wil
O Prosasty wit

O May or may not
O Probasly will not
O Definitely will not

POWERED BY W Vizu' SAFE & ANONYMOUS



http://www.washingtonpost.com/blogs/royal-wedding-watch/post/kate-middleton-princess-or-not/2011/04/29/AFT7nhCF_blog.html
0P Duchess of Cambridge: Is Kate a Princes... | +

wwew washingtonpost.com/ blogs/ royal-wedding- watch/post/kate-middleton-princess-or-not/2011/04/29/ AFTTnhCF_blog.html W
Autumn Brewington started | T Carrickfergus. =
reading royal biographies
as a chid and never
stopped. She wilbe joned | EITENIETIEN IRy
by felow Post staff and
Royal enthusiasts folowing
the couple's first year of It appears not. She won't take the title of Princess until Prince Charles
marriage. [T . according fo The Hollywood Reporier
SEARCH THIS BLOG ‘
So why did the Queen choose Duchess over Princess?
[Go
The Telegraph speculates that Duchess of Cambridge is a much better
SUBSCRIBE name than “Princess William." o
[#) select ...
The Guardian says that the Queen could have made an exception and
RECENT POSTS called her “Princess Gatharine,” but instead stuck to tradition. The
ST Queen's own husband, Philip, had relinquished his princely Greek title 7
Cambridge’s first solo  Defore they wed, and had to wait ten years before he became a prince WP Social Reader Hige this @
speech, andafashion = again. e de ACE
ey Friends’ Activity ~ Most Popular In Lifestyle
" P_,'.:;T;:'::,z._‘,‘%':':f ™ Butto make matters even more confusing, Middleton can siill technically Your Friends’ Most Recent Activity =
rum drinks and speed b€ described as a princess even though that's not her title.
boats

« Sweden's Princess
Victoria gives birth to

Live Science has more clarity on the differences between princesses

baby girl and duchesses, although the relationship between the two tities is not =
e kg e ol always clearly defined. Important to note s that a duchess can also View More Activity >
Cambridge's royal have the title of princess or queen or vice versa, and a princess or
single life: Solo duchess only loses her royal title if the couple divorces. , TTOVE
appearances and
puppy love
3 But Middleton may be content to wait. Princess Diana once famously
« Will and Kate vs. Barbie
and Ken said: “Being a princess isn't all it's cracked up to be " gbp m @he Washington Post
Snies By Cotegry ® SoclaLreader
Foliow the Royal Wedding on @FPostStyle, or comment below via

- Ceremony : —

« Kate Middieton 0800k Yoo, AL o1 Howa, ! apP F ALl f Read News with Friends
- Media coverage

Prince William 12 comments + Add a comment




http://www.hollywoodreporter.com/news/kate-middleton-will-not-be-183511
WKI!E Middleton Will Not Be Called Princ...

€ 9 |[EB wwwhollywoodreporter.com/news/kate-middicton-will-not-be-183511 By el P B
[]0 l l THELUOOCZ MOVIES MUSIC  TECH  THEBUSINESS  STYLE&CULTURE  AWARDS  VIDEO i
,yREPORTER NEWS ~ REVIEWS | TVRATINGS ' LVEFEED ' BASTARDMACHINE ' IDOLWORSHIP ' ENWYS | TVCUPS £

ate Middleton Will Not Be Called Princess

snare [ B - 37 [Qtke| /103 [@Send 1

She'll go by “Her Royal Highness the
i Duchess of Cambridge” until her father-
in-law, Prince Charles, becomes King.
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& Queen has conferred the bride and groom
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y Cambridge and Catherine, Her Royal
Highness the Duchess of
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Prince William, Kate
Middleton Visit Los
Angeles' Skid Row

On the heels of attending a
black-tie BAFTA party, the Duke
and Duchess of Cambridge take
partin arts and crafts with

ent Prince of Wales becomes
@ PHOTOS: What Kate Middleton and
famous guests wore to the wedding

The announcement came as excitement

about the ceremony reached fever pitch in London as guests began arriving at Westminster Abbey

from 8.15 am GMT Friday morning, Despite the cool weather and overcast skies, the excitement was f‘“‘??‘éﬁg‘:ﬂz“fﬁmw‘m L
palpable.
Prince m, Kate

Months of meticulous planning and preparation have gone into to the wedding at Westminster

Abbey, which will take place before 1900 guests and will be watched by a television audience of as MdRedons Foyal Visie

to Hollywood: Private
Guest List Rev.
Tom Hanks, Nicole Kidman and
Jennifer Lopez are justa few of
the boldface names attending
BAFTA's black-tie affair
Saturday night. | READ MORE

‘many as two billion, PHOTOS: Famous royal weddings

Earlier, overnight campers - some of whom have spent two or three nights camping out in London
parks to make sure of ringside seats lining the Mall and in front of Buckingham Palace — were
delighted by an unexpected appearance of Prince William the night before the wedding

‘William was given an ecstatic reaction by crowds outside Clarence House as he shook hands chatted
and joked with members of the public who cheered his surprise appearance. PHOTOS: The g wackiest

wedding celebrations M Follow @THR 243K followers

“All Ive got to do is get my lines right,” he joked, according to news reports. The Holywood Reporter on
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Queen gifts grandson highest rank in British peerage, meaning 5 regaittnis Bring home
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Royal wedding - Prince
William - The Duchess of
Cambridge - The Queen

Monarchy On UK news

Life and style Mostvewed | SN ETEN

Weddings Last24 hours

More news 1. Islanders threaten
focky road for Alex

O — . Salmonds

More on the royal independence plans

wedding

2. Student arrested for filming buildings wins
police payout

I 3. Corby buses disrupted as drivers hit
b EuroMillions jackpot

The Queen has gifted Prince William the title of the Duke of Cambridge on
DI

e day of
| wedding, making Kate Middleton 9
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Kate Middleton will become a duchess on her wedding to Prince Willias e speech at new hospice
- Helicopter carrying
[and not. officially at least. a princess el e nree T )
Buckingham Palace for
Buckingham Palace has announced that the Queen has gifted her L
(grandson the titie Duke of Cambridge on his wedding day — a dukedom after
being the highest rank in the British peerage. As such, Kate will become black-tie celebration On the Guardian today
Her Royal Highness the Duchess of Cambridge. TV audience hit 24m
peakin

There had been speculation that the Queen might confer a title that

would allow her to be called Princess Catherine Dbl e
The wedding speaks
volumes about our
fascination with royalty

i

Instead. the monarch has stuck to tradition. Her own husband, Philip.,
who relinquished his princely Greek titie before they wed, had to wait 10

'years before he became a prince again. Marina Hyde: Avery
royal wedding,
And according to protocol. while William was born Prince William of complete with a
” love-storming of the
Wales, IR ENE ENISEIGEI, does not have the R o
World n
title Princess William of Wales, although through marrying William she ol =
could technically be described as such 5“’::"' Dot Kony 2012: campaigner's meltdown
wedding passes 2 7
without a hitch as Kate brought on by stress says wife

Explaining the slightly confusing picture, a palace spokesman said: "Eilf and Willlam seal ftwith
is not a princess in her own right. That titie has not been conferred o o
her. Her titie is that of duchess. So she s not Princess Catherine. And 1ol

all her Princess Willam of Wales is misicading FOAWINAIE Whate
was naughty Uncle
‘William also becomes the Earl of Strathearn and Baron Carrickfergus, e
which means Kate can add Countess of Strathearn and Baroness Astylish marriage for
Carrickfergus to her royal titles William and Kate

& Royal Wedding
highlights: from the
dress to the kiss

All titles are in the gift of the Queen_

The full palace statement. released three hours before the wedding

ceremony, read: "The Queen has today been pleased to confer a Princess fit for a

Dukedom on Prince Wiliam of Wales. His tities will be Duke of Mocuesn, e
reveals how far these

Cambridge, Earl of Strathearn and Baron Carrickfergus. Prince William royals have come since

thus becomes His Royal Highness the Duke of Cambridge and Miss Diana

Catherine Middieton on marriage will become Her Royal Highness the

edm » e
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Duchess of Cambridge."

Royal wedding — as it

The Duke of Cambridge was seen as a favourite for Wilam's new tilein ~ happened
the runup to the wedding. the Queen fuelling speculation by visiting the Prince William takes
city two days ago new wife for a spin in

fathers Aston Martin
It could be considered appropriate since the last Duke of Cambridge,
Prince George. a grandson of George Ill, was a military figure who :::E"IE‘QV“::"’H';’;M‘”D &
married a commoner for love. But there the similiarities end.

Full English, please: will Broadway
gobble up One Man, Two Guvnors?

Kate Middleton's poise

George married the actor Sarah Louisa Fairbrother in 1847, when she transforms her into a

was pregnant with their third child, refusing to have an arranged future queen

marriage and declaring such unions "doomed to failure”. That marriage The Middletons —

was never recognised by his cousin, Queen Victoria. He went onto keep  finding common

a misiress for some 30 years. rgavrc:::nuwnn the royal
ily

There is an equestrian statue of him in the middie of London's Whitehall @ In pictures: from the
which William and Kate would be able to see from their carriage abbeytothe palace
procession after the service.

8 In pictures: Wedding pra
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London ‘Wolverhampton Wanderers v

nited - as i
i Ara Sabbat Manchester United - as it happened

experience

Read more

Royal wedding: William
and Kate wed

Duke and Duchess of Football
Cambridge leave o
\Westminster Abbey to Shocked fans leave in silence after

waves of cheers from Fabrice Muamba's collapse on pitch
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Background information P ity of the female name Kate
Year of birth Rank
Select another name? 2010 209
2009 159
oo (] 2008 139
2007 136
Similar female names for 2006 142
births in 2010 2005 140
Name Rank 2004 147
fato 2 2003 161
Katie 161 2002 193
2001 200
2000 225
1999 229
Note: Rank 1is the most popular, rank 2 is the next most popular, and so
forth. Name data are from Social Security card applications for births that
occurred in the United States
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PRINCESS ANNE

Word Mark

Goods and Services
Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Date

Current Filing Basis
Original Filing Basis
Published for
Opposition

Owner

Attorney of Record
Prior Registrations
Type of Mark
Register

Other Data

Live/Dead Indicator

PRINCESS ANNE
IC 030. US 046. G & S: Candy

(4) STANDARD CHARACTER MARK
85205244

December 23, 2010

1B

1B

November 1, 2011

(APPLICANT) Queen Anne Candy Company CORPORATION
DELAWARE 4801 South Lawndale Chicago ILLINOIS 60632

Amy Cohen Heller

1199758

TRADEMARK

PRINCIPAL

The name(s), portrait(s), and/or signature(s) shown in the mark does not
identify a particular living individual.

LIVE



Int. Cl.: 3
Prior U.S. Cls.: 1, 4, 6, 50, 51, and 52
United States Patent and Trademark Office

Reg. No. 2,153,045
Registered Apr. 21, 1998

TRADEMARK
PRINCIPAL REGISTER

HRH
PRINCESS
ELIZABETH
PRINCESS ELIZABETH INC. (NEW YORK FIRST USE 4-29-1997; IN COMMERCE
CORPORATION) 4-29-1997.

180 WEST 58TH STREET
NEW YORK, NY 10019

SN 75-145,075, FILED 8-5-1996.

FOR: PERFUME, SKIN CREAM, SKIN LO-

TIONS AND SKIN TONERS, IN CLASS 3 (U.S. ANDREW BENZMILLER, EXAMINING AT-

CLS. 1, 4, 6, 50, 51 AND 52). TORNEY
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