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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 
 

    APPLICATION SERIAL NO. 85143400 
 
    MARK: BAREFOOT CONSULTANTS  
 

 
          

*85143400*  
    CORRESPONDENT ADDRESS: 
          KEVIN KEENER  
          KEENER, MCPHAIL, SALLES, LLC  
          STE 4700 
          161 N CLARK ST  
          CHICAGO, IL 60601  

  
 
 
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
 
 

    APPLICANT:   Barefoot Consultants, Inc.  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          N/A          
    CORRESPONDENT E-MAIL ADDRESS:   
           kevin.keener@kmscounsel.com 

 

 
 

REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE: 3/2/2012 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final 
in the Office action dated 08/10/11 are maintained and continue to be final.  See TMEP 
§§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
More specifically, applicant has submitted printouts of third-party registrations for marks 
containing the wording BAREFOOT to support the argument that this wording is weak, 
diluted, or so widely used that it should not be afforded a broad scope of protection.  The 
weakness or dilution of a particular mark is generally determined in the context of the 
number and nature of similar marks in use in the marketplace in connection with similar 
goods and/or services.  See Nat’l Cable Television Ass’n, Inc. v. Am. Cinema Editors, 
Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed. Cir. 1991); In re E. I. du 
Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973).   
 



Evidence of weakness or dilution consisting solely of third-party registrations, such as 
those submitted by applicant in this case, is generally entitled to little weight in 
determining the strength of a mark, because such registrations do not establish that the 
registered marks identified therein are in actual use in the marketplace or that consumers 
are accustomed to seeing them.  See AMF Inc. v. Am. Leisure Prods., Inc., 474 F.2d 1403, 
1406, 177 USPQ 268, 269 (C.C.P.A. 1973); In re Davey Prods. Pty Ltd., 92 USPQ2d 
1198, 1204 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009); 
Richardson-Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982).  
Furthermore, the goods and/or services listed in the third-party registrations submitted by 
applicant are different from those at issue and thus do not show that the relevant 
wording is commonly used in connection with the goods and/or services at issue.   
 
Lastly, applicant has submitted as evidence of dilution, a list of third party registrations.  
The TMEP at Section 1207.01(d)(iii) notes the following: 
 
A list of registrations or a copy of a search report is not proper evidence of third-party 
registrations. See, e.g., In re Promo Ink, 78 USPQ2d 1301, 1304 (TTAB 2006); In re Dos 
Padres, Inc., 49 USPQ2d 1860, 1861 n.2 (TTAB 1998); TBMP §1208.02. To make 
registrations of record, copies of the registrations or the electronic equivalent thereof 
(i.e., printouts or electronic copies of the registrations taken from the electronic database 
of the USPTO) must be submitted. In re Ruffin Gaming, LLC, 66 USPQ2d 1924, 1925 n.3 
(TTAB 2002); In re Smith & Mehaffey, 31 USPQ2d 1531, 1532 n.3 (TTAB 1994);TBMP 
§1208.02; TMEP §710.03.  
 
As such, applicant’s evidence is objected to and cannot be reviewed by the Board. 
 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 
 

/David A. Hoffman/ 
Examining Attorney 
Law Office 107 
(Ph) 571-272-8805 
(Fx) 571-273-8805 
Email:  david.hoffman@uspto.gov 

 



 
 


