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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Mark:

Appl icant :

I : xan r in ing  A t to rney :

[]are fbot Consultants

Barefilot ('onsultants.

l )avid t{ol l l  an
[ .a iv  O l ' l l ce  107

SF.RIAL NO: 8-5143400

APPLICANT'S REQTJEST TO nEMANt)

Appl icant .  [ ]arefbot  ( 'onsul tants"  Inc. .  pursuant to 37 ( ' l rR ss 2.142(d) . ' l 'BMI ' }  \  1207.02.  and

'l 'UMI' 
$ 1209.04. hereby respectt ir l ly rccltrcsts that the Boarcl suspends the appeal and renrancjs the

application to thc l :xanrining Attorncl '  l i rr thc purposc ol 'considering the acldit ional cvidcncc

at tachcd as l :xh ib i t  A.

Applicant. by and through counscl. lrercby dcclarcs that good cause cxists l irr rcmand and lurther

cxamination lor t l ic l i r l lorryinu reasolrs:

l .  
' l 'hc 

l ixanrining Attorney has raised an ob.icction basecl on Section 2(d) bctwccn Applicant's

Inark. [ ]AI{}r lr(X) l 'C'ONStJI- ' I 'AN'fS. ancl thc rcgistcrcd nrark BAltt j Ir(X)' f  SITRVICIi.

ILcg.  No.  3644125.  l 'h is  oh ject ion is  thc only  outs tanding issue lbr  Appl icant 's  appl icat ion.

2. l)uring thc pcndcnc;' '  ol ' thc Applicant's application. Applicant attentpted to nc-gotiate a

conscnt agrecn-lcnt with the owner of l{eg. No. - i644125 but w,as unable to enter into

d iscuss ions wi th  thc owncr  o l 'Rcs.  No.  3644125.

-) Since the f i l ing of-thc appcal. Applicant has successlul ly cntcred into a consent and

cocxistence agreement with the owncr of Rcg. No. 3644125 permitt ing Applicant to register

the mark BAREFOOTCONStl l- ' l 'AN'l 'S. 
' l 'he 

consent asreement is attached as Exhibit A.

' l 'his 
evidence was not previously available durins the orisinal examination of the4 .

- l  -



application.

For these reasons Applicant respectlully' requcsts that thc appeal be suspended and the application

be rcmandcd to the F.xamininrr Attorncr'  lbr further cxamination.

Respectfirl ly Subm itted.

l )a tcd:  . lu l1 '  O.  21; t , /Kevin Kcencr/
Kcvin .1. Kccner. Irsc1.
Kccncr. Mcl ' l iai l .  Sallcs. LLC
l6l North ( ' lark Strcct
Sui re 4700
(ihicago. IL 60(10l
I 'e l :  (3 l2)  -523-  209(r
l rax :  (3  I  2 )  523 -  2001
Irr laiI  :  kevin.kccncr(alknrscounscl.com

Attorney' f irr Applicant []arclbot ( 'onsultants. Inc.
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CERTIFICATE OF SERVICE

I l icrcby ccrt i l)  that on .fulv 9.2012" a copy of the f irregoing was f i led

e lectronicarl lv.

/Kcvin Keencr/
Kcvir-r J. Kccner. [:sq.
Keencr" Mcl 'hai l .  Salles. Lt.C
l6l North C'lark Street
SLrirc 4700
('hicago. IL 6060l
- l ' c l :  ( 312 )  523 -  2096
Fax:  ( - i12)  -s2: i -  2001
I rniai I  :  kcvin. keenerlr lkmscounsel.com

Attorney firr Applicant lJarclbot C'onsultanls. Inc.
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EXHIBIT A
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CION SENT AND CO-IIXISTENCE AGREITMENI'

' l 'h is 
Cgnserrt ald Co-Existepce Aqrec-nrc-nt ("Agreernerrt") is cnteled inlo by'and l letwt:en Roland Jotlcs. an

inc l i v idua l  o f  the  lu l l  age  o f  n ra jo r i t l , '  w i t l r  h is  p r i r rc ipa l  p l l rcc  o l - i . r r rs iness  loca tcd  a t  l0 l -?62 4 l  l7  f t i l l sboro  P ike '

Nss l rv i l l c .  l ' e l r . rcssec  l7 l  15 .  tnc l  I Jarc tbo t  ( 'onsLr l tan t r .  lne  . .  a  c ( ) r 'pora t io r r  o rgan ize t l  r t t rc ' le r  the  laws o1 ' l l l i no is  w i th

i ts  p r inc ipa l  p lace  o f 'bus iness  loca tcc l  a t  500 N.  Mich igan Avc . .  S te . - i00 .  ( 'h icago.  l l .606 l l .  ( "Ba le fbo t

( lonsu l tan ts "  ) .

Wt IERITAS, I{oland Jones orvrrs LJ.S. 
' l ' raclemark Registrat iort No. ,164.1 125 { irr thc rnark BAREFO()' I '  SERVICE, rvith

ru registrat i6rr clatc o1'. lLrnc 2:1.2009 (hereatierlcl i rrecl to as " l{oland.fones's I IAI{EF(X)' f  SI1RVlClt i  mark");

WI , lF .RF.AS.  on  Octobe r  l ,  2010.  l la rc t i ro t  L lonsu l tan ts  l l l ed  [ ] .S .  1 ' radernark  App l ica t ion  Ser ia l  No.85141400 to

rcg is rer  the  nrark  BARI I I : (X) l 'CO\StJ t , ' l  AN ' l -S  (hereu l le r  rc l i r rcd  to ; rs  " l ]a rc r f i ro t  ( lonsu l tan ts '  Bn  REI :OOI-

CONSLJLl 'ANl-S nrark" );

Wt {L l i l l ; \S .  I {o l iu rd .J r t r rcs 's  BAITEFOO I 'S I rRVl ( ' l i  rnark  becn c i te t l  l r1 .  ther  l Jn i tc rc l  S lu les  } ) i r len l  and Trac lemark

Oll lce as barlo registrat ion ol 'Baretirot ( lonsLrltarrts '  UAIt lr l --(X)' f  CONStJL I 'ANI'S tt tark in LJ.S. Tradenrark

A l rp l i ca t io r r  Ser ia l  No.  85  l ,1 l ;10( ) ;

Wl,tLlRl lAS. on Augusl 10. l0 I  l .  thc Uniterl  States Pirtcnt ancl l ' raclcrn:rrk Ofl lce issucd a f lnal off ice action ref lsing

thc  reg is te l  Ra lc lbo l  C lons i r l tan ts '  l lARI lF(X)  I  C ' ( )NSt l l .T 'AN ' I 'S  I r t r t rk ;

WHtrRliAS. on lrebr-uary, 9, 20l l .  Bar.efcrot Cernsrr l tarrts appcaled thc LJni le(l  Stales l)atcnt and' lradetnat 'k Olf ice's f lnal

s f - l l cc  ac t io r r  rc l i rs ing  t l r r  rcg is te r  Barc lbo t  ( 'ons t r l lan ts '  RARtTF(X)T ( 'ONSI  j t ,  I -AN ' lS  r r : r rk  to  t l i c ' l - rademark ' f r ia l

and Appea l  Boat 'c l .  p roceed ing  No.  I l5143 '100;

Wl l l : lRL lAS.  thc  I )a r l ies  recogr r izc  thc  va l i c l i t y  o f  each o t l re r ' s  r rsc  anr l  reg is t ra t ion  o f  the i r  rcspcc t ive  marks  in

connectipn with their fespectivc goods an(l services and w' ish to a,, 'oid any conl l ict rvi lh the ot l tct"s l lse or fegistrat ion

of  i t s  rna lk r  and.

WHITRL.n S. the Partres havc conclut led that confirsion is r.rot I ikely to arisc l iorn the use and registrat ion o1-iheir

r.cspecti t ,c ptarks i1 celrrect ion rvit l r  t l reir rcspcctivc gootls and set 'vices as set lbl ' th above because they are providing

dif l 'er-ent, cl ist inct se|vices arrd rvi l l  be crrgag,etl  dif t t |cnt channels ol ' traclc

NOW 1l- l trRLrl-OILE, in c:onsiclcrat ign of rnutual coven?rnts set lbr1h in this Agreernent, and other good and

vallaSlc copsideratiol.  t l re lcccipt and suff lciency of which are hcrcb)'acknorvledged, the part ies agree as

lb l lo rvs :

I.  I tgland.loncs conscnts to the registrat ion o1'f l i i rct i iot Constr l tants'  BAREFO().I  CONSLJLTANTS mark. as

se t  tb r th  in  App l ica t ion  Scr ia l  No.85  1434(n ,  in  connect ion  rv i th  "Non- f i c t ion  books  conte i r l ing

inst lrct i t trral tcx1. narrrelv. t ;airr ing rnanuals contir ini t tg inl irrr lat ion regarding btrsiness adnlirr istrat i0n and

inle lnatiot 'ral brtsi trcss services." in Inte rnal ional Cl l i rss l(r '

2. Rolanc-l  . lones consents to the registrat ion ot 'Baretbot Cttnsultants'  BAItEF-OO'| CIONSLII 'TANTS rnark' as

se1 for.th in Applicati6n Ser. ial No. 851'13400. in ct 'rnncction with "Providing bLtsiness education and



trainirrg. narncl-y. prroviding training regarding business adrninistrat ion and international business services."

in  In tc rna t io t ta l  C Iass  41 .

i .  The l tart ies i lgree t lrat thele is unl ikel; . '1o be anv consr,r luer confirsion betrvecn Roland Jones's BAREFOOT

S[-RVICE rrarl i  and Balefbot C'orrsultants'  BAREFOOT (IONSt lL. ' fANT'S rnalk-

4. I 'he pa;t ies agrcc that their goocls ancl service's arc substantial ly dif fcrcnt and l tave strhstantial ly dif felent

uscs .

5. 
. l ' l rc 

part ies agrec that their gootls ancl scrvices are <Jistr ibutet l  t l rrough dif fcrent channcls oftrat le'

6. l  he parlrcs agree thirt  their respcctive consunlcrs arc knorvleclgcable ancl sopl l ist icated enough to bc able to

dist inelr ish between Rolarrcl . lones's BARFIF()OT SF.RVI(lE. rnark and Barefbot ( lonsultants'  RAREFOOT

(l()NSt I  l , l  ANTS rnarl<.

i .  
' l  

he part ies agrce that 1he ci i f lerences bclwccrr Roland . loncs's goods and services ancl Barefoot Consultants'

gog ls  a1d scrv iccs  a le  s ig r r i l i can t  cnough 1o  e l i r -n ina tc -  nn1 l i ke l iho t l t l  o f  co t ls t t t r te r  c t rn fus io t l .

lJ. f-rach part,v agrees not to rcprcscnt that rhey arc r(r latcd to i l te othcr or t l lat thcir goods and/or services stern

l iopr t l re sArl le sogrcc or p-rarlakc ot 'arr1 corrrrrron clL.ral i t ics or al lr i tr tr tes. I ' )ach part l 'agrecs to idcnti ly i tself  as

the source ol ' their rcspcctive goocls arldlot 'servlccs.

9 - l I l c ; l a r t r c s a g I e L : l ' l o t t o u S e i t l l y l t c l v e r t i s i l r g . 1 - l t . t l t l r c l t i o t t a l . t r r n r a r . k c 1 i r l g t l t l l t e t . i a l s
to hcl icvc thal their gotxls andror sen' iccs arc sponsored ttr  cnclorsetl  l ry thc other party' .

10. lhc par.t ies t lo not arrt ic: ipale l l lat i rny confirsion or r i l istakcs r. l ' i l l  ar ise f l 'orn t l ' reir si tnt l l tattcous use ot ' thei l '

respective trarks. H6wcyer. in l f ic event t l lat any conl irsion t locs arise. or appears l ikely'  the part ies agrec to

c. lr .rr 'u ' ica(c t9 eaclt  pt lcr al l  cletsi ls o1'cach irrst lrncc o1-actttal c,ott fr tsiott  or l i rcts whic:h sLrggcst that

cprr{ irsi6n is l ikelv. apl to coopcrate to take stcps 10 abate thc conl irsiort,  zi t td to prevent confLrsion from

rcc u rr l  ng.

I l .  l  hc partres agrcc t lrat the forgoing substantiates their posi l i t tn that therc: is no l ikel ihotld ofconl irsion

l re lwccn the i r  lespcc t i r  c  l l l i l r ks .

Wgl- lRt-F()R[..  t l re part ics have c,aused tf t is Agrccrnent to bc r lul l  execulccl and becomc ct lect ivc orr the l . lst datc of

execr r l  ion  inc l ioa tcd  bc lo rv .

C lonsu l tan ts .  lnc .

Ro,/o ,a ,'/
I)  r ' int

riLrc

J A y-t.<-f fv .n:*  r
l ) r in l

' l ' i t lc
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