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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Applicant:  ConSeal International Incorporated 
 
Mark:   STOP BUGGING ME! 
 
Serial No.:  85/125,792 
 
Filing Date:  September 9, 2010 
 
Examiner:  Jennifer M. Martin 
 
Our File No.:  57997-0058 
 
 
Trademark Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1451 Alexandria, VA 22313-1451 
 
 
 

APPEAL BRIEF UNDER 37 C.F.R. § 2.141 
 
 
Dear Madam: 

  

Applicant, ConSeal International Incorporated (“ConSeal” or “Applicant”), by and 

through undersigned counsel, hereby respectfully appeals the Examining Attorney’s refusal to 

register the mark STOP BUGGING ME! (the “Mark”) in standard characters. Applicant hereby 

electronically submits this Appeal Brief, along with the fee required pursuant to 37 C.F.R. § 

2.141 and 15 U.S.C. § 1070. A Notice of Appeal was filed on October 7, 2011. 
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DESCRIPTION OF RECORD 

A. PROSECUTION HISTORY 

Applicant’s Mark, STOP BUGGING ME, for “insecticides; pesticides; pesticides for 

exterminating, namely, bed bugs and dust mites,” was initially refused registration on December 

18, 2010 in a non-final Office Action.  Applicant filed a response to the Office Action on March 

14, 2011.  A Final Office Action and refusal of registration was issued by the Examining 

Attorney on April 7, 2011, based on a likelihood of confusion with respect to U.S. Registration 

No. 3,243,838, QUIT BUGGING ME for “insect repellents,” (the “Cited Mark”), and more 

specifically, based on alleged similarity of the marks, similarity of the goods, and similarity of 

trade channels of the goods. Applicant filed a Request for Reconsideration and Notice of Appeal 

on October 7, 2011. The Request for Reconsideration was denied by the Examining Attorney on 

November 2, 2011.   

B. EXAMINING ATTORNEY’S EVIDENCE 

December 18, 2010, Office Action 

 The Examining Attorney’s sole evidence for refusing to register Applicant’s Mark with 

respect to the Cited Mark, based on alleged similarity of the marks, is a definition of the term 

“quit” taken from the website dictionary.com. The Examining Attorney equates the term “quit” 

with the term “stop” and notes that the remaining portions of the marks are the same and, 

therefore, that the marks have the same commercial impression.  

 The Examining Attorney’s sole evidence for refusing to register Applicant’s Mark with 

respect to the Cited Mark, based on a comparison of the goods and a comparison of the trade 

channels of the goods, are printouts from the USPTO’s X-Seach database, which show third-

party registrations of marks purportedly used in connection with the same or similar goods 
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and/or services as those of Applicant’s Mark and the Cited Mark. The Examining Attorney cites 

these third-party registrations in order to suggest that insect repellants and insecticides and 

pesticides, are of a kind that may emanate from a single source.  

April 7, 2011, Final Office Action 

 In the Final Office Action the Examining Attorney reiterates the previous argument and 

presents no new persuasive evidence for refusing to register Applicant’s Mark with respect to the 

Cited Mark, based on the similarity of the marks. 

 The only additional evidence for refusing to register Applicant’s Mark with respect to the 

Cited Mark, based on a comparison of the goods and a comparison of the trade channels of the 

goods, are attachments of websites and online catalogs from Home Depot, Lowes, and Target in 

an attempt to show that Applicant’s and Registrant’s goods are the type of goods that can be sold 

by the same distributor of goods. 

C. APPLICANT’S EVIDENCE 

March 14, 2011, Response to Office Action 

 In contrast to the Examining Attorney’s conclusions, based on the dictionary.com 

definitions cited to show similarity of the marks, Applicant cited definitions from Merriam-

Webster. Specifically, the term “quit,” which means “to set free: relieve, release” and, therefore, has 

a temporary connotation, which is in accord with the Cited Mark’s insect repellent, and the term “stop,” 

which means “to get in the way of: be wounded or killed by” or “to cause to cease” and, therefore, is used 

in conjunction with a permanent connotation with Applicant’s goods (i.e., insecticides; pesticides; 

pesticides for exterminating, namely, bed bugs and dust mites). 
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 Applicant further provided the Examining Attorney a list of marks which were distinguishable 

and dually registered despite being used in conjunction with similar goods and/or services and despite 

containing similar or exact terms. 

 Additionally, Applicant explained that its goods are products for killing, not repelling, insects, 

and are not to be sprayed upon or applied to the human body. Applicant’s goods are marketed and sold to 

businesses and consumers for pest control and extermination. In contrast, the Cited Mark is clearly for 

repellents that are to be used by spraying or otherwise applying to the human body to repel insects from 

landing upon an individual’s skin, hair, or clothing and sold and marketed in retail outlets direct to 

consumers as insect repelling skin care products. 

October 7, 2011, Response to Final Office Action & Request for Reconsideration 

 In response to the Examiner’s argument that Applicant’s Mark and the Cited Mark are 

similar, Applicant identified several additional cases where two marks appeared similar and 

obtained registration for virtually identical goods or services. Applicant also argued that the 

addition of punctuation in Applicant’s Mark (i.e., an exclamation point) makes the marks sound 

distinct when spoken or read. 

 Finally, as further proof that Applicant’s goods are not so similar to the goods of the 

Cited Mark as to bar registration of Applicant’s Mark, Applicant cited a response to an Office 

Action filed by the owner of the Cited Mark in which they admit and agreed that insecticides and 

pesticides are different from and not closely related to insect repellents. See section B of the 

response to the Office Action dated May 24, 2006, filed by the owner of the Cited Mark during 

the prosecution of its own application, attached hereto as Exhibit A. 
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ARGUMENT 

A. No Likelihood of Confusion exists between Applicant’s Mark and the Cited 
Mark. 
 
1. Comparison of the Marks 

Applicant’s Mark is not likely to be confused with the Cited Mark because the sight, 

sound, meaning and overall commercial impressions of the marks are different. In assessing 

likelihood of confusion, marks should be considered in their entireties as to appearance, sound 

and meaning. Professional Art Distribution, Inc. v. Internationaler Zeichenverbank Fur 

Kunstdruckpapier, E.V., 11 U.S.P.Q. 2d 1735 (Fed. Cir. 1989).  A mark should not be dissected 

and considered piecemeal; rather, it must be considered as a whole. See Franklin Mint 

Corporation v. Master Manufacturing Company, 667 F.2d 1005, 1007 (CCPA 1981).  Similarity 

is based on the total effect of the marks, rather than a comparison of any individual features.  See 

Astra Pharm. Prods. Inc. v. Beckman Instru. Inc., 220 U.S.P.Q. 609, 611 (D. Mass. 1983) aff’d 

718 F.2d 1201 (1st Cir. 1983); see also In re Sweet Victory Inc., 228 U.S.P.Q. 959, 961 (TTAB 

1986) (finding marks GLACE CONTINENTAL and GLACE LITE were not likely to be 

confused even though both marks were used in connection with sherbet, because “the overall 

differences in the marks are sufficient so that while source confusion may be possible, it is not 

likely.”). The effect of the entire mark must be considered, including terms other than the terms 

that are similar to the Cited Mark.  See New England Fish Co. v. The Hervin Co., 179 U.S.P.Q. 

743 (TTAB 1973) (stating that “each case requires consideration of the effect of the entire mark 

including any term in addition to that which closely resembles the opposing mark,” and finding 

no likelihood of confusion between BLUE MOUNTAIN KITTY O’S mark and KITTY mark).  
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Although Applicant’s Mark and the Cited Mark share the terms “BUGGING” and “ME,” 

the two marks are, overall, phonetically dissimilar and visually distinct. Applicant’s Mark begins 

with the term “STOP,” which sounds and looks very different from the term “QUIT” and also has a 

different meaning according to commonly accepted dictionary definitions.  The Cited Mark is used on 

insect repellent and, as such, is used for temporary relief from insect pests. The term “quit” 

therefore, has a temporary connotation, which is in accord with the Merriam-Webster definition 

of “quit” that provides, in part, “to set free: relieve, release.” Conversely, Applicant’s Mark is 

used on insecticides; pesticides; pesticides for exterminating, namely, bed bugs and dust mites 

and, as such, is used in conjunction with a permanent connotation. Not surprisingly, Merriam-

Webster defines “stop” as, among other things, “to get in the way of: be wounded or killed by” 

or “to cause to cease.” As such, the average purchaser would be more likely to be able to 

distinguish the two marks by this simple distinction alone. 

Not only do the marks begin with different terms, but Applicant’s Mark contains 

punctuation (i.e., an exclamation point) while the Cited Mark does not.  Applicant’s Mark and 

the Cited Mark also do not sound the same when spoken or read (e.g., Applicant’s Mark is 

spoken or read in a significantly different exclamatory tone as emphasized by the addition of an 

exclamation point making it sound distinct from the Cited Mark).  

Further, marks that are merely similar in appearance have been dually registered in the 

past. Including, to name a few, DURAGOLD (bronze pigment) and EVERGOLD (metal 

powder) see Claremont Polychemical Corp. v. Atlantic Powdered Metals, Inc., 470 F.2d 636, 

176 U.S.P.Q. 207 (C.C.P.A. 1972); GREEN LEAF (plant spray) and BLACK LEAF (plant 

spray) see Smith v. Tobacco By-Products & Chemical Corp., 243 F.2d 188, 113 U.S.P.Q. 339 

(C.C.P.A. 1957); HEALTHY CHOICE (food products) and HEALTH SELECTIONS (food 
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products) see ConAgra, Inc. v. George A. Hormel & Co., 990 F.2d 368, 26 U.S.P.Q.2d 1316 (8th 

Cir. 1993); and TORNADO (wire fencing) and TYPHOON (wire fencing) see Tornado 

Industries, Inc. v. Typhoon Industries, Inc., 20 Misc. 2d 43, 187 N.Y.S.2d 83, 121 U.S.P.Q. 328 

(1959). 

Because the appearance, sound and meaning of Applicant’s Mark are distinguishable 

from the Cited Mark, the overall commercial impression of Applicant’s Mark is not confusingly 

similar to that of the Cited Mark and Applicant’s Mark should be allowed to register. 

2. Comparison of the Goods 

No likelihood of confusion exists between Applicant’s Mark and the Cited Mark because 

the marks are used with different goods that are not closely related.  The goods with which 

Applicant’s Mark is used include “insecticides; pesticides; pesticides for exterminating, namely, 

bed bugs and dust mites.”  The goods with which the Cited Mark is used, as indicated in that 

mark’s registration (see Exhibit B attached hereto), are insect repellents.  In an office action 

dated May 24, 2006, the examining attorney assigned to examine the application filed for the 

Cited Mark stated that the term “repellents” refers to a substance used to repel insects.  The term 

“repel” means “to drive or force back” or “to keep off of or out.”  See referenced office action 

attached hereto as Exhibit C (note: some attachments to the office action omitted to reduce file 

size); see also the definitions from www.dictionary.com for the terms “repellent” and “insect 

repellent,” attached hereto as Exhibits D and E, respectively.  

Insect repellent is a skin care product applied to human skin to prevent insects, including 

biting insects, from landing or remaining on the skin where they may bite or otherwise irritate 

people.  For example, one might wear insect repellent if he or she is at a backyard barbeque, 

camping in the woods, or partaking in another outdoor activity.  Insects that come into contact 
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with repellent products do not land on or near the individual wearing the repellent; instead, they 

avoid and stay away from the individual but are not killed by the repellent.  Insect repellents, like 

almost all substances approved for topical use on human skin, are typically mild substances that 

are not harmful to the skin or dangerous to be used on or around humans.  

In stark contrast, the goods covered by Applicant’s Mark are insecticides and pesticides, 

which are, as the examining attorney discusses in the above-referenced office action attached 

hereto as Exhibit C, chemicals used to kill pests, including insects. Likewise, numerous common 

dictionary definitions for the two terms also define insecticides and pesticides as products used to 

kill insects and other pests.  See Exhibits D and E, respectively.  Unlike Applicant’s repellent 

product, pesticides normally are applied to plants (e.g., crops, flowers, ornamentals, grass, or 

trees grown for timber) or other objects, namely mattresses, in order to kill existing insects, e.g., 

bed bugs and dust mites.  

Additionally, the term “pesticide” also refers to substances that kill pests other than 

insects.  For example, a pesticide may be a chemical substance or biological agent (such as a 

virus or bacteria) used against pests including insects, plant pathogens, weeds, mollusks, birds, 

mammals, fish, nematodes (roundworms) and microbes that compete with humans for food, 

destroy property, spread disease or are a nuisance.  Many insecticides and pesticides, mainly 

chemical pesticides, are poisonous to humans.  In contrast to the goods with which Applicant’s 

Mark is used, the insect repellents sold under the Cited Mark are used solely to deter insects to 

discourage them from landing on or otherwise coming in contact with human skin; the insect 

repellent goods of the Cited Mark are not used to kill insects, plant pathogens, weeds, mollusks, 

birds, mammals, fish, roundworms, or microbes.  
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Moreover, unlike insect repellents, insecticides and pesticides are typically applied to 

plants, crops, or surfaces in homes to kill pests – due to their toxicity, they are not applied to 

human skin and often are not even used near humans.  See article from Wikipedia attached 

hereto as Exhibit F.  While it is entirely common for humans to “shower” themselves in a spray 

of insect repellent, humans do not apply, but rather seek to avoid contact with, insecticides and 

pesticides to their skin.  The owner of the Cited Mark has even admitted and agreed that 

insecticides and pesticides are different from and not closely related to insect repellents.  See 

Exhibit A.  The Cited Mark’s owner’s website (located at www.jason-natural.com) also 

describes its goods as skin care, hair care, body care, oral care and deodorants and states that 

harmful chemicals are not used in its products.  See home page of Cited Mark’s owner’s website 

attached hereto as Exhibit G.  By their very nature as pesticides intended to kill, Applicant’s 

goods are expected to include chemicals that are harmful and lethal to certain organisms.  The 

Cited Mark’s owner also categorizes its insect repellants as skin care products.  See product page 

and insect repellant page of Cited Mark’s owner’s website attached hereto as Composite Exhibit 

H.  For safety, legal, and a multitude of other reasons, Applicant never advertises, promotes, or 

identifies its pesticide goods as skin care products. 

In short, the insecticides and pesticides covered by Applicant’s Mark are dangerous 

chemicals that are applied to plants, crops or other surfaces to kill insects and other pest 

infestations.  These dangerous chemicals are not applied to human skin and would not be used to 

prevent mosquito bites or other insect bites on humans.  By contrast, the Cited Mark’s insect 

repellents are mild substances that are skin care products used on human skin to prevent skin 

irritations from insects – they are not used on plants or crops to kill insects, microbes, weeds, 
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roundworms, or any other pests including bed bugs and dust mites. Consequently, consumers 

would never be confused as to the source of these very different goods.  

 The sole fact that the goods covered by Applicant’s Mark and the Cited Mark relate to 

insects is insufficient for a finding of likelihood of confusion.  For example, in the area of foods, 

related products have been found not likely to be confused with each other - a mark for butter 

and margarine was found not likely to be confused with a very similar mark for shortening 

although they are both food products used in cooking, and dessert powders have been found 

distinguishable from sugar although they are both used to make desserts. See Standard Brands 

Inc. v. Peters, 191 U.S.P.Q. 168, 172 (TTAB 1975) (addition of the word “corn” is sufficient to 

render the mark “CORN-ROYAL” as a whole distinguishable from and registrable over 

“ROYAL” for butter and margarine products, which are specifically different from shortening 

for volume deep fat frying); see also Imperial Sugar Company v. Imperial Products, 139 

U.S.P.Q. 344, 345 (TTAB 1963) (IMPERIAL mark used for both dessert powders and sugar; no 

likelihood of confusion because dessert powders and sugar are “such different food products”); 

see also Electronic Design & Sales v. Electronic Systems, 954 F.2d 713 (Fed. Cir. 1992). (EDS 

mark used for computer programming services and battery chargers and power supplies; no 

likelihood of confusion even though goods and services under both marks were sold to some of 

the same companies).  

Although these cases involve goods that travel in channels of trade that are different from 

Applicant’s goods, the “food” cases and the Electronic Design & Sales case cited above are 

instructive because they involve identical or nearly identical marks that cover arguably related 

goods. As in the “food” cases, Applicant’s goods are not sufficiently related to the goods covered 

by the Cited Mark for confusion to be likely.  Furthermore, the goods in the “food” cases are far 
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more closely related than the goods of Applicant’s Mark and the Cited Mark in the present case.  

The mere fact that the Examiner used the search term “insect” to produce printouts of insect 

repellants and insecticides sold from the websites of large scale distributors such as Home Depot, 

Lowes, and Target is insufficient to show that the goods are likely to be confused. Such evidence 

should not be relied upon in refusing registration of Applicant’s Mark as all three of these 

companies are large, national, “big-box store” mass retailers that sell goods in virtually all 

classes.  Such national mass retailers will, of course, sell goods in their brick and mortar stores 

and in their online stores that are identical to those of Applicant’s Mark and the Cited Mark, just 

as those same mass retailers also sell clothing, food, home goods, books and magazines, 

electronics, and goods from nearly every other class.  In fact, insecticides and insect repellants 

are often sold in different locations within any of these large scale distributors’ brick and mortar 

stores because of the difference in their intended use (i.e., skin care products versus toxic 

chemicals for killing pests). Because of the liability involved in the accidental personal injury 

that could occur through the use of an insecticide or pesticide on the human skin as an insect 

repellant, these large scale distributors ensure that these goods are physically separated in their 

stores just as rat poisons, insecticides, and other pesticides are not placed in food aisles or 

cosmetic/skin care aisles in grocery stores or drug stores.  

Because the products at issue here are different, Applicant’s insecticides and pesticides 

are not likely to be confused with the insect repellent covered by the Cited Mark and Applicant’s 

Mark should be allowed to register. 
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CONCLUSION 

 Accordingly, there is no likelihood of confusion here and Applicant respectfully requests 

that the Board grant this Appeal and allow the Applicant’s Mark, STOP BUGGING ME!, to 

register. 

       Respectfully submitted, 

 

Date: February 8, 2012    /James David Johnson/    
       James David Johnson, Esq. 
       JAMES DAVID JOHNSON, P.A. 
       401 East Las Olas Boulevard 
       Suite 130-290 
       Fort Lauderdale, FL  33301 
       Telephone: (954) 626-0631 
       Facsimile: (954) 206-0013 
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EXHIBIT A 



PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 78749065

LAW OFFICE ASSIGNED LAW OFFICE 110

MARK SECTION (no change)

ARGUMENT(S)

Examiner’s Refusal to Register Applicant’s MarkI.
Introduction.A.
The Examining Attorney has refused to register Applicant's mark QUIT BUGGING ME,
Serial No. 78/749,065, for "insect repellents," in Class 5 (the "Applicant’s Mark") under
the Trademark Act § 2(d), claiming that the Applicant’s Mark is likely to be confused with
the mark DON’T BUG ME, U.S. Reg. No. 2,398,226, registered in connection with
"pesticides for domestic use," in Class 5 (the "Cited Mark"). The Examining Attorney
asserts that there is a likelihood of confusion between the Cited Mark and the Applicant’s
Mark because marks are similar in overall commercial impression and the goods are
identical or closely related. However, the Applicant respectfully disagrees with the
Examining Attorney’s assertions. The products at issue are different and are used for
different purposes – the Applicant’s product is used on human skin and/or in the air around
humans to keep insects away, whereas the product covered by the Cited Mark is a pesticide,
which would be used not on humans but on plants, flowers, or objects to kill pests.
Accordingly, based on the within discussion, Applicant respectfully requests
reconsideration of the Examiner’s refusal to register.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the marksB.
are used in connection with different goods.
There is no likelihood of confusion between the Applicant’s Mark and the Cited Mark
because the marks cover goods that are not closely related. The goods covered by the
Applicant’s Mark are insect repellents. As discussed by the Examining Attorney in the
Office Action, the term "repellents" refers to a substance used to repel insects. The term
"repel" means "to drive or force back" or "to keep off of or out." See attached excerpt from
www.dictionary.com. Insect repellent is applied to human skin to prevent insects from
landing or remaining on the skin and biting individuals. For example, one might wear insect
repellent if he or she is at a backyard barbeque, camping in the woods, or partaking in
another outdoor activity. Insects that come into contact with repellant do not land on or near
the individual wearing the repellant – they stay away from the individual, but they are not
killed by the repellant. Insect repellants, like all substances applied to human skin, are
typically mild substances that are not harmful to the skin or dangerous to be used on or
around humans. In contrast, the goods covered by the Cited Mark are pesticides, which are,



as the Examining Attorney discusses in the Office Action, a chemical used to kill pests,
including insects. Unlike the Applicant’s repellent product, pesticides normally are applied
to plants, crops or other objects in order to kill existing insects. However, the term
"pesticides" refers to substances that also kill pests other than insects. For example, the
online encyclopedia www.wikipedia.org states that a "pesticide may be a chemical
substance or biological agent (such as a virus or bacteria) used against pests including
insects, plant pathogens, weeds, mollusks, birds, mammals, fish, nematodes (roundworms)
and microbes that compete with humans for food, destroy property, spread disease or are a
nuisance. Many pesticides, mainly chemical pesticides, are poisonous to humans." See
attached excerpt from www.wikipedia.org. In contrast, the insect repellents sold by the
Applicant are used solely to keep insects off of human skin, not to kill plant pathogens,
weeds, mollusks, birds, mammals, fish, roundworms or microbes. Moreover, unlike insect
repellent, pesticides are typically applied to plants, crops, or surfaces in homes to kill pests
– they are not applied to human skin and they are not even used near humans. As discussed
in the excerpt from www.wikipedia.org above, pesticides are notoriously dangerous to
humans and are also dangerous to the environment. In fact, when homes are treated with
pesticides, residents typically leave the home and do not return until the dangerous pesticide
fumes have dissipated. Similarly, humans are usually advised to wash fruit and vegetables
thoroughly before eating them, to prevent the ingestion of dangerous pesticides that might
be on the surface of the food. In addition, there have been many instances in which
pesticides have killed or harmed humans, such as the pesticides Agent Orange and DDT. In
short, the pesticides covered by the Cited Mark are dangerous chemicals that are applied to
plants, crops or other surfaces to kill pests. These dangerous chemicals are not applied to
human skin and would not be used to prevent mosquito bites or other insect bites on
humans. By contrast, the Applicant’s insect repellents are mild substances used on human
skin to prevent skin irritations from insects – they are not used on plants or crops to kill
insects, microbes, weeds, roundworm, or other pests. Consequently, consumers would
never be confused as to the source of these very different goods. The sole fact that the
goods covered by the Applicant’s Mark and the Cited Mark relate to insects is insufficient
for a finding of likelihood of confusion. For example, in the area of foods, related products
have been found not likely to be confused with each other - a mark for butter and margarine
was found not likely to be confused with a very similar mark for shortening although they
are both food products used in cooking, and dessert powders have been found
distinguishable from sugar although they are both used to make desserts. See Standard
Brands Inc. v. Peters, 191 U.S.P.Q. 168, 172 (TTAB 1975) (addition of the word "corn" is
sufficient to render the mark "CORN-ROYAL" as a whole distinguishable from and
registrable over "ROYAL" for butter and margarine products, which are specifically
different from shortening for volume deep fat frying); see also Imperial Sugar Company v.
Imperial Products, 139 U.S.P.Q. 344, 345 (TTAB 1963) (IMPERIAL mark used for both
dessert powders and sugar; no likelihood of confusion because dessert powders and sugar
are "such different food products"); Electronic Design & Sales v. Electronic Systems, 954
F.2d 713 (Fed. Cir. 1992). (EDS mark used for computer programming services and battery
chargers and power supplies; no likelihood of confusion even though goods and services
under both marks were sold to some of the same companies). Although these cases involve
goods that travel in channels of trade that are different from the Applicant’s goods, the
"food" cases and the EDS case cited above are instructive because they involve identical or
nearly identical marks that cover arguably related goods. As in the "food" cases, the
Applicant’s goods are not sufficiently related to the goods covered by the Cited Marks for
confusion to be likely. Furthermore, the goods in the "food" cases are far more closely
related than the goods and services in the present case. Because the products at issue here



are different, Applicant’s insect repellent is not likely to be confused with the pesticides
covered by the Cited Mark.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the sight,C.
sound, meaning and overall commercial impressions of the marks are different.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the sight,
sound, meaning and overall commercial impressions of the marks are different. When the
differences in the appearances, sound, and meaning are taken together, the overall
commercial impression of the Applicant’s QUIT BUGGING ME mark is distinguishable
from the mark DON’T BUG ME. In assessing likelihood of confusion, marks should be
considered in their entireties as to appearance, sound and meaning. Professional Art
Distribution, Inc. v. Internationaler Zeichenverbank Fur Kunstdruckpapier, E.V., 11
U.S.P.Q. 2d 1735 (Fed. Cir. 1989). A mark should not be dissected and considered
piecemeal; rather, it must be considered as a whole. See Franklin Mint Corporation v.
Master Manufacturing Company, 667 F.2d 1005, 1007 (CCPA 1981). Considered in its
entirety, the appearance, sound and meaning of the Applicant’s QUIT BUGGING ME
mark is greatly different from the appearance, sound and meaning of the mark DON’T
BUG ME. The fact that the marks share the term "ME" is not dispositive, as similarity is
based on the total effect of the marks, rather than a comparison of any individual features.
See Astra Pharm. Prods. Inc. v. Beckman Instru. Inc., 220 U.S.P.Q. 609, 611 (D. Mass.
1983) aff'd 718 F.2d 1201 (1st Cir. 1983); see also In re Sweet Victory Inc., 228 U.S.P.Q.
959, 961 (TTAB 1986) (finding marks GLACE CONTINENTAL and GLACE LITE were
not likely to be confused even though both marks were used in connection with sherbet,
because "the overall differences in the marks are sufficient so that while source confusion
may be possible, it is not likely.") The Examining Attorney should consider the effect of the
entire mark, including terms other than the terms that are similar to the Cited Mark. See
New England Fish Co. v. The Hervin Co., 179 U.S.P.Q. 743 (TTAB 1973)(stating that
"each case requires consideration of the effect of the entire mark including any term in
addition to that which closely resembles the opposing mark," and finding no likelihood of
confusion between BLUE MOUNTAIN KITTY O’S mark and KITTY mark). Similar to
the "GLACE" marks in In re Sweet Victory, and the "KITTY" marks in New England Fish
Co., although the Applicant’s mark and the marks cited by the Examining Attorney share
the term "ME" they are, overall, phonetically dissimilar and visually distinct. The
Applicant’s mark uses the term QUIT and a different form of the term BUG, they begin
with different terms, have different numbers of syllables, and do not sound the same when
spoken or read (the Applicant’s Mark takes more time to say and sounds much longer than
the Cited Mark). Moreover, the meanings of the marks are different. The Applicant’s
QUIT BUGGING ME mark presupposes that the object of the "bugging" is already being
annoyed and wants the aggravating party to leave, whereas the Cited Mark indicates that
the object has not yet been "bugged" by the aggravating party. Because the appearance,
sound and meaning of the Applicant’s Mark are distinguishable from the Cited Mark, the
overall commercial impression of the Applicant’s Mark is not confusingly similar to that of
the Cited Mark.
Conclusion.D.

The marks at issue cover different types of specialized goods which themselves are not substitutes for,
and which do not compete with, one another. Further, the Applicant’s Mark is distinguishable in
appearance, sound and meaning from the Cited Mark. Accordingly, there is no likelihood of confusion
here, and the Applicant respectfully requests that the Examining Attorney reconsider his refusal to
register the Applicant’s Mark and allow the mark to proceed to registration.
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Response to Office Action



To the Commissioner for Trademarks:

Application serial no. 78749065 has been amended as follows:
Argument(s)
In response to the substantive refusal(s), please note the following:

Examiner’s Refusal to Register Applicant’s MarkI.
Introduction.A.
The Examining Attorney has refused to register Applicant's mark QUIT BUGGING ME,
Serial No. 78/749,065, for "insect repellents," in Class 5 (the "Applicant’s Mark") under the
Trademark Act § 2(d), claiming that the Applicant’s Mark is likely to be confused with the
mark DON’T BUG ME, U.S. Reg. No. 2,398,226, registered in connection with "pesticides
for domestic use," in Class 5 (the "Cited Mark"). The Examining Attorney asserts that there is
a likelihood of confusion between the Cited Mark and the Applicant’s Mark because marks
are similar in overall commercial impression and the goods are identical or closely related.
However, the Applicant respectfully disagrees with the Examining Attorney’s assertions. The
products at issue are different and are used for different purposes – the Applicant’s product is
used on human skin and/or in the air around humans to keep insects away, whereas the
product covered by the Cited Mark is a pesticide, which would be used not on humans but on
plants, flowers, or objects to kill pests. Accordingly, based on the within discussion,
Applicant respectfully requests reconsideration of the Examiner’s refusal to register.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the marks areB.
used in connection with different goods.
There is no likelihood of confusion between the Applicant’s Mark and the Cited Mark
because the marks cover goods that are not closely related. The goods covered by the
Applicant’s Mark are insect repellents. As discussed by the Examining Attorney in the Office
Action, the term "repellents" refers to a substance used to repel insects. The term "repel"
means "to drive or force back" or "to keep off of or out." See attached excerpt from
www.dictionary.com. Insect repellent is applied to human skin to prevent insects from
landing or remaining on the skin and biting individuals. For example, one might wear insect
repellent if he or she is at a backyard barbeque, camping in the woods, or partaking in another
outdoor activity. Insects that come into contact with repellant do not land on or near the
individual wearing the repellant – they stay away from the individual, but they are not killed
by the repellant. Insect repellants, like all substances applied to human skin, are typically mild
substances that are not harmful to the skin or dangerous to be used on or around humans. In
contrast, the goods covered by the Cited Mark are pesticides, which are, as the Examining
Attorney discusses in the Office Action, a chemical used to kill pests, including insects.
Unlike the Applicant’s repellent product, pesticides normally are applied to plants, crops or
other objects in order to kill existing insects. However, the term "pesticides" refers to
substances that also kill pests other than insects. For example, the online encyclopedia
www.wikipedia.org states that a "pesticide may be a chemical substance or biological agent
(such as a virus or bacteria) used against pests including insects, plant pathogens, weeds,
mollusks, birds, mammals, fish, nematodes (roundworms) and microbes that compete with
humans for food, destroy property, spread disease or are a nuisance. Many pesticides, mainly
chemical pesticides, are poisonous to humans." See attached excerpt from
www.wikipedia.org. In contrast, the insect repellents sold by the Applicant are used solely to
keep insects off of human skin, not to kill plant pathogens, weeds, mollusks, birds, mammals,
fish, roundworms or microbes. Moreover, unlike insect repellent, pesticides are typically



applied to plants, crops, or surfaces in homes to kill pests – they are not applied to human
skin and they are not even used near humans. As discussed in the excerpt from
www.wikipedia.org above, pesticides are notoriously dangerous to humans and are also
dangerous to the environment. In fact, when homes are treated with pesticides, residents
typically leave the home and do not return until the dangerous pesticide fumes have
dissipated. Similarly, humans are usually advised to wash fruit and vegetables thoroughly
before eating them, to prevent the ingestion of dangerous pesticides that might be on the
surface of the food. In addition, there have been many instances in which pesticides have
killed or harmed humans, such as the pesticides Agent Orange and DDT. In short, the
pesticides covered by the Cited Mark are dangerous chemicals that are applied to plants, crops
or other surfaces to kill pests. These dangerous chemicals are not applied to human skin and
would not be used to prevent mosquito bites or other insect bites on humans. By contrast, the
Applicant’s insect repellents are mild substances used on human skin to prevent skin
irritations from insects – they are not used on plants or crops to kill insects, microbes, weeds,
roundworm, or other pests. Consequently, consumers would never be confused as to the
source of these very different goods. The sole fact that the goods covered by the Applicant’s
Mark and the Cited Mark relate to insects is insufficient for a finding of likelihood of
confusion. For example, in the area of foods, related products have been found not likely to be
confused with each other - a mark for butter and margarine was found not likely to be
confused with a very similar mark for shortening although they are both food products used in
cooking, and dessert powders have been found distinguishable from sugar although they are
both used to make desserts. See Standard Brands Inc. v. Peters, 191 U.S.P.Q. 168, 172 (TTAB
1975) (addition of the word "corn" is sufficient to render the mark "CORN-ROYAL" as a
whole distinguishable from and registrable over "ROYAL" for butter and margarine products,
which are specifically different from shortening for volume deep fat frying); see also Imperial
Sugar Company v. Imperial Products, 139 U.S.P.Q. 344, 345 (TTAB 1963) (IMPERIAL
mark used for both dessert powders and sugar; no likelihood of confusion because dessert
powders and sugar are "such different food products"); Electronic Design & Sales v.
Electronic Systems, 954 F.2d 713 (Fed. Cir. 1992). (EDS mark used for computer
programming services and battery chargers and power supplies; no likelihood of confusion
even though goods and services under both marks were sold to some of the same companies).
Although these cases involve goods that travel in channels of trade that are different from the
Applicant’s goods, the "food" cases and the EDS case cited above are instructive because
they involve identical or nearly identical marks that cover arguably related goods. As in the
"food" cases, the Applicant’s goods are not sufficiently related to the goods covered by the
Cited Marks for confusion to be likely. Furthermore, the goods in the "food" cases are far
more closely related than the goods and services in the present case. Because the products at
issue here are different, Applicant’s insect repellent is not likely to be confused with the
pesticides covered by the Cited Mark.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the sight,C.
sound, meaning and overall commercial impressions of the marks are different.
The Applicant’s Mark is not likely to be confused with the Cited Mark because the sight,
sound, meaning and overall commercial impressions of the marks are different. When the
differences in the appearances, sound, and meaning are taken together, the overall commercial
impression of the Applicant’s QUIT BUGGING ME mark is distinguishable from the mark
DON’T BUG ME. In assessing likelihood of confusion, marks should be considered in their
entireties as to appearance, sound and meaning. Professional Art Distribution, Inc. v.
Internationaler Zeichenverbank Fur Kunstdruckpapier, E.V., 11 U.S.P.Q. 2d 1735 (Fed. Cir.
1989). A mark should not be dissected and considered piecemeal; rather, it must be
considered as a whole. See Franklin Mint Corporation v. Master Manufacturing Company,



667 F.2d 1005, 1007 (CCPA 1981). Considered in its entirety, the appearance, sound and
meaning of the Applicant’s QUIT BUGGING ME mark is greatly different from the
appearance, sound and meaning of the mark DON’T BUG ME. The fact that the marks share
the term "ME" is not dispositive, as similarity is based on the total effect of the marks, rather
than a comparison of any individual features. See Astra Pharm. Prods. Inc. v. Beckman Instru.
Inc., 220 U.S.P.Q. 609, 611 (D. Mass. 1983) aff'd 718 F.2d 1201 (1st Cir. 1983); see also In
re Sweet Victory Inc., 228 U.S.P.Q. 959, 961 (TTAB 1986) (finding marks GLACE
CONTINENTAL and GLACE LITE were not likely to be confused even though both marks
were used in connection with sherbet, because "the overall differences in the marks are
sufficient so that while source confusion may be possible, it is not likely.") The Examining
Attorney should consider the effect of the entire mark, including terms other than the terms
that are similar to the Cited Mark. See New England Fish Co. v. The Hervin Co., 179
U.S.P.Q. 743 (TTAB 1973)(stating that "each case requires consideration of the effect of the
entire mark including any term in addition to that which closely resembles the opposing
mark," and finding no likelihood of confusion between BLUE MOUNTAIN KITTY O’S
mark and KITTY mark). Similar to the "GLACE" marks in In re Sweet Victory, and the
"KITTY" marks in New England Fish Co., although the Applicant’s mark and the marks
cited by the Examining Attorney share the term "ME" they are, overall, phonetically
dissimilar and visually distinct. The Applicant’s mark uses the term QUIT and a different
form of the term BUG, they begin with different terms, have different numbers of syllables,
and do not sound the same when spoken or read (the Applicant’s Mark takes more time to
say and sounds much longer than the Cited Mark). Moreover, the meanings of the marks are
different. The Applicant’s QUIT BUGGING ME mark presupposes that the object of the
"bugging" is already being annoyed and wants the aggravating party to leave, whereas the
Cited Mark indicates that the object has not yet been "bugged" by the aggravating party.
Because the appearance, sound and meaning of the Applicant’s Mark are distinguishable
from the Cited Mark, the overall commercial impression of the Applicant’s Mark is not
confusingly similar to that of the Cited Mark.
Conclusion.D.

The marks at issue cover different types of specialized goods which themselves are not substitutes for, and
which do not compete with, one another. Further, the Applicant’s Mark is distinguishable in appearance,
sound and meaning from the Cited Mark. Accordingly, there is no likelihood of confusion here, and the
Applicant respectfully requests that the Examining Attorney reconsider his refusal to register the
Applicant’s Mark and allow the mark to proceed to registration.
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Evidence in the nature of Scanned copies of dictionary and encyclopedia references has been attached.
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