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MARK SECTION (no change)

ARGUMENT(S)

Notice of Appeal
 
A Notice of Appeal is being filed concurrently with this Request for Reconsideration. 
 
 

Discussion
 
            In the final office action dated June 14, 2011, the Examining Attorney continued and made final
her refusal under Trademark Act Section 2(d) based on prior Registration No. 3369786.  A Notice of
Appeal is being filed concurrently with this Request for Reconsideration. 
 
            Applicant continues to respectfully disagree that there is a likelihood of confusion with the cited
registration.  It is well established that a likelihood of confusion analysis must be based upon all of the
probative facts in evidence.  See In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973); see also In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65 USPQ2d1201 (Fed. Cir.
2003).  The issue of likelihood of confusion typically revolves around the similarity or dissimilarity of
the marks and the relatedness of the goods or services.  Even where the marks are similar in one aspect,
if the goods or services in question are not related or marketed in such a way that they would be
encountered by the same persons in situations that would create the incorrect assumption that they
originate from the same source, confusion is not likely.  Other relevant factors in determining likelihood
of confusion includes the similarity or dissimilarity of established, likely-to-continue trade channels and
the conditions under which and buyers to whom sales are made, i.e., “impulse” vs. careful,
sophisticated purchasing conditions.  Further, consideration must also be given to the overall effect of
the entire mark.  See Rockwood Chocolate Co., Inc. v. Hoffman Candy Company, 152 USPQ 599
(CCPA 1967). 
 
In this case, the respective marks convey distinct overall commercial impressions based on the
distinctive stylization and design elements present in marks, and the goods and services are offered,
marketed and utilized in sufficiently disparate trade channels and to distinct classes of highly
sophisticated consumers, such that there would be no likelihood of confusion.
 



Applicant has applied to register the mark MIDAS MILLIONS, for computer game programs; computer
game software; slot machines, in Class 9; scratch cards for playing lottery games, in Class 28; and
entertainment services, namely, providing a website featuring online gaming, and conducting live
blackjack card game tournaments; entertainment services, namely, providing on-line computer betting
and gaming services, in Class 41. 
 
The cited registered mark is MIDAS MILLIONS, owned by Aristocrat Technologies, Inc., for gaming
devices, namely, gaming machines and associated software for use therewith. 
 
The goods in the cited registration are stand-alone gaming machines, as supported by the specimen of
records.  See Exhibit A.  The registrant does not offer scratch cards for playing lottery games, nor does
it provide a website featuring online gaming and conducting live blackjack card game tournaments or
online computer betting and gaming services.  Customers playing a stand-alone gaming machine are not
likely to believe that a scratch-off lottery card, perhaps purchased at a convenience store back in his
home state, is related to the gaming machine he played, for example, in Las Vegas.  Accordingly, the
goods and services of the Applicant and the cited registrant are distinguishable and therefore customers
would not believe the goods or services originate in the same source.   If the instant refusal is limited to
certain classes of the application, Applicant respectfully requests that the refusal be expressly limited
accordingly.  
 
Next, the registrant’s customers apparently include licensed and legal Class III gaming establishments.  
The registrant designs, manufactures, markets and sells gaming machines, progressive systems, and
casino management systems.  See Exhibit B.  Applicant is a leader in its field, focusing solely on
providing innovative, best-of-breed games to the betting and gambling sector.  Applicant’s customers
include large operators, bookmakers and platform providers.  See Exhibit C.  Moreover, the respective
goods are highly specialized, offered in highly sophisticated trade channels, and are offered at high price
points.  Accordingly, these factors work to mitigate any likelihood of confusion. 
 
            Accordingly, Applicant respectfully requests withdrawal of the refusal and approval of instant
application for publication.
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Exhibit A - Copies of registrant's specimens; Exhibit B - About Us from
registrant's website; Exhibit C - About Us from applicant's website
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85087050 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Notice of Appeal
 
A Notice of Appeal is being filed concurrently with this Request for Reconsideration. 
 
 

Discussion
 



            In the final office action dated June 14, 2011, the Examining Attorney continued and made final
her refusal under Trademark Act Section 2(d) based on prior Registration No. 3369786.  A Notice of
Appeal is being filed concurrently with this Request for Reconsideration. 
 
            Applicant continues to respectfully disagree that there is a likelihood of confusion with the cited
registration.  It is well established that a likelihood of confusion analysis must be based upon all of the
probative facts in evidence.  See In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973); see also In re Majestic Distilling Co., Inc., 315 F.3d 1311, 65 USPQ2d1201 (Fed. Cir.
2003).  The issue of likelihood of confusion typically revolves around the similarity or dissimilarity of the
marks and the relatedness of the goods or services.  Even where the marks are similar in one aspect, if the
goods or services in question are not related or marketed in such a way that they would be encountered by
the same persons in situations that would create the incorrect assumption that they originate from the same
source, confusion is not likely.  Other relevant factors in determining likelihood of confusion includes the
similarity or dissimilarity of established, likely-to-continue trade channels and the conditions under which
and buyers to whom sales are made, i.e., “impulse” vs. careful, sophisticated purchasing conditions.  
Further, consideration must also be given to the overall effect of the entire mark.  See Rockwood
Chocolate Co., Inc. v. Hoffman Candy Company, 152 USPQ 599 (CCPA 1967). 
 
In this case, the respective marks convey distinct overall commercial impressions based on the distinctive
stylization and design elements present in marks, and the goods and services are offered, marketed and
utilized in sufficiently disparate trade channels and to distinct classes of highly sophisticated consumers,
such that there would be no likelihood of confusion.
 
Applicant has applied to register the mark MIDAS MILLIONS, for computer game programs; computer
game software; slot machines, in Class 9; scratch cards for playing lottery games, in Class 28; and
entertainment services, namely, providing a website featuring online gaming, and conducting live
blackjack card game tournaments; entertainment services, namely, providing on-line computer betting and
gaming services, in Class 41. 
 
The cited registered mark is MIDAS MILLIONS, owned by Aristocrat Technologies, Inc., for gaming
devices, namely, gaming machines and associated software for use therewith. 
 
The goods in the cited registration are stand-alone gaming machines, as supported by the specimen of
records.  See Exhibit A.  The registrant does not offer scratch cards for playing lottery games, nor does it
provide a website featuring online gaming and conducting live blackjack card game tournaments or online
computer betting and gaming services.  Customers playing a stand-alone gaming machine are not likely to
believe that a scratch-off lottery card, perhaps purchased at a convenience store back in his home state, is
related to the gaming machine he played, for example, in Las Vegas.  Accordingly, the goods and services
of the Applicant and the cited registrant are distinguishable and therefore customers would not believe the
goods or services originate in the same source.   If the instant refusal is limited to certain classes of the
application, Applicant respectfully requests that the refusal be expressly limited accordingly.  
 
Next, the registrant’s customers apparently include licensed and legal Class III gaming establishments.  
The registrant designs, manufactures, markets and sells gaming machines, progressive systems, and casino
management systems.  See Exhibit B.  Applicant is a leader in its field, focusing solely on providing
innovative, best-of-breed games to the betting and gambling sector.  Applicant’s customers include large
operators, bookmakers and platform providers.  See Exhibit C.  Moreover, the respective goods are highly
specialized, offered in highly sophisticated trade channels, and are offered at high price points. 
Accordingly, these factors work to mitigate any likelihood of confusion. 



 
            Accordingly, Applicant respectfully requests withdrawal of the refusal and approval of instant
application for publication.

EVIDENCE
Evidence in the nature of Exhibit A - Copies of registrant's specimens; Exhibit B - About Us from
registrant's website; Exhibit C - About Us from applicant's website has been attached.
Original PDF file:
evi_63122162138-094250217_._MIDAS_MILLIONS_-_Exhibit_A.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_63122162138-094250217_._MIDAS_MILLIONS_-_Exhibit_B.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_63122162138-094250217_._MIDAS_MILLIONS_-_Exhibit_C.pdf
Converted PDF file(s) (1 page)
Evidence-1

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /hparksuk/     Date: 12/13/2011
Signatory's Name: Hae Park-Suk
Signatory's Position: Attorney of Record, DC

Signatory's Phone Number: 202-408-6919

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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