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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Application of 

 

Michelin North America, Inc. 

 

Serial No.:  85/077,031 

 

Filed:  July 2, 2010 

 

Mark:         1-800-TIRE-911 
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: 

: 

: 
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Michael Webster 

Trademark Examining Attorney 

Law Office 102 

 

 

REQUEST FOR SUSPENSION OF APPEAL AND REMAND OF APPLICATION TO 

SUPPLEMENT THE RECORD 

 

 

 Appellant Michelin North America, Inc. (hereafter “Appellant”), through its undersigned 

counsel, hereby requests, pursuant to 37 C.F.R. § 2.142(d), that this appeal be temporarily 

suspended and the application be remanded to the Examining Attorney for the limited purpose of 

supplementing the record with the U.S. Certificates of Registration attached in Exhibits A and B. 

 Section 1207.02 of the Trademark Trial and Appeal Board Manual of Procedure 

(“TBMP”) permits an applicant to make of record additional evidence after the filing of an ex 

parte appeal through a written request that shows good cause and is made prior to the rendering 

of the Board’s final decision on the appeal.  Appellant’s request for a remand is timely and 

supported by good cause. 

 On March 3, 2014, Appellant filed a brief on appeal from the Examining Attorney’s Final 

Office Action dated July 8, 2013 (“Final Action”).  The Final Action refused registration on the 

ground that Appellant’s mark, as used on the specimens of record, does not function as a service 

mark.  At pages 9-11 of the Appeal Brief, Appellant reproduced, in part, a numerical list of third-

party registrations that originally appeared at pages 2-3 of Appellant’s Request for 
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Reconsideration dated July 30, 2013 (“Request for Reconsideration”).  Appellant referenced 

those third-party registrations in both the Appeal Brief and the Request for Reconsideration to 

show the number of toll-free telephone number (“1-800” structure) marks that have been 

registered by the PTO based on specimens materially the same as the specimens submitted by 

Appellant.  Attachments 1 to 50 to the Request for Reconsideration provided examples of the 

specimens for each listed third-party registration.  Appellant also made of record in the Request 

for Reconsideration the electronic equivalent of the registration certificates for certain of the 

third-party marks on that list.
1
  Registration certificates for certain other third-party marks on the 

list, however, appear to have been inadvertently omitted from the July 30, 2013 filing. 

 Just prior to filing Appellant’s Appeal Brief, newly appearing counsel for Appellant 

learned that corresponding Certificates of Registration were not made of record for all of the 

third-party marks appearing on that July 30 list.  As such, current counsel wishes to supplement 

the record with the registration certificates for those marks and attaches a copy of those 

certificates as Exhibit A hereto.  See TBMP § 1207.02 (stating that the Board has found good 

cause for a remand where a new attorney has appeared on behalf of the applicant); see also In re 

Paycom Payroll, L.L.C., Serial No. 77915392, 2012 TTAB LEXIS 381, at *3 (T.T.A.B. Sept. 28, 

2012) (non-precedential) (noting that the Board granted the Examining Attorney’s request to 

supplement the record with evidence that was inadvertently omitted).  As the Examining 

Attorney already was expressly notified of these third-party marks, and they also appear to have 

                                                 
1
 See Attachment 51 to the Request for Reconsideration containing TSDR records for 1-800-45HI-PRO (Reg. No. 

1,966,592); 1-800-622-BEST (Reg. No. 2,224,899); 1-800-ASK-USPS (Reg. No. 2,345,079); 1-800-WIN-WIN-1 

(Reg. No. 3,106,660); 1-800-CALL-JOE (Reg. No. 3,538,372); 1-800-PITCREW & design (Reg. No. 3,873,897); 1-

800-CALL-KEN (Reg. No. 3,946,570); 1-800-THERAPIST (Reg. No. 4,285,135) and 1-800-My-Eye-Doc (Reg. 

No. 4,298,015).   

 

The registration certificates for the following third-party marks on the list were previously made of record as part of 

Exhibit C to Appellant’s June 17, 2013 Office Action Response (“June 2013 Response”):  1-800-NEW-FLOOR 

(Reg. No. 4,058,459); 1-800-UNLOCKS (Reg. No. 4,189,990); 1-800-IN-STOCK (Reg. No. 4,196,740); 1-800 2 

SELL HOMES (Reg. No. 4,224,708); 1-800-THERAPIST (Reg. No. 4,285,135); 1-800-TAXICAB (Reg. No. 

4,288,048); and 1-800-My-Eye-Doc (Reg. No. 4,298,015). 
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been considered by the Examining Attorney in connection with the prosecution below, see 

August 20, 2013 letter denying Request for Reconsideration at pages 4 and 6, ensuring that the 

appellate record is complete provides further good cause for permitting current counsel’s request, 

and there should be no prejudice to the Examining Attorney. 

 Appellant also respectfully requests permission to supplement the record with the 

registration certificates contained in Exhibit B for the following third-party marks:  DRYWALL 

911 (Reg. No. 4,480,684); ELECTRICIAN 911 (Reg. No. 4,394,887); COMPUTER 911 (Reg. 

No. 1,897,907); DENTAL 911 (Reg. No. 3,834,939) and BED BUG 911 (Reg. No. 4,015,292).  

These registrations further support the argument originally made by Appellant in its June 2013 

Response to a non-final office action, and which is reiterated at page 7 of the Appeal Brief, that 

the term “911” is recognized by the PTO as having source-indicating significance, when used in 

the same manner as it is by Appellant, namely, after an informative word (1-800-TIRE-911 in 

Appellant’s case) and in connection with assistance and/or repair services.  Adding these 

registration certificates to the record will not raise new issues and at least two of the registrations 

(i.e., Registration Nos. 4,480,684 and 4,394,887) could not have been made of record with 

Appellant’s submissions in the proceeding below as they issued after the Request for 

Reconsideration was denied.  See TBMP § 1207.02 (stating that the Board has found good cause 

for a remand to add evidence that was not previously available).   

 Given that the Examining Attorney has yet to file his brief, Appellant’s request for 

remand is timely.  The evidence is relevant to two arguments with which the Examining 

Attorney is already well familiar; and has already been specifically advised of much of the 

evidence through a prior office action response.  Appellant respectfully requests that the appeal 

be suspended and that the application be remanded so that the record may be supplemented with 

registration certificates attached within Exhibits A and B hereto.  
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       MICHELIN NORTH AMERICA, INC. 

 

Date: April 7, 2014    By:    /Melissa Alcantara/    

       Fred W. Hathaway, Esq. 

       Melissa Alcantara, Esq. 

       DICKINSON WRIGHT PLLC 

       1875 Eye Street, N.W., Suite 1200 

       Washington, DC  20006 

       Tel.:  (202) 457-0160 

       Email:  FHathaway@dickinsonwright.com 

        MAlcantara@dickinsonwright.com  

     

       Attorneys for Applicant 
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Exhibit B 


















