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UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board
In re Michelin North America, Inc.

Serial No. 85077031

Fred W. Hathaway and Melissa Alcantara of Dickinson Wright PLLC for Michelin
North America, Inc.

Michael Webster, Trademark Examining Attorney, Law Office 102 (Mitchell Front,
Managing Attorney).

Before Wellington, Wolfson and Shaw, Administrative Trademark Judges.
Opinion by Wolfson, Administrative Trademark Judge:

Michelin North America, Inc. (“Applicant”) seeks registration on the Principal
Register of the mark 1-800-TIRE-911 (in standard characters) for

Vehicle tire maintenance and repair services; Size fitting
and installation of replacement vehicle tires; Removal of
vehicle tires; Emergency roadside services for vehicles,
namely, flat tire changing, emergency fuel supplying,
battery jump starting, responding to calls for roadside
assistance, repair services in case of motor vehicle
breakdown in International Class 37;

Emergency roadside assistance services, namely, towing
services 1n the event of vehicle breakdown, services of
transportation of people and/or vehicles in the event of
breakdown, winch-out and key delivery services in
International Class 39; and
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Emergency roadside services, namely, opening of locks in
International Class 45.1

The Trademark Examining Attorney has refused registration of Applicant’s
proposed mark in all three classes under Sections 1, 2, 3 and 45 of the Trademark
Act, 15 U.S.C. §§ 1051-1053, 1127, on the ground that the mark, as used on the
specimens of record, fails to function as a service mark. After the Examining
Attorney made the refusal final, Applicant filed a request for reconsideration and
appealed to this Board. The Examining Attorney denied the request for
reconsideration and the appeal was resumed. For the reasons discussed more fully
below, we reverse the refusal to register.

Applicable Law

Section 2 of the Trademark Act, 15 U.S.C. § 1052, provides, inter alia, that
“[n]o trademark by which the goods of the applicant may be distinguished from the
goods of others shall be refused registration on the principal register . . ..” Section 3
of the Act, 15 U.S.C. § 1053, makes the provisions of Section 2 relating to the
registration of trademarks applicable to service marks. Section 45 of the Act, 15
U.S.C. § 1127, defines “service mark” as follows:
any word, name, symbol, or device, or any combination
thereof-- used...to identify and distinguish the services of
one person, including a unique service, from the services

of others and to indicate the source of the services, even if
that source 1s unknown.

According to this same section, a service mark is deemed to be used in commerce

“when it 1s used or displayed in the sale or advertising of services and the services

1 Application Serial No. 85077031 was filed on July 2, 2010, based on Applicant’s assertion
of first use of the mark in a different form at least as early as January 1, 1999.
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are rendered in commerce.” See In re Advertising & Marketing Development Inc.,
821 F.2d 614, 2 USPQ2d 2010, 2014 (Fed. Cir. 1987) (recognizing that it is implicit
in the statutory definition of a service mark that it be used to identify the named
services for which registration is sought and to indicate the source of the services).
The law 1s clear that vanity telephone numbers (that is, a telephone number
that has been partly or fully converted into words, where the words form a
mnemonic tool for remembering the number) are registrable when perceived as
source-identifying and more than simply a means for contacting the applicant. See
Dial-A-Mattress Franchise Corp. v. Page, 880 F.2d 675 (2d Cir. 1989) (“Telephone
numbers may be protected as trademarks, and a competitor’s use of a confusingly
similar telephone number may be enjoined as both trademark infringement and
unfair competition”; preliminary injunction granted against defendant’s use of
telephone number 1-800-MATTRESS in market area of plaintiff who had prior
rights to local telephone number comprising “MATTRES”); In re Dial-A-Mattress
Operating Corp., 240 F.3d 1341, 57 USPQ2d 1807 (Fed. Cir. 2001) (holding “1-888-
MATRESS” registrable as a descriptive mark with secondary meaning); Murrin v.
Midco Commcns Inc., 726 F. Supp. 1195, 13 USPQ2d 1815 (D. Minn. 1989)
(enjoining defendant from using a phone number outside the New York City
metropolitan area confusingly similar to plaintiff's unchallenged registered mark
“DIAL L-A-W-Y-E-R-S”); In re Page, 51 USPQ2d 1660 (TTAB 1999) (affirming
Section 2(e)(1) refusal to register 888 PATENTS). See also 3 CALLMANN ON UNFAIR

CoMP., TR. & MoNO. § 18:17 (4th Ed.) (“Telephone numbers may be protected as
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trademarks if they are used as such.”); and TMEP § 1209.03(1) (Jan. 2015)
(confirming that vanity phone numbers consisting of descriptive terms are
registrable upon a proper showing of acquired distinctiveness, or on the
Supplemental Register).

While the question of registrability in earlier cases has often turned on
whether a vanity telephone number is generic or merely descriptive, here there is
no dispute that given the addition of the distinctive mnemonic “TIRE-911” to the
generic “1-800” prefix, the mark is not merely descriptive or generic. The Examining
Attorney does not contend otherwise and explicitly states that Applicant’s telephone
number includes a “non-descriptive letter combination.”? The Examining Attorney
argues, however, that consumers will immediately perceive the “inherent nature” of
1-800-TIRE-911 as a telephone number and thus view the designation only as one
means by which to contact Applicant. Comparing Applicant’s telephone number to a
domain name, the Examining Attorney argues, “[w]here the substance of the
designation is informational in nature, the presumption is that the use thereof is for
informational purposes. Consequently, the mark must be clearly used and displayed
as a source-indicator.” Applicant disputes the characterization of its applied-for
mark as purely informational. “The fact that a designation is recognizable on a
specimen as a telephone number, however, does not negate its ability to function as

an indicator of source.”® Applicant contends that the specimens it has submitted

2 Examining Attorney’s August 20, 2013 Reconsideration Letter.
3 Examining Attorney’s Brief, 8 TTABVUE 5.
4 Applicant’s Brief, 4 TTABVue 10.
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demonstrate that its mark is used in direct association with its services in a
trademark manner.

To be clear, this is not a specimen refusal, that is, registration has not been
refused on the ground that the specimens do not evidence use of the applied-for
mark in association with the services specified in the application. Instead, the basis
for the refusal is that the applied-for mark is merely informational and would not be
seen as an indicator of source but merely as the means by which customers can
contact Applicant. Where a term fails to function as a mark, “registration must be
refused even if the specimen of record shows what would otherwise be acceptable
trademark or service mark use.” TRADEMARK MANUAL OF EXAMINING PROCEDURE,
(“TMEP”) § 1301.02(a) (January 2015).

To determine whether Applicant’s mark would be perceived as identifying
Applicant’s roadside emergency services, or only as a telephone number, we look to
the manner in which Applicant uses its vanity phone number on its specimens,
focusing on the likely consumer perception of Applicant’s proposed mark. See In re
AOP LLC, 107 USPQ2d 1644, 1654 (TTAB 2013) (refusing registration of term AOP
for wine as merely informational of a certification process, observing that in
deciding how the average purchaser will perceive and react to applicant’s proposed
mark, the question was whether the specimens submitted “show the applied-for
mark used in a source-identifying manner, or rather in a manner that simply
conveys information to the consumer”); In re Manco, Inc., 24 USPQ2d 1938, 1942

(TTAB 1992) (“[T]he manner in which an applicant has employed the asserted
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mark, as evidenced by the specimens of record, must be carefully considered in
determining whether the asserted mark has been used as a trademark with respect
to the goods named in the application”; THINK GREEN unregistrable because it
would be perceived only as an informational slogan encouraging environmental
awareness and not as a trademark for weather stripping and paper products) (citing
In re Standard Oil Co., 47 CCPA 829, 275 F.2d 945, 125 USPQ 227 (1960)); In re
Roberts, 87 USPQ2d 1474, 1478 (TTAB 2008) (refusing registration to “irestmycase”
for legal services, where only use of applied-for mark was embedded in applicant’s
website address, www.irestmycase.com); In re Eilberg, 49 USPQ2d 1955, 1956
(TTAB 1998) (refusing registration to “www.eilberg.com” given its placement on
applicant’s letterhead).

Hence, we look closely at the manner in which Applicant uses the wording 1-
800-TIRE-911. On November 28, 2012, following publication of the application,
Applicant submitted the following specimen (a bi-fold brochure) with its statement

of use:
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MICHELIN
ONCall”

1-800-TIRE-911"

1-800-847-3911

High-Quality, 24-Hour
Emergency Road Service

B p— MICHELIN’
="/ ONCall
1-800-TIRE-911

1-800-847-3911

MICHELIN® ONCALL™
HOW TO REGISTER

= Visit MichelinTruck com to register for the
MICHELIN® Premier™ or Premier Elite™ Service Offers

* For help with michelinb2b.com login,
call 1-888-624-2638
You don'thave 1o be a registered Premier fleet to use the MICHELING
ONCall” service, but registration will save you time and help us provide

fast service to your specifications and provide you with the reporting
benefitsyou deserve

el Truck com for rare informaion. Micheln reserves ihe Aght 1o amend or
ancal s uiter 2t 2ny tine

www.michelintruck.com

MICHELIN NORTH AMERICA, INC., Greenuille, South Carolina, USA
MICHELIN NORTH AMERICA, (CANADA) INC. Laval, Quebes, Canada

Oppurtunty Empioper
02012 Michebe North Amence, hc All ighis reserved.

o ek cwees by Micheli North

E@a St tter wap rormward

MICHELIN
ONCall

1-800-TIRE-911"

1-800-847-3511

-
MICHELIN® ’ Delivering Value For Fleets
ONCALL’

FREE DISPATCH

NATIONWIDE COVERAGE
MICHELIN® ONCall™ has expanded dealer and travel plaza
istered fleets, with ni

Stati
Vehicle number
» Fleet name

Detailed monthly ERS
reporting for MICHELIN®
Premier Elite™customers

» Service lacation
# ETA & rolling time

MORE TOOLS TO FIND
MICHELIN DEALERS NEAR YOU

Truck Tires Locator App
ERS RESPONSE TIME

We maximize your uptime. All our providers
are focused on a roll time target of |ess than

CONSISTENT PRICING™
We've taken the guesswork otit:

The Examining Attorney accepted this specimen as showing use of the
applied-for mark in association with Applicant’s services in the nature of tire
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replacement or repair in Class 37, but rejected it for the Class 39 and 45 services.
On July 30, 2013, Applicant submitted the following page from its website,5 which
was accepted as showing the mark in association with the services in Classes 39
and 45. The refusal under Sections 1, 2, 3 and 45 was continued; although the
specimens show 1-800-TIRE-911 i1s used in association with the services, the

Examining Attorney maintains that it does not function as a source-identifier.

P LEEIEI

\ﬁ“mu'nsum

A eRtny ey Mreewe

» MICHELING 24-Hour Emergency Road Service
COMMERCIAL
SERVICE NETWORK™ You may also be
» ONCALL™ " N interested in
EMERGENCY MICHELIN® ONCall -
e-Business
LI 1-800-TIRE-911
Purchase your tires
REPORTING (1-800-847-3911) or manage your
SERVICE MANUAL accounts payable
NETWORK + Only MICHELIN® ONCall™ service can bring Michelin® dependability to your on-line.
DEALERS emergency road service needs. You can count on MICHELIN ONCall to find a
Michelin Service Provider to get you back on the road quickly and efficiently.
MICHELIN MICHELIN ONCall is available to Fleets large and small as well as Owner
ADVANTAGE Operators.
PROGRAM Access the ERS
E-BUSINESS g _ Event Management
) Delivering Value for Fleets System
MICHELIN® FLEET
™
SOLUTIONS » When you have a roadside service need for tires make one toll-free call MICHELIN@
to 1-800-TIRE-911 (1-800-847-3911) for rapid dispatch of a service provider. L
ONCall
24/7/365 Nationwide Coverage EVENT

VIEWER

+ MICHELIN® ONCall™ has expanded dealer and travel plaza coverage to meet
your needs, no matter where you are.

+ Our dealers stock key sizes for efficient service to get you back on the road
ASAP.

+ Multi-language support in English and Spanish

+ Complete incident management and accountability

Free Dispatch

+ No dispatch fee for North American Fleet Account Customers or MICHELIN®
Advantage Program Members who purchase MICHELIN® tires during their
service call. Nominal fee for all others.

5 From http://www.michelintruck.com/michelintruck/services/onCall.jsp.
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While we acknowledge that this is a close call, we find Applicant’s mark is
being used and would be perceived as a service mark for emergency roadside
services. The vanity number is displayed prominently at the top of the specimens,
together with two other of Applicant’s marks and separated from the advertising
copy on the materials. It appears in a font size that is at least as large as the word
MICHELIN (clearly itself being used as a mark). It does not blend so well with the
other matter on the specimens that it is difficult to discern what the mark is, but
rather is set apart from the other marks as well as the text on the pages. See In re
McDonald’s Corp., 229 USPQ 555, 556 (TTAB 1985) (“It is not that the subject
matter must be more prominent than everything else on the specimens. On the
other hand, it must not blend so well with other matter on the specimens that it is
difficult or impossible to discern which element is supposed to be the service
mark.”). At one point Applicant’s vanity telephone number mark is differentiated
from the term “OnCall,” (which appears directly above it) by means of a different
color scheme. There 1s a ™ symbol following the telephone number, which although
not dispositive as to whether the telephone number is actually perceived as a mark,
lends a degree of visual prominence to the term. While in one instance, Applicant’s
vanity number is embedded in text suggesting that consumers make “one toll-free
call to 1-800-TIRE-911 (1-800-847-3911),” even here the trademark significance of
the mnemonic is not fatally impaired. The numerical values (i.e., the actual phone

number) are displayed directly underneath the mark, thereby providing consumers
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with “1-800-847-3911” to use as the means for reaching Applicant and setting off
the mnemonic phrase as something more than merely informational matter.

Our conclusion that Applicant’s vanity telephone number functions as a mark
1s corroborated by Applicant’s submission of copies of the specimens for a large
number of live third-party “1-800” type registrations for vanity telephone numbers,
showing registration of vanity telephone numbers by the Office under the
Trademark Act. The specimens upon which these third-party registrations (totaling
over forty) are based do not appear to involve materially different displays than the
specimen in which Applicant displays its mark.

The following examples were filed with Applicant’s request for

reconsideration. The first group have been registered for vehicle towing services:

S00MSTIY i

g America Since 2008 6

6 Reg. No. 3797354.
10
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: S,
(-B00-PITCREW?) 7 'l.
| Program Guide

AAMCO Store Process:

1 Place decal in upper left corner of
customer’s windshield

2 Hand customer brochure and briefiy explain
the 1-800-PITCREW" program

3 Customers who need roadside assistance
simply call our 24/7 care center

How It Works For Your Customers 3 Customers pay o

1 BOO-WRECKER

Moo wrrenen

Know it! To Tow it!
24 hours/7 days a wook

1-800-WRECKER, L.L.C

7Reg. No. 3873897.
8 Reg. No. 3278183. Registered on the Supplemental register.
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1-800-TOW FREE FIND ATOW

ABOUT US
AFFILIATES

-t T

Bill Insurance Direct-

CAPABILITIES
FREE TOWS?
CONTACT US

SEARCH SITE

USING 1-800-TOW FREE . WHY JOIN AN AUTO CLUB?

Usually your Insurance Campany ean
pravide a better quality service for about
1410th of the cost of Aute Clubs and fs
nat considered a claim an your policy.

Currently the major muts clubs pay
their vendors (tewing companies) the
lawest rates in the cauntry, 5o you're
paying 10 times the cost for the lowest
paid provider. This is why Aute Clubs are
often late arriving at the scene because
sarvice through an Auto Club iy
considered a filler call meaning your
dropped to the bottam of the tow st
until no athes higher paying calls are
waiting

The next group is representative of marks registered for various services, as

indicated in the footnotes.

800 1-CAN-WIN

1-800-422-6048

R ouUUuU 1 GHIN YWIN

Phil Franckel, Esq.

Attorney for Long Island DWI / DUI Defense

10

9 Reg. No. 3922672.
10 Reg. No. 4069535 for the mark 800 I CAN WIN for lawyer referral services.
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PLEASE RETURN APPLICATION TO:

Hi1-PRO PRODUCER'S EDGE PROGRAM
Friona Industries, L.P.
P.O. Box 15568
Amarillo, Texas 79105-5568

Attn: Brad Stout

To place your order, call

Choose from an, 1 '8 0 0 = I n- StOCk

; 3 = ~ (1-B00-467-8625) -

/ } * Fax: 1-800-909-7215
versatile line ol , Services Include:

- » Same Day Shippin . 2
faucets, hand showers ot Day Air a..v.,i|,,hr|ltr.’u:.1'|;| 8 pm. EST Producer’s Edge Hot Line
Low Master Wholesale Prices = o

e iy

, g Hours: { 1-800-45HI-PRO )

the kitchen and bath; y - y 74 - 8:00 p.m. EST el e
iday 72 ‘ pm. EST

and showerharls for
- 1-800-454-4776
America’'s Largest Wiholesale Plumbing Inventory 19

\40)

11 Reg. No. 4196740 for the mark 1-800-IN-STOCK for plumbing supply stores. Registered
with a claim of acquired distinctiveness under Section 2(f).

12 Reg. No. 1966592 for the mark 1-800-45HI-PRO for programs to sustain and improve the
health and quality of young calves and cattle.

13 Reg. No. 4298015 for the mark 1-800-My-Eye-Doc for optometry services.
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s
1-800-Therapist

Conditions Medicalions Therapies

Top Stories

1-800-ASK-USPS
Answers fast!®

SERIOUS INJURIES

\

Law Oifices of ! f
Mark B Sa D"

100NE
WIN-WIN-]

16

Let 1-B00-Therapist help you find Ihe righl spacialist

1-800-843-7274

¢ \
‘ 1
f 2" |

A taows WrFeatures (D FDA Alens

Law OFFICES OF

AECiddr & Oind @y Aftaasinm

The Lawyer You Need To Know

17

14 Reg. No. 4285135 for the mark 1-800-THERAPIST for providing information in the fields
of health, medicine, and mental health. Registered with a claim of acquired distinctiveness

under Section 2(f).

15 Reg. No. 2345079 for the mark 1-800-ASK-USPS for telephone directory services and
providing information regarding mail sorting, handling and receiving and related

information by means of the telephone.

16 Reg. No. 3106660 for the mark 1-800-WIN-WIN-1 for legal services.
17 Reg. No. 3538372 for the mark 1-800-CALL-JOE for legal services.
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How to Order
U.S.A. AND CANADA

TELEPHONE
T

- -
Maxico: 001 (203) 359-T803
International: (20 158-1660
24 e, FAX: (203) 339-T700
Toll-Free Fax: 1-87T-FAX-OMEGA
Our qualfied sales >amsannal are trained Lo
oflar technical assstance as wel as aid you
in placing an ondar.
CONFIRMING ORDERS
When pacn? an arder by Iseghana, please
inform the salespemon $at confirming
napmm will fobonw, To avoid m.ulo:abm

1 conlemir § paparwark

tion Only, Do Not Dupdicate™ and
mclude the salespa Son's nama.
Sand order confrmalions Lo:
OMEGA ENGIMEERING, INC,
P.O. BOX 2669
STAMFORD, CT DES06 USA
WRITTEN ORDERS
Written ordars are welcomed. If you are
familiar with aur preducts and do not nead 1o
cansult with a saesperson, send or FAX your
writtan anrders ta:
DMEGA ENGINEERING, INC.
P.O. Box 4047

Stamiford, CT 06807-0047 USA
FAX: (203) 358-TT00
or a=mal your o’ 10
sales @omega. comn (domesSc anders)
intisales@ omega.com (ntemalional caders)
For fasi, efficien! rocessing of your
. ploase include:

Ty
rasss.
mklu ﬁc&mm of ltams Ordered
Tekephane Numtef of Requisisane

TERMS
We are pieased 10 mdend the lerms of et 30
days 1o &l cushomsrs who have aszab!whed

an open accaur with OMEGA_ A
wil b FO.B. Stardord, CT. OMEGA,
new accounts and wil process ardees on &
C.OD. or a prepalktl bask when an open
accoun is being auwlsned Prapaymant

checks should ba m
OMEGA EHQINEEHNG. NG,
P.O, Box 2349
Stamford, CT 066 USA
PENCEFS

QUANTITY DISCOUNTS

Marvy mams have quantity disoount schedules.
For |arge quandties and for products which do
nct have nt schodules fsted, ploase
consull the Sales Departmeanl.

CREDIT CARDS

OMEGA is pleased to haner major credit
cands for your ardering conmerienca: VISA,
MasterCard and A n Express.
MibIMUM BILLING

The iremum Dling is $10.

SHIPMENTS

Damestic ard inlematicnal ceders are shipped
wvia UPS. Othar qualited camians ane available
Upan recuest,

PAYMENTS BY CHECK

OMEGA Enginearing, Ing,

PO, B 7

Allanta, GA 30374-0456 LSA
PAYMENTS BY TRANSFER

OMEGA Enginesring, Inc,

Bark of America

ABA # 011500571 (EFT)

Far Credit To OMEGA Engineering, Ing,
Checking Acct. # 1584271

ADDITIONAL PAYMENT INFORMATION
U.S. Fedens Tax 1.0 Mo 056041011

Duns Redorence No- 001455856

ORDER STATUS AND RETURMN/

REPAIR INQUIRIES

Far celivery status, arder changes,
cancalations, in-waranty and out-ol-warmanty
rapairs, piease contact OMEGA's Customer
Seavice Deparimant. Balora refuming any
Produclis), please contact tha Custormner
Serace Department 1o obtain an Authorizad
1fyan.nn {AR) rumbar and shipping address.

desagnated AR number should then be
markad an the cubsice of 1he relurn package.
To avaid procassing dnlavs. pleasa ta sure
1o Include; purchase ceder number, imgice
numbar, name, address and phone number,
prg;\nmmd'il eafalmumbar, ard repaic
frfﬁsu'unuma Call Toll-Fres for

e e

o!ﬂmmm N

Original equipment manufsciunans’ discouns
are gvaiatie o all guakied manuaciuners.
Caontact e OEM Sales Deparimant for an
application farm

18

18 Reg. No. 2224899 for the mark 1-800-622-BEST for the ordering of products designed to
measure, control or regulate laboratory temperature and other conditions.
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(28)

KEN NUNN 1

Serious Injury = Wrongful Death

frcting Phe Peor

19

"  [pgs995-HOPE|

L

20

19 Reg. No. 3946570 for the mark 1-800-CALL-KEN for legal services; registered on the
Supplemental Register.

20 Reg. No. 3738707 for the mark 888-995-HOPE for financial counseling services.

21 Reg. No. 2734955 for the mark 800.ADT.ASAP for security systems.
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b ity nat Page 1| of 2
! rore ¢
@utility.net
i Wb netsrs of g e
LETT-ALLRET ™ By ret for (nvesters for uldites

For ICrnCE previdens

news - o

Lus Angeles, GA Jenuary (4 200E - ulilty sl
ANMOUNCES SALE OF BPL THLAL KITS TO EMERGY
COMPANIES AND UTILITY CONSULTANTS TRIAL
KITS COMPLETE WITH ALL EQUIPMENT AND
DETAILED INSTRUCTIONS NEEDED TO
SUCCESSFULLY INSTALL AND CPERATE A BFL
NCTWORK, INSTRUCTIONS iNCLUDE oW TO FOR
ABCVE OROUMD, UNBERGROUND, AND #-DLILDING
INSTAL LATHOMS FOR EIMTHER & 7 MILE HIGH SPEED
EFL NETWORK FOR COMMERCIAL USE OR A 15 MILE
MEDLN SEEEDNFTWORK FOR Al O SMART
CHILD LISE  Reao miagie
— — Wy T g T e ) oy 0 > 7S | s g “arsialiy
urimiEs), Palcing and eesyo-nEail vty mandy lqupnm thal ek i1y AL silusan Coalefecive
O lvanng Ure tetwork of (e fubllee today. o rsdy for wosspresd commsical foboil UIOLNAT | word-ciass mamegeTe) Lt Sl deay
SANBAENLE MATSGNY SOMDbE HEMOIES i 530 tRE LENTY SR IHOCHTERmCHENT Fikaah, IR ¥
F Dresb. =@ s HFL Sctnoiogy and seenerosd I pmEnt RET. HHITLENY B w-panu0 e 1 D S
utility.net's wision is to bring the Intemel IM4¢ fCARLE wrukas N 8 gobi o

everywhare there (s an alechic outlat
through our gh-spaed network in

to sae how we delver:
collaDoration with our unlty and value- o ity -
addad pariners o proviowrs s

ot owr parEwes’ e el >

- for whilities, ufifitg. et piovioes holh aodtional revenue
apootunities as well as 8 obual communicatons network
ihal enables inem (o deploy BPL-specific. smarl-gad
apolicalions, such as outage notficalon along the crcul
ling, which improves (he reljabiity and safety of the grid
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As noted above, Applicant provided copies of the specimens for over forty

vanity telephone number registrations. Conversely, the record is devoid of any

information regarding vanity telephone numbers that may have been refused

registration based on their alleged failure to function as a mark. Further, the fact

that four of these are for services identical to those provided by Applicant, namely

vehicle towing, mitigates the Examining Attorney’s argument that in the field of

roadside assistance, consumers are familiar with emergency service providers using

22 Reg. No. 3409750 for the mark 1-877-411-UNET for broadband communication services.
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vanity telephone numbers and thus would perceive Applicant’s mark as only a
means by which one could reach Applicant. We also note the Examining Attorney’s
argument and evidence regarding the alleged descriptive nature of the term
“OnCall” (which appears on Applicant’s specimens), but disagree that consumers
would connect “OnCall” with “1-800-TIRE-911” and “view this use on the specimen
only as a statement that applicant can be summoned by dialing the telephone
number that follows ‘OnCall’.”23 As used on Applicant’s specimens, the term OnCall
appears on a separate line and is also followed by a ™ symbol. The terms do not
form a unitary phrase, such as “on call at this number,” but would be perceived as
separate designations. Applicant’s vanity telephone number is not so blended with
“OnCall” or any other matter on the specimens that it is difficult or impossible to
discern what the mark is, nor is it displayed in close proximity to any other of
Applicant’s contact information, such as its address, fax number, email or website
address.

Applicant’s mark may serve an informational purpose in telling the customer
how to reach Applicant, but it also provides a catchy means by which to remember
that the services are for those unfortunate times when one has a “tire emergency.”
As used on the specimens, Applicant’s mark creates a commercial impression
beyond that of a mere telephone number and thus will be recognized by prospective
purchasers as a service mark. For these reasons, the designation 1-800-TIRE-911

functions as a mark.

23 Examining Attorney’s Brief, 8 TTABVue 8.
18



Serial No. 85077031

Decision: The refusal to register applicant’s mark 1-800-TIRE-911 is

reversed.
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