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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO) 
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION 
 

    APPLICATION SERIAL NO. 85013287 
 
    MARK: SURFER  
 

 
          

*85013287*  
    CORRESPONDENT ADDRESS: 
          SCOTT J. SPOONER  
          SOURCE INTERLINK MAGAZINES, LLC  
          831 S DOUGLAS ST 
          EL SEGUNDO, CA 90245-4928  
            

  
 
 
GENERAL TRADEMARK INFORMATION: 
http://www.uspto.gov/main/trademarks.htm 
 
 
 

    APPLICANT:   Source Interlink Magazines, LLC  
 

 
 

    CORRESPONDENT’S REFERENCE/DOCKET NO:    
          N/A          
    CORRESPONDENT E-MAIL ADDRESS:   
           trademark@sorc.com 

 

 
 

REQUEST FOR RECONSIDERATION DENIED 
 
ISSUE/MAILING DATE: 9/5/2011 
 
The trademark examining attorney has carefully reviewed applicant’s request for 
reconsideration and is denying the request for the reasons stated below.  See 37 C.F.R. 
§2.64(b); TMEP §§715.03(a), 715.04(a).  The requirement(s) and/or refusal(s) made final 
in the Office action dated February 8, 2011 are maintained and continue to be final.  See 
TMEP §§715.03(a), 715.04(a). 
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor 
does it raise a new issue or provide any new or compelling evidence with regard to the 
outstanding issue(s) in the final Office action.  In addition, applicant’s analysis and 
arguments are not persuasive nor do they shed new light on the issues.  Accordingly, the 
request is denied. 
 
The applicant asserts that its other applications for the same mark have been allowed.  
Please note that each case must be considered on its own merits.  An applied-for mark 
that is merely descriptive does not become registrable simply because other similar marks 
appear on the register.  In re Scholastic Testing Serv., Inc., 196 USPQ 517 (TTAB 1977); 
TMEP §1209.03(a). 
 
A mark that describes an intended user or group of users of a product or service is merely 
descriptive.  E.g., In re Planalytics, Inc., 70 USPQ2d 1453 (TTAB 2004) (holding 
GASBUYER merely descriptive of intended user of risk management services in the field 



of pricing and purchasing natural gas); In re Camel Mfg. Co., 222 USPQ 1031 (TTAB 
1984) (holding MOUNTAIN CAMPER merely descriptive of intended users of retail and 
mail order services in the field of outdoor equipment and apparel); see TMEP 
§1209.03(i). 
 
The applicant argues that its apparel “is not for use in connection with surfing and is not 
designed for surfers.”  The applicant further states that “[a]nyone can wear this apparel in 
any context and for reason” and it is not “manufactured with the interests of surfers in 
mind.”    
 
Please note that registration was refused, in the alternative, because the applied-for mark 
is deceptively misdescriptive of applicant’s goods and/or services.  Trademark Act 
Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §1209.04. 
 
Again, a mark is deceptively misdescriptive if it describes an ingredient, quality, 
characteristic, function or feature of the relevant goods and/or services, and the 
description conveyed by the mark is both false and plausible.  In re Woodward & Lothrop 
Inc., 4 USPQ2d 1412 (TTAB 1987) (holding CAMEO deceptively misdescriptive of 
jewelry); In re Ox-Yoke Originals, Inc., 222 USPQ 352 (TTAB 1983) (holding G.I. 
deceptively misdescriptive of gun cleaning patches, rods, brushes, solvents and oils); 
TMEP §1209.04. 
 
The Trademark Act does not prohibit the registration of misdescriptive terms unless 
consumers who encounter the mark are likely to believe the misrepresentation.  Binney & 
Smith Inc. v. Magic Marker Indus., Inc., 222 USPQ 1003 (TTAB 1984); TMEP 
§1209.04. 
 
The test for deceptive misdescriptiveness has two parts:  (1) whether the mark 
misdescribes an ingredient, characteristic, quality, function, feature, composition or use 
of the goods and/or services; and if so, (2) would consumers be likely to believe the 
misrepresentation.  See In re Berman Bros. Harlem Furniture Inc., 26 USPQ2d 1514 
(TTAB 1993); In re Woodward & Lothrop Inc., 4 USPQ2d 1412 (TTAB 1987); In re 
Quady Winery, Inc., 221 USPQ 1213 (TTAB 1984); TMEP §1209.04. 
  
In this case, the applicant states that the clothing items are not “for surfers.”  However, 
consumers often encounter footwear, shorts, and t-shirts intended for surfers.  See 
attached web pages displaying clothing intended for use by surfers and/or companies that 
manufacture or provide surf wear.  As the consumers often encounter companies 
providing clothing for surfing and surfers, it is likely that consumers seeing the 
applicant’s goods would mistakenly believe that the clothing is to be worn by surfers or 
to identify surfing enthusiasts.   
Additionally, consumers encountering the applicant’s magazine may believe its other 
products are targeted toward surfers.  According to 
http://www.sourceinterlinkmedia.com/action_sports/surfer, 

 



SURFER Magazine is dedicated to delivering witty, insightful, irreverent 
and refreshing reporting to surfing enthusiasts, fans, professionals, 
manufacturers and surf retailers everywhere. SURFER covers the entire 
spectrum of the sport from the most important amateur and professional 
competitions, along with profiles of the pros and soon-to-be pros, to far-
ranging environmental concerns, and special coverage of female athletes 
in the sport. 

 
Hence, the refusal based upon Section 2(e)(1) is continued and maintained. 

 
The filing of a request for reconsideration does not extend the time for filing a proper 
response to a final Office action or an appeal with the Trademark Trial and Appeal Board 
(Board), which runs from the date the final Office action was issued/mailed.  See 37 
C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c).   
 
If time remains in the six-month response period to the final Office action, applicant has 
the remainder of the response period to comply with and/or overcome any outstanding 
final requirement(s) and/or refusal(s) and/or to file an appeal with the Board.  TMEP 
§715.03(a), (c).  However, if applicant has already filed a timely notice of appeal with the 
Board, the Board will be notified to resume the appeal when the time for responding to 
the final Office action has expired.  See TMEP §715.04(a). 
 
 

/Tracy Cross/ 
Examining Attorney 
Law Office 109 
Phone:   (571) 272-9271 
Tracy.Cross@uspto.gov 
 

 
 



 



 



 



 



 



 


