To: Cynthia Badinger Kemp (GregSmith@gsnn.us)

Subject: U.S. TRADEMARK APPLICATION NO. 85009475 - LALAURIE
MANSION - 109178US (03

Sent: 5/31/2013 3:56:38 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85009475

MARK: LALAURIE MANSION

* 850094 75*

CORRESPONDENT ADDRESS:
GREGORY C. SMITH CLICK HERE TO RESPOND TO
GARVEY, SMITH, NEHRBASS & NORTH, L.L.C. http://www.uspto.gov/trademarks/teas'r

3838 N CAUSEWAY BLVD STE 3290
METAIRIE, LA 70002-8350

APPLICANT: CynthiaBadinger Kemp

CORRESPONDENT’S REFERENCE/DOCKET NO :
109178US (03

CORRESPONDENT E-MAIL ADDRESS:
GregSmith@gsnn.us

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THISLETTER
TO AVOID ABANDONMENT OF APPLICANT'STRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THISLETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 5/31/2013

THISISA FINAL ACTION.

This letter is written in response to the applicant’s incoming communication filed on 5/6/13 in which the
applicant withdrew the amendment to allege use and amended to a Section 1(b) filing basis. While the
withdrawal is acceptable and removes the specimen requirement, the application is no longer eligible for

the Supplemental Register. Asaresult, the Section 2(e)(1) refusal is continued and made FINAL.

Section 2(e)(1) Refusal — M erely Descriptiveness



mailto:GregSmith@gsnn.us
http://www.uspto.gov/trademarks/teas/response_forms.jsp

The refusal of registration is continued and maintained because the applied-for mark merely describes
characteristics of applicant’s services. Trademark Act Section 2(e)(1), 15 U.S.C. 81052(¢)(1); see TMEP
§81209.01(b), 1209.03 et seq.

A mark is merely descriptive if it describes an ingredient, quality, characteristic, function, feature,
purpose, or use of an applicant’'s goods and/or services. TMEP 8§1209.01(b); see, e.g., DuoProSS
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir.
2012) (quoting In re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir.
2004)); In re Seelbuilding.com, 415 F.3d 1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005) (citing
Estate of P.D. Beckwith, Inc. v. Comm'r of Patents, 252 U.S. 538, 543 (1920)).

The determination of whether a mark is merely descriptive is made in relation to an applicant’s goods
and/or services, not in the abstract. DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d
1247, 1254, 103 USPQ2d 1753, 1757 (Fed. Cir. 2012); In re The Chamber of Commerce of the U.S,, 675
F.3d 1297, 1300, 102 USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP 8§1209.01(b); see, e.g., Inre Polo Int’|
Inc., 51 USPQ2d 1061, 1062-63 (TTAB 1999) (finding DOC in DOC-CONTROL would refer to the
“documents’” managed by applicant’s software rather than the term “doctor” shown in a dictionary
definition); In re Digital Research Inc., 4 USPQ2d 1242, 1243-44 (TTAB 1987) (finding CONCURRENT
PC-DOS and CONCURRENT DOS merely descriptive of “computer programs recorded on disk” where
the relevant trade used the denomination “concurrent” as a descriptor of a particular type of operating
system).

“Whether consumers could guess what the product [or service] is from consideration of the mark aloneis
not thetest.” Inre Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

“A mak may be merely descriptive even if it does not describe the ‘full scope and extent’ of the
applicant’s goods or services.” Inre Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370,
1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240 F.3d 1341, 1346, 57 USPQ2d
1807, 1812 (Fed. Cir. 2001)); TMEP 81209.01(b). It is enough if a mark describes only one significant
function, attribute, or property. In re The Chamber of Commerce of the U.S, 675 F.3d 1297, 1300, 102
USPQ2d 1217, 1219 (Fed. Cir. 2012); TMEP §1209.01(b); seeln re Oppedahl & Larson LLP, 373 F.3d at
1173, 71 USPQ2d at 1371.

The applicant’smark is“LALAURIE MANSION” for the services “retail and wholesale gift shop
services.” The applicant’s servicesinvolve the sale of paintings that show images of “LALAURIE
MANSION”. See attached evidence from the applicant’s website and the previously submitted
specimens. Because the proposed mark conveys an immediate idea of the subject matter of the goods sold
through the applicant’ s services, a Section 2(€)(1) refusal is continued and made FINAL.

Response Guid€linesfor Final Actions

Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned. 15 U.S.C. §1062(b); 37 C.F.R. §2.65(a). Applicant may respond by
providing one or both of the following:

(1) A responsethat fully satisfies all outstanding requirements;

(2) An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100 per class.



37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.

In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. 82.63(b)(2) to review procedural issues. 37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R.
8§2.146(b); TBMP §1201.05; TMEP 81704 (explaining petitionable matters). The petition fee is $100. 37
C.F.R. 82.6(a)(15).

If applicant has questions about its application or needs assistance in responding to this Office action,
please telephone the assigned trademark examining attorney.

To expedite prosecution of the application, applicant is encouraged to file its response to this Office action
online via the Trademark Electronic Application System (TEAS), which is avallable at
http://www.uspto.gov/teas/index.html. If applicant has technical questions about the TEAS response to
Office action form, applicant can review the electronic filing tips avalable online at
http://www.uspto.gov/teas/eFilingTips.htm and email technical questions to TEA S@uspto.gov.

/Angela Duong/

Angela G. Duong
Examining Attorney

Law Office 104

O: (571) 272-1347

F: (571) 272-9104

angel a.duong@uspto.gov

TO RESPOND TO THISLETTER: Go to http://www.uspto.gov/trademarks/teas/response forms.jsp. Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAYS), to adlow for necessary system updates of the application. For technical assistance with online
forms, e-mail TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned
trademark examining attorney. E-mail communicationswill not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.

All informal e-mail communications relevant to this application will be placed in the official
application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, agenera partner, al joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUSOF THE APPLICATION: To ensure that applicant does
not miss crucia deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/. Please keep
acopy of the TSDR status screen. If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter @uspto.gov or call 1-800-786-
9199. For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Usethe TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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To: Cynthia Badinger Kemp (GregSmith@gsnn.us)

Subject: U.S. TRADEMARK APPLICATION NO. 85009475 - LALAURIE
MANSION - 109178US (03

Sent: 5/31/2013 3:56:38 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HASISSUED
ON 5/31/2013 FOR U.S. APPLICATION SERIAL NO. 85009475

Please follow the instructions bel ow:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.qgov, enter the U.S.
application serial number, and click on “Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period. Your response deadline will be calculated
from 5/31/2013 (or sooner if specified in the Office action). For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions. Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response forms.jsp.

(3 QUESTIONS: For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney. For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the
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ABANDONMENT of your application. For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basi cs/abandon.sp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require
that you pay “fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation. All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation warnings.jsp.
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