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SERIAL NUMBER 79160528
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MARK SECTION

MARK http://tmng-al .uspto.gov/resting2/api/img/79160528/large
LITERAL ELEMENT OSYPKA-MEDTEC

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

The mark consists of standard characters, without claim to any particular font style,

MARK STATEMENT .
size or color.

ARGUMENT(S)

Remarks

Applicant writes in response to the Office Action issued in connection with the U.S. Application Serial No. 79/160,528 on September 14, 2015
and addresses the Examining Attorney’s objectionsin full asfollows:

. Identification of Goods and Services

The Examining Attorney contends that certain wording set forth in the identification of goods and services remains indefinite and must be
clarified. Accordingly, the identification of goods and services has been amended in accordance with the Examining Attorney's requirement.
As amended, Applicant's goods and services are more narrowly defined and incorporate the Examining Attorney’ s proposed revisions. As
amended, the identification of goods and services reads as follows:

International Class 009: “Electric and electronic devices and instruments for the measurement, input, storage, display, analysis, processing,
generation and transmission of data and signals, namely, input devices for computers, output devices in the nature of computer monitors, and
instruments in the nature of sensors for use with computers; monitors, namely, implant device computer monitors, data processing devices,
namely, data processors, computers, computer programs for programming and fitting implantable devices, parts of the aforesaid goods as well
as additional partsfor this purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device
computer monitors; programmable unitsin the nature of computers and implant device computer monitors; all the aforesaid goods for the
medical sector.”

International Class 010: “Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions,
except external pacemakers; implantable catheter for pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or
stimulation apparatus, namely, heart and nerve stimulator apparatus and defibrillators, each positioned outside the body and capable of being
temporarily connected to the heart by means of heart wires, except external pacemakers; parts of the aforesaid goods as well as additional parts
for this purpose, as far asincluded in this class, namely, medical tubing connectors, cablesin the nature of patient cables and interface cables,
and surface electrodes for medical use.”

International Class 037: “Cleaning, disinfection and sterilization of medical devices, apparatus and instruments for third parties.”

International Class 042: “Technical advice relating to the development of medical and electro-medical equipment, in particular in the field of
diagnosis and therapy of heart and blood circulation functions, carrying out of research and development in the field of medical devices,
apparatus and instruments, development and implementation of computer software and computer programs for data treatment.”

It is respectfully submitted that the identification of goods and services, as amended, is now sufficiently definite for purposes of registration



and acceptance is respectfully urged.

Il. Section 2(d) Likelihood of Confusion Objection

As previously submitted, the owner of Osypka Medical GmbH is the son of the founder of Applicant, Osypka AG, and both companies remain
in active correspondence regarding use and registration of their respective OSY PK A-formative marks in Germany, the United States, and
various other international jurisdictions. Specifically, both companies have discussed and agreed upon the peaceful co-existence of their
respective OSY PKA-formative trademarks in Germany, the United States, and various of international jurisdictions and have agreed to work
together to mitigate the possibility of any consumer confusion pertaining to same trademarks in those jurisdictions. Notably, the current CEO
of Osypka Medical GmbH, Dr. Markus Osypka, has provided his assurance to Applicant that Osypka Medical GmbH will not oppose
Applicant’s registration of the subject mark in the United States. Further, the companies have been able to register their respective

OSY PKA-formative marks in Germany over one another based on this co-existence understanding.

Applicant acknowledges the Examining Attorney’ s arguments, but respectfully maintains that the existence of this consent agreement between
the parties (which provides for Applicant’s use and registration of the subject mark in the United States) obviates Osypka Medical GmbH’s
Cited Registrations as a possible basis for maintaining any likelihood of confusion objection.

Under Section 1207.01(d)(viii) of the USPTO'’s Trademark Manual of Examining Procedure (“TMEP"), an applicant may cite an active
consent agreement to overcome a likelihood of confusion objection. According to TMEP, the examining attorney should give great weight to
aproper consent agreement, and should not interpose his or her own judgment concerning likelihood of confusion when an applicant and
registrant have entered into a credible consent agreement. See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842
F.2d 1270 (Fed. Cir. 1988); Bongrain International (American) Corp. v. Delice de France Inc., 811 F.2d 1479 (Fed. Cir. 1987). Thus,
Applicant respectfully maintains that no likelihood of confusion exists and the Examining Attorney’ s objections have been overcomein full

Conclusion

In view of the foregoing, it is respectfully submitted that all grounds for rejection have been successfully traversed by Applicant and the
application is now in order for publication.

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL CLASS 009

DESCRIPTION

Electric and electronic devices and instruments for the measurement, input, storage, display, analysis, processing, generation and transmission
of dataand signals, namely, input and output devices and instruments for computers; monitors, namely, implant device monitors, data
processing devices, namely, data processors, computers, computer programs for programming and fitting implantable devices, parts of the
aforesaid goods as well as additional parts for this purpose as far as included in this class, namely, electronic cables, remote controls,
programmable units; all the aforesaid goods for the medical sector

GOODS AND/OR SERVICES SECTION (009)(pr oposed)

INTERNATIONAL CLASS 009

TRACKED TEXT DESCRIPTION

measurement mput storaqe dlsplav, analvsus processing, qeneratlon and transm|$|on of dataand signals, namely, input devices for
computers output dewc&s |n the nature of computer mon|tors and instruments in the nature of sensors for use with computers: meﬂrter-

namely, data processors computers computer programs for proqramml ng and fitting implantable devices, parts of the aforesaid goods as well
as additional partsfor this purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device

computer monitors, aH-the-aferesaia-goeds-for-the-medieal-seeter; programmable units in the nature of computers and implant device

computer monitors; all the aforesaid goods for the medical secto

FINAL DESCRIPTION

Electric and el ectronic devices and instruments for the measurement, input, storage, display, analysis, processing, generation and transmission
of dataand signals, namely, input devices for computers, output devicesin the nature of computer monitors, and instrumentsin the nature of
sensors for use with computers; monitors, namely, implant device computer monitors, data processing devices, namely, data processors,
computers, computer programs for programming and fitting implantable devices, parts of the aforesaid goods as well as additional parts for



this purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device computer monitors;
programmable units in the nature of computers and implant device computer monitors; all the aforesaid goods for the medical secto

GOODSAND/OR SERVICES SECTION (010)(current)
INTERNATIONAL CLASS 010
DESCRIPTION

Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions; implantable catheter for
pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or stimulation apparatus, namely, heart and nerve stimulator
apparatus and defibrillators, each positioned outside the body and capable of being temporarily connected to the heart by means of heart wires;
parts of the aforesaid goods as well as additional parts for this purpose, as far asincluded in this class, namely, connectors, cables and surface
electrodes

GOODS AND/OR SERVICES SECTION (010)(pr oposed)
INTERNATIONAL CLASS 010

TRACKED TEXT DESCRIPTION

mstrumentsfor the appllcatlon in draqnosrs and therapv of heart and bl ood Ci rculatlon functrons except external pacemakers implantable

catheter for pacemaker electrodesfor medlcal purpos& in partrcular heart wires; sersi

mean&et—heart—wr—r&s sensing and/or Sti mulatlon apparatus namelv, heart and nerve st mulator apparatus and deflbnllators each posrtloned
outs de the body and capable of being temporan Iy connected to the heart by means of heart wires, except external pacemakers; part&ef—the

parts of the aforesard qoods aswell as addltlonal parts for thls purpose, asfar asincluded i |n thls class namely, medlcal tubl ng connectors

cablesin the nature of patient cables and interface cables, and surface electrodes for medical use

FINAL DESCRIPTION

Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions, except external
pacemakers, implantable catheter for pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or stimulation
apparatus, namely, heart and nerve stimulator apparatus and defibrillators, each positioned outside the body and capable of being temporarily
connected to the heart by means of heart wires, except external pacemakers; parts of the aforesaid goods as well as additional partsfor this
purpose, as far asincluded in this class, namely, medical tubing connectors, cables in the nature of patient cables and interface cables, and
surface electrodes for medical use

GOODS AND/OR SERVICES SECTION (037)(no change)
GOODSAND/OR SERVICES SECTION (042)(no change)
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Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displays avalid OMB control number.

Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 79160528 OSY PKA-MEDTEC(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/79160528/large) has
been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
Remarks

Applicant writes in response to the Office Action issued in connection with the U.S. Application Serial No. 79/160,528 on September 14, 2015
and addresses the Examining Attorney’ s objectionsin full asfollows:

l. Identification of Goods and Services

The Examining Attorney contends that certain wording set forth in the identification of goods and services remains indefinite and must be
clarified. Accordingly, the identification of goods and services has been amended in accordance with the Examining Attorney's requirement. As
amended, Applicant's goods and services are more narrowly defined and incorporate the Examining Attorney’ s proposed revisions. As
amended, the identification of goods and services reads as follows:

International Class 009: “Electric and electronic devices and instruments for the measurement, input, storage, display, analysis, processing,
generation and transmission of data and signals, namely, input devices for computers, output devices in the nature of computer monitors, and
instruments in the nature of sensors for use with computers; monitors, namely, implant device computer monitors, data processing devices,
namely, data processors, computers, computer programs for programming and fitting implantable devices, parts of the aforesaid goods as well as
additional parts for this purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device
computer monitors; programmable units in the nature of computers and implant device computer monitors; al the aforesaid goods for the
medical sector.”

International Class 010: “Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions,
except external pacemakers; implantable catheter for pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or
stimulation apparatus, namely, heart and nerve stimulator apparatus and defibrillators, each positioned outside the body and capable of being
temporarily connected to the heart by means of heart wires, except external pacemakers; parts of the aforesaid goods as well as additional parts
for this purpose, as far asincluded in this class, namely, medical tubing connectors, cablesin the nature of patient cables and interface cables, and
surface electrodes for medical use.”

International Class 037: “Cleaning, disinfection and sterilization of medical devices, apparatus and instruments for third parties.”

International Class 042: “Technical advice relating to the development of medical and electro-medical equipment, in particular in the field of
diagnosis and therapy of heart and blood circulation functions, carrying out of research and development in the field of medical devices,
apparatus and instruments, development and implementation of computer software and computer programs for data treatment.”

It is respectfully submitted that the identification of goods and services, as amended, is now sufficiently definite for purposes of registration and
acceptance is respectfully urged.

Il. Section 2(d) Likelihood of Confusion Objection

As previously submitted, the owner of Osypka Medical GmbH is the son of the founder of Applicant, Osypka AG, and both
companies remain in active correspondence regarding use and registration of their respective OSY PKA-formative marksin
Germany, the United States, and various other international jurisdictions. Specifically, both companies have discussed and agreed upon
the peaceful co-existence of their respective OSY PKA-formative trademarks in Germany, the United States, and various of international



jurisdictions and have agreed to work together to mitigate the possibility of any consumer confusion pertaining to same trademarksin

those jurisdictions. Notably, the current CEO of Osypka Medical GmbH, Dr. Markus Osypka, has provided his assurance to Applicant that
Osypka Medical GmbH will not oppose Applicant’s registration of the subject mark in the United States. Further, the companies have been
able to register their respective OSY PKA-formative marks in Germany over one another based on this co-existence understanding.

Applicant acknowledges the Examining Attorney’s arguments, but respectfully maintains that the existence of this consent agreement between
the parties (which provides for Applicant’s use and registration of the subject mark in the United States) obviates Osypka Medical GmbH’s
Cited Registrations as a possible basis for maintaining any likelihood of confusion objection.

Under Section 1207.01(d)(viii) of the USPTO’s Trademark Manual of Examining Procedure (“TMEP"), an applicant may cite an

active consent agreement to overcome alikelihood of confusion abjection. According to TMEP, the examining attorney should give great
weight to a proper consent agreement, and should not interpose his or her own judgment concerning likelihood of confusion when an

applicant and registrant have entered into a credible consent agreement. See Amalgamated Bank of New York v. Amalgamated Trust & Savings
Bank, 842 F.2d 1270 (Fed. Cir. 1988); Bongrain International (American) Corp. v. Delice de France Inc., 811 F.2d 1479 (Fed. Cir. 1987). Thus,
Applicant respectfully maintains that no likelihood of confusion exists and the Examining Attorney’ s objections have been overcome in full

Conclusion

In view of the foregoing, it is respectfully submitted that all grounds for rejection have been successfully traversed by Applicant and the
application is now in order for publication.

CLASSIFICATION AND LISTING OF GOODS/SERVICES

Applicant proposesto amend the following class of goods/servicesin the application:

Current: Class 009 for Electric and electronic devices and instruments for the measurement, input, storage, display, analysis, processing,
generation and transmission of data and signals, namely, input and output devices and instruments for computers, monitors, namely, implant
device monitors, data processing devices, namely, data processors, computers, computer programs for programming and fitting implantable
devices, parts of the aforesaid goods as well as additional parts for this purpose as far asincluded in this class, namely, electronic cables, remote
controls, programmable units; all the aforesaid goods for the medical sector

Original Filing Basis:

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description:

and mstrumentsfor the measurement input, storaqe dlsplay, anal ySiS, processing, qeneratl on and transmission of data and signals, namely, input

devices for computers, output devices in the nature of computer monitors, and instruments in the nature of sensors for use with computers;

data processors, computers computer programs for proqrammlnq and fitting implantable devices, parts of the aforesaid qoods aswell as
additional partsfor this purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device

computer monitors, aH-the-aferesaia-geedsferthe-medieal-seeter; programmable units in the nature of computers and implant device computer
monitors; all the aforesaid goods for the medical secto

Class 009 for Electric and electronic devices and instruments for the measurement, input, storage, display, analysis, processing, generation and
transmission of data and signals, namely, input devices for computers, output devicesin the nature of computer monitors, and instrumentsin the
nature of sensors for use with computers; monitors, namely, implant device computer monitors, data processing devices, namely, data processors,
computers, computer programs for programming and fitting implantable devices, parts of the aforesaid goods as well as additional partsfor this
purpose as far asincluded in this class, namely, electronic cables, remote controls for computers and implant device computer monitors;
programmable units in the nature of computers and implant device computer monitors; all the aforesaid goods for the medical secto

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Applicant proposesto amend the following class of goods/servicesin the application:

Current: Class 010 for Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions;
implantable catheter for pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or stimulation apparatus, namely,
heart and nerve stimulator apparatus and defibrillators, each positioned outside the body and capable of being temporarily connected to the heart
by means of heart wires; parts of the aforesaid goods as well as additional parts for this purpose, as far asincluded in this class, namely,
connectors, cables and surface electrodes



Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Medh al o
furetions; Medical devices and |nstrumentsfor the appllcat|on in dlaqnosrs and therapy of heart and bIood ci rculat|on functions, except external

Qacemaker |mplantable catheter for pacemaker electrodesfor medical purposes, |n partrcular heart wi res eene-ﬂg—aﬁelreesﬂ-mwa&eﬂ—apparatu&

eteetreelee parts of the aform d qoods as WeII as addltlonal parts for thls purpose, as far asincl uded in thls class, namely, medlcal tubl ng

connectors, cables in the nature of patient cables and interface cables, and surface electrodes for medical use

Class 010 for Medical devices and instruments for the application in diagnosis and therapy of heart and blood circulation functions, except
external pacemakers; implantable catheter for pacemaker; electrodes for medical purposes, in particular heart wires; sensing and/or stimulation
apparatus, namely, heart and nerve stimulator apparatus and defibrillators, each positioned outside the body and capable of being temporarily
connected to the heart by means of heart wires, except external pacemakers; parts of the aforesaid goods as well as additional parts for this
purpose, as far asincluded in this class, namely, medical tubing connectors, cables in the nature of patient cables and interface cables, and surface
electrodes for medical use

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the Trademark Act, 15 U.S.C. §1141f.

SIGNATURE(S)

Request for Reconsider ation Signature

Signature: /John P. Sullivan/  Date: 03/14/2016

Signatory's Name: John P. Sullivan

Signatory's Position: Attorney of Record, Pennsylvania Bar Member

Signatory's Phone Number: 215-568-6400

The signatory has confirmed that he/sheis an attorney who is a member in good standing of the bar of the highest court of aU.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's’holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to his’her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his’/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder hasfiled or is
concurrently filing asigned revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's’/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.
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